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DECISIO N 

A RISTON COMMERC IAL, INC. ("Appellant") appeals the reso lution 1 of the 
Director of Bureau of Legal A ffairs ("Director") sustaining the opposition to the 
Appellant ' s application to register the mark " MANGO". 

Records show that the Appellant filed on l I November 2002 the application to 
register MANG O for use on watches . The trademark applicati on was publ ished in the 
Intellectual Property Office Official Gazette2 on 18 A ugust 2004. Subsequently, 
CONSOLIDATED ARTIST B.V. ("Appellee") opposed the registration of MANGO 
alleging that it will be damaged by the allowance of the application. The Appellee 
alleged that it is the prior user of MANGO for j ewelry and that it vvas issued a 
certifi cate of registration for thi s mark on 12 April 2002 for goods under Class 25 of 
the N ice C lassification3 that includes clothing, hat, footwear, shoes, sandals and 
sli ppers. The Appellee claimed that it also has pendi ng applications for MANGO in 
other classes4 of goods and that its mark is an internationally famous mark which is 
registered and well-known also in the Philippines. The Appellee alleged that the 
Appellant adopted the identi cal mark MA GO in bad fa ith with an intention o f 
cashing in on the goodwill and reputati on of its mark. 

The Appe llant denied5 the materia l all egations of the Appellee and maintained 
that it \Vas the first to file the application for the registration of the mark MANGO for 
watches. The Appellant contended that it has the better right over this mark, it fi led 
it s trademark application in good faith, and that the Appellee has no val id cause of 
action against it. According to the Appellant, the registration of similar marks 

1Resolution No. 2009-48 (D) dated 22 December 2009. 
2 Volume Vll No.5, page 103. 
' The Nice Class ificati on is a class ifi cation of goods and services for the purpose of register ing 
trademarks and serv ice marks, based on a mul tilateral treaty adm inistered by the World Intellectual 
Property Organization. This treaty is called the Nice Agreement Concerning the International 
Classification of Goods and Services for the Purposes of the Registration of Marks concluded in 1957. 
~C lasses 3 and 14 of the Nice Classification. 
5 The Appellant fi led an ''ANSWER" on 22 February 2005. 
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covering different kinds or classes of goods arc allowed and the records of the Bureau 
of Trademarks are replete with registrations of similar marks covering different kinds 
Or classes Of goods 0\Vned by different registrantS. 

After the appropriate proceedings, the Director initially denied the opposition 
and ruled that the Appellant was the first to file for the registration of MANGO for 
use on watches and that the Appellant has prior actual commerc ial use of this mark 
for watches. However, upon the Appellee's motion for reconsideration, the Director 
set aside her decision and sustained the Appellee's opposition to the registration of the 
mark MANGO. The Director rul ed that the Appellee has the better right over the 
mark MANGO as the Appellee has proven its ownershi p and prior and actua l use of 
this mark. 

On 08 M arch 2010, the Appellant appealed to this Office claiming that: 

"32. Based on jurisprudence allowing parallel registration of the same mark 
as well as jurisprudence allowing regi stration of the same mark although belonging to 
the same Class (intra-para llel registration) in add ition to the fact that Appellant has 
established proof that it has prior actual commercial use for watches under Class 14 , 
not to mention the \.Vanting evidence of Appellee as to the issue of international 
notoriety, the assailed Resolution of the BLA should be reversed and set aside by this 
Honorab le Office and Decision No. 2007-206 dated 28 December 2007 of the BLA be 
aflinned."6 

The Appellant argues that the Supreme Court of the Phi lippines has allowed 
parallel registration of the same marks applied by different parties on different classes 
of goods. Moreover, the Appellant contends that the Supreme Court has also allowed 
intra-parallel registration which allows the registration of the same marks applied on 
the same class of goods. Thus, according to the Appellant, \Vhile the Appellee may 
have ownership and rights based on prior use and adoption of MANGO for 
accessori es such as earrings, bracelets, necklaces, and rings, thi s does not mean that 
the Appellee can prevent the Appellant from appropriating MANGO for watches . 
The Appellant maintains that at the time of its application for the registration of 
MANGO, the Appellee does not deal with watches. The Appellant asserts that there 
is no evidence on record that the Appe llee has engaged in the actual commercial sale 
or watches, prior or even subsequent to the business operation of the Appellant, 
hence, the Appellant maintains that the Appellee's claim for damage brought by any 
appropriation of the MANGO mark for watches is more imagined than real. 

The Appellee filed a ··cOM ME T" dated 14 April 20 I 0 claiming that it has 
the better right over the mark MANGO being the prior user of this mark in various 
classes including C lass 14 where watches are included in the c lassification. The 
Appellee contends that while it has not yet used MANGO on watches, watches and 
clo thing and fashion accessories are frequentl y associated under the same trademark 
and brand identity , and therefore, watches are in the natural area of expansion of the 
Appellee 's products. 

r, APPEAL MEMORANDUM dated 05 March 20 10, page 13. 
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The issue in this appeal is whether the Director was correct in sustaining the 
Appellee's opposition to the Appellant 's application to register MANGO for use on 
watches. 

The appeal is not meritorious. 

It is emphasized that the essence of trademark registration is to give protection 
to the ovmers o f trade marks. The function of a trademark is to point out di stinctly the 
origin or ownership of the goods to which it is affixed; to secure to him, who has been 
instrumenta l in bringing into the market a superior article of merchandise, the fruit of 
his industry and skill ; to assure the public that they are procuring the genuine artic le; 
to prevent fraud and imposition; and to protect the manufacturer agai nst substitution 
and sale of an inferior and different article as hi s product.7 

In this case, at the time the Appe llant fil ed its application to register MANGO 
for watches under Class 14 of the Nice Classification, the Appellee has secured a 
certifi cate of registration for this mark in C lass 25 which includes clothing, hats and 
footwear. The Appellee has also filed applications for registration in other classes 
including Class 3 and Class 14 and has adduced evidence of prior use on jewe lry like 
bracelets and rings. There is also no dispute that the parties' marks arc identi cal. 

Sec. 123 .1 (d) o f the IP Code provides that a mark cannot be registered if it: 

(d) Is identica l w ith a registered mark be long ing to a different proprietor or a mark 
with an earlier fi ling or pr iority date, in respect of: 
(i) The same goods or services, or 
( ii) C losely re lated goods or services, or 
(ii i) If it nearly resembles such a mark as to be like ly to deceive or cause 

confusion; 

In this regard, the Appellee has a regi stered mark for MANGO and it has used 
and adopted this m ark prior to the Appellant 's application to register this mark for 
watches. MANGO as used by the Appellee is a highly distinctive mark that to allow 
the Appellant to register a similar mark would defeat the rationale of trademark 
registration. 

That the Appellant is seeking the registration of MANGO for goods different 
from the goods covered by the Appellee's certificate of registration and different from 
the goods covered by the Appellee 's use of MA NGO will not save the day for the 
Appellant. The allowance of the Appellant's trademark application fo r MANGO 
would likely cause confusion creating an impression that thi s mark is owned by the 
Appellee. 

The di scussion by the Supreme Court of the Philippines in the case of Sterling 
Products Internaliunal. Inc. v. Farben.fabriken Bayer Akliengesellschaf is instructi ve. 

7 Pribhdas J. Mirpuri vs. Court of Appeals, G.R. No. 11 4508, 19 November 1999. 
8 G. R. No. L-19906, 30 April 1969 . 
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Callmann notes two types of confusion. The first is the conjitsion a./goods 
"in which event the ordinarily prudent purchaser would be induced to purchase one 
product in the belief that he was purchasing the other." In which case, "defendant's 
goods are then bought as the plaintiffs, and the poorer quality of the former re fl ects 
adversely on the plaintiffs reputation." The other is the confusion ofhusiness: "Here 
though the goods of the parties are different, the defendant's product is such as might 
reasonably be assumed to originate with the plaintiff, and the public would then be 
deceived either into that belief or into the belief that there is some connection 
between the plaintiff and defendant which, in fact, does not exist." 

XXX 

In the present state of development of the law on Trade- Marks, Unfa ir 
Competition, and Unfair Trad ing, the test employed by the courts to determine 
whether noncompeting goods arc or arc not of the same class is confusion as to the 
origin of the goods of the second user. Although two noncompeting articles may be 
class ified under two different classes by the Patent Office because they arc deemed 
not to possess the same descripti ve properties, they would, nevertheless, be held by 
th e courts to belong to the same class if the simultaneous usc on them of identical or 
closely similar trademarks would be likely to cause confusion as to the origin, or 
personal source, of the second user's goods. They would be considered as not fa lling 
under the same class only if they are so di ss imilar or so foreign to each other as to 
make it unlikely that the purchaser would think the first user made the second user's 
goods. 

Such construction of the law is induced by cogent reasons of equi ty and fair 
dea ling. The courts have come to realize that there can be unfair competi tion or 
un fa ir trading even if the goods are noncompeting, and that such unfa ir trad ing can 
cause injury or damage to the first user of a given trademark, fi rst, by prevent ion of 
the natural expansion of his business and, second, by havin g his business reputation 
confused with and put at the mercy of the second user. When noncompetitive 
products are so ld under the mark, the gradual whittlin g away or dispersion of the 
iden ti ty and hold upon the public mind of the mark created by its first user, inevitably 
resul ts . The original owner is entitled to the preservation of the va luable link between 
hi m and the public that has been created by his ingenuity and the merit of his wares 
or services. Experience has demonstrated that when a well -known trademark is 
adopted by another even for a totally different class of goods, it is done to get the 
bene fi t of the reputation and advertisements of the ori ginator of sa id mark, to convey 
to the public a fa lse impression of some supposed connection between the 
manu facturer of the att icle sold under the original mark and the new art icles be ing 
tendered to the public under the same or similar mark. As trade has developed and 
commercial changes have come about, the law of un fair competition has expanded to 
keep pace with the times and the clement of strict competiti on in itself has ceased to 
be the determining factor. The owner of a trademark or trade-name has a property 
right in whi ch he is entitled to protection, since there is damage to him from 
confusion of reputation or goodwill in the mind of the public as we ll as from 
confusion of goods. The modern trend is to give emphasis to the un fairness of the 
acts and to classify and treat the issue as a fraud. 

In this regard , while the Appellant' s goods are diffe rent from the goods 
covered by the Appellee' s certificate of registration and are not similar from the 
goods where the Appellee is using MANGO, the Appellant 's products may be 
assumed to ori ginate with the Appellee. Consequently, the registration of the 
Appellant's mark may cause damage to the Appellee who has no control on the 
quality of the products of the Appellant. 
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The mark MANGO as used by the Appellee is an arb itrary mark and it is, thus, 
surprising and is unlikely a coincidence that the Appellant could come up with an 
identical mark. To come up with an arguably highly di stinct and uncommon mark, 
which has been previously appropriated by another, for use on one's business, without 
any exp lanation is something mind-boggling. The field from which a person may 
select a trademark is practically unlimited. As in all other cases of colorable 
imitations, the unanswered riddle is why, of the millions of terms and combinations of 
letters and designs avail able, the Appellant had to come up with a mark so closely 
similar to another's mark if there was no intent to take advantage of the goodwi ll 
generated by the other mark.9 

The Appellee is enti tled to the protection of its mark MANGO. As di scussed 
in the case of Societe Des Produits Nestle, S. A. v. Court of Appeals, 10 the protection 
of trademarks is the law's recognition of the psychological function of symbols. If it 
is true that we live by symbols, it is no less true that we purchase goods by them. A 
trademark is a merchandis ing short-cut which induces a purchaser to select what he 
vvants, or what he has been led to believe he wants. The owner of a mark exploits this 
human propens ity by making every effort to impregnate the atmosphere o f the market 
with the drawing power of a congenial symbol. Whatever the means employed, the 
aim is the same --- to convey through the mark, in the minds o f potential customers, 
the desirability of the commodity upon \Vhich it appears. Once thi s is attained, the 
trademark owner has something of value. If another poaches upon the commercial 
magnetism of the symbol he has created, the owner can obtain legal redress. 

WHEREFORE, premises considered, the instant appeal is hereby dismissed. 
Let a copy of this Decision as well as the trademark application and records be 
fu rnished and returned to the Director of the Bureau of Legal Affairs for appropriate 
acti on. Further, let a lso the Director o f the Bureau of Trademarks and the library of 
the Documentation, Info rmation and Technology Transfer Bureau be furn ished a copy 
of this decision for information, guidance, and records purposes. 

SO ORDERED. 

0 7 FEB 2014 Taguig City 

RI~~-~~LOR 
Director General 

9 1\.merican Wire & Cable Company vs. Director of Patents, G. R. No. L-26557, 18 f ebruary 1970. 
10 G. R. No. 11 20 12, 04 April 200 1. 
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