
• 

IP(~~ 
PHL~} 

OFFICE OF THE DIRECTOR GENERAL 

SLJPER TRADE MACHI. I:RI ES 
G LOH AL. 1'-JC .. 

Appea l No. 04-20 13-000 I 

Appellant. Application No. 4-20 I 0-0007 16 

-versus-
Date Fi led: 21 January 20 I 0 
Trademark: SUPER Ml 'DON(; 1\ND 

LOGO 
DIRITTOR or THE 11lJRFt\lJ Or 
TRADEMA RKS. 

Appellee. 
\-----------------------------------------\ 

DE C ISION 

SL Pt:R TRADE MACIII NERIES GLOBAL. I 'C. (''Appellant .. ) appeab the 
dc~bion or the Director ol' the Bureau o f Trademarks ("Director .. ) \\'hich su~tained the 
li nal rejection o!' the Appellant' s application to register the mark .. Sl iPI-:R 
MI NDO ·c; AND LOGO ... 

Records show that the Appellant liled on 21 January 20 I 0 Tratkmark 
Application No. 4-20 10-0007 16 for SlJ PI :R MINDO G /\NO I.OGO for use on 
generator and alternator. Subsequent!). the b;aminer-in-Charge ("t-:xam i ner'') issued 
u lind i ng 1 that the mark may not be registered because it nearly resembles a mark '" it h 
an earlier tiling or priority date and the resemblance is like ly to deceive or cause 
Cl)Jl ru!.->iOil . 

On 23 June 20 10. the Appe llant tiled a response to the E:--arnincr·s linding 
claiming that the mark cited by the Examiner is ditferent in form. st) lc. and/or 
representation from its mark and that there would not be any likel ihood of confusion. 
The Appel lant averred that its mark contains a device with two (2) \\lords while the 
ma rk cited by the Examiner is on ly a word mark. The Appe llant l'urther maintained 
that the marks covered diftc rent classification of goods. 

The 1-:xamim;r issued another onicial action .~ reiterating her tinding that the 
Appellant's mark resembles a registered mark and is likely to deceive or cause 
con fusion. According to the l·:xam iner. the \\ ord .. M I :--1 DO. G" is the dom inant 
lcalurc on both marks and that the word .. SCPEI·C docs not make the Ar pc ll<mt's 
mark dilkrcnt from the mark she c ited. The Examiner asserted that the commerc ial 
impression of both marks is the same and that they cover similar goods (generator). 

- ---- - - --- -
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The Appellanr ti led another response letter on 23 September 20 I 0 claiming 
that the presence o ftht: word "'MI NDO G"' in both marks docs not support a li nding 
of near resemblance and that under Ph ilippine trademark Jaw and _jurisprudence. 
competing marks should be viewed in their entirety to determ ine confusing similari t~. 

The Appellant posited that regard should be taken of the spelling. color. 
pronunciation. manner of display and over-all commercial impression of the marks. 
According to the Appellant. the presence of other features. particularly. the addition 
or the word "'SUPER"' and the presence of a device consisting of a stylized cin.: le in its 
mark will render them distinctively different from each other. 

On 20 October 20 I 0, the Lxamincr issued a '"PI AL REJECTION'" : of the 
Appel I ant· s trademark application on the ground that the Appellant' s mark nearly 
resembles a registered mark with an earlier lil ing or priority date and the resemblance 
is likcl) to deceive or cause confusion. 

On 23 December 20 I 0. the /\ ppcl lant appealed to the Director the fi nal 
rejection of its trademark application. The Director denied the appeal on IJ June 
201 2. The Director held that the Appellant" s mark and the mark cited by the 
l ·:~am incr are visually, aurally and phone! ically similar and that both marks <.~re used 
on gene rators. According to the Director. a consumer would assume that the 
.1\ppcllant' s product originated from the owner of the mark cited hy the Ex<unincr or 
vice versa. The Appellant Jiled on 06 July 201 2 a .. MOTIOI'\ FOR 
RI:CO 1SIDER/\ TION .. which the Director deni~d on 03 January 20 13. 

Not satisfi ed. the Appellant filed on 25 January 2013 a "'MFMORANDL\11 
0 1-" APPEAL" contending that the pos ihility of anyone confusing its mark '"ith the 
mark cited by th<:: J·:xaminer is very remote. The Appellant points out that the diesel 
generators involved in this case are not inexpensive and common household items 
bought off the shelf by und iscerning!) rash purchasers. The Appellant maintai ns that 
thl! ordinar) purchaser of expensive dicsd generators is one who gives sp~cial 

<.~ttent ion to the purchase and is wary thereof considering the type or product and the 
co~! involved. The Appellant argues that there are sufficient dissimilarit ies between 
its mark and the mark cited by the Examiner such that there is no like lihood that om: 
will he conli.Jsed lor the other. 

The Appellee filed on 06 March 20 13 her comment on the appeal claiming 
that the Appellant did not otler any nev. arguments and. thus. she is maintaining her 
dccis it1n. 

The issue in this case is \·Vhether the Director was correct in suc;tai ning the 
linal rejcction or the Appellant"s application to register SUPER MINDO G /\ND 
LOGO. 

The appeal is not mcritoriou 

Set:. 123. l(d) of the IP Code. tates that a mark cannot be registered if it: 
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(d) h iuo.:nlio.:al " ith a ro.:gistn~·d rnurl.. ho.:l,>ng ing l•> a Jirl\:ro.:nl propri .. ·tnr or a m,u·i­
" ith an carl io.:r ti ling ' ' '" pri,H· it~ Jato.:. in ro.:spo.:o.:t of: 

1 i > I ho.: -,arne goPus ' >r ~o.:n ic~.·:.. nr 
1 ii 1 ClosL'i~ ro.:latcd g•H>U'- or :.cn· i o.:o.:~. <'r 
tii i ) I I' it no.:arl y n:~crnhlo.:~ such J mark ~ts to he li l..cl~ L<' Jco.: .. · i\<.' ,,r l'<ll" <.' 

..:uni'u:-.iun: 

lklo" arc the illustrations orthe .1\ppcllant\. mark and the mark cited by the 
l·.xam i ncr: 

0 SUPER MINDONG 

MtNOO HS 

. lppellont 's 11wrk :\lark cited hr 1/Je Lrwnina 

At a g lance. one can sec the similarity or the marks '' hich both C•Hllain the 
\\ord " 1\!liNDONG ... The Appcllant"s tr<Kicmarl.; application ,,·as fikd on 21 .lanuar: 
20 I 0 ror use on generator and alternator. On the other hand. the mark cited b: the 
E:--amincr belongs to \Vinhua Electro Machinery Center. Inc. ,,·hich ''a" regi<;tercd a'> 
carl: a:-, 0-l \lla) 1993 lix usc nn electric mntoro.;. generator. aer~1tor machine. pump. 
and grinders. 

In this regard. the Director and the l·.xamincr ''ere correct in rejecting the 
registration o r the Arpellant 's mark pursuant to Sec. 123. 1 (J ) ,)!' the lP Ct)dc. lhi~ 

prm ision bars thL' registration or the Appellant ' s mark that resembles the rcgi~tcn:d 
mark cited by the 1--.xamincr and which wou ld like!~· cause confu :-. ion. 

Regardi ng the Appellant's contention that there are sunicient di !-.s imila r iti c~ 

bet\\ecn the marks. these difT~: rcnces arc 11\)t enough to nvcrcomc the likelilwod or 
confusion. lkeause of the similarity in the appearance tll. thc marb and the gtl<)ds to 
'' hich the marks arc used. it is very likely that the purchasing public \Hll tld be 
(kccivcd nr be conruscd tln the source or ori gin of the goods. The purchas ing public 
m:t) assm:iatc or mistake the Appe llant's gotldS as those of the O\\ncr or the mark 
citeJ b) the Exami ner or vice versa. In addition. the presence l)f the \\ Ord 
"MI DO. C.i" in those marks gives the impression that the ;\prclhllll. !-. marl-. is j ust a 
variation o f the mark cited by the 1--.xaminer. 

l'he essence o l· trademark regbtra tion is to g ive protection to the 0\\'ner:-. or 
tradcmarks. The function of a trademark is to point out di :-. titH.: tl ~ the llrigin or 
ll\\nership •ll. the g•lOds to \\ hkh it i:-. af'li,cd: to se<.:urc In him. \\htl has been 
instrumental in bringing into the market a superior article or mcn.:handise. the rruit o r 
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hi~ industry and sk ill: to assure the public that the) arc procuring the genuine article: 
to prevent fraud and imposition: and to protect the manufacturer against sub!->titution 
ami sa le of an inferior and dil'lcrent article as his product:' 

To allow the registration of the Appellant" s mark would be contrar) to the 
provisions of the IP Code and detCat the very rationale of trademark registration. Sec. 
123. 1 (J) of the IP Code bars the registration of SUPER N! INOONG i-\NO I.OCIO in 
the name of the Appellant because this mark resembles a registered mark belonging to 
a di lkrcnt proprietor which is used on the ~ame or relctted goods. 

Moreover. the proceeding for the registration of a mark before an c:-.aminer in 
the l3ureau of Trctdemarks is ex-parte. It is prosecuted ex parte by the applicant. that 
is. the proceedings ctre l ike a lawsuit in '"'hich there is a plaintiff (the applicant) but no 
dclcndant. the court itself (the Examiner) acting as the adverse part) .' The Intellectual 
Proper!) Office of the Philippine. represented by the E:-.amincr is not supposed to 
look ct fkr the interest of an applicant. The lav.: imposes that duty upon the applicant 
himself. The Examiner is charged with the protection of the interests or the public 
and. hence. must be vigi I ant to sec that no registration issues tor a marJ.- contrary to 
law and the Trademark Regulations.6 The Examiner wi ll look if the trademark cnn be 
registered or not. 

\VI IEREFORE. premises considered. the appeal is hereby DISM ISSED. Let a 
copy ttf this Dec ision as well cts the trademark application and records be rurnished 
and returned to the Director ol' the Bureau of T rademarks. Let a copy ol'thi~ J)ecision 
be furnished also the library of the Dot,;umentation. Information and TcchJHtlogy 
Transli:r Bureau for irs inf(mnation and records purposes. 

SO OROERI::JJ. 

0 7 FEB 2014 Taguig City 

RIC~-~LOR 
Director General 
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