
OFFICE OF THE 01 RECTOR GENERAL 

TIIERAPIIARMA. INC., 
()pposer-A ppellant. 

-versus-

D. 13 . MAN IX I TER A TIO AL 
CORPORATION. 

Respondent-Appellee. 
X------------------------------------------X 

Appeal No. 14-201 2-0006 

!PC No. 14-2010-003 18 
Opposition to: 
Application No. 4-20 I 0-007777 
Date Filed: 16 July 2010 

Trademark: CIIOLE f- EN 

DECISiON 

TII ERAPIIARMA, INC. ("'Appellant") appeals the decision 1 of the Director 
of the f3ureau of Legal Affairs ("'Director") dismiss ing the Appellant' s opposition to 
the regist rat ion of the mark ··CIIOLEFEN". 

Records show that D. I3. MA NIX INTER ATlONAL CORPORATION 
("'Appellee' ') filed on 16 July 20 I 0 Trademark Application No. 4-20 I 0-007777 f(x 
CliO I ,1 ·:1-'I ·:N for usc on plumnaceutical product. namely. dyslipidaemic agent .fin· 
trmtment of' \'I!JY high e/el'(l/ions o/s('f'/1/J/ triglyceride levels. On 18 October 20 I 0, 
the trademark app lication was publi shed in the Intellectual Property Ortice 
Electronics Gazette for Trademarks. 

On 17 l)eccmber 20 l 0. the Appel lant filed a "'VERII· lED OPPOS ITION'' 
claiming that it wi ll be extremely damaged and prejudiced by thl: registration of 
CHOLEFEN. The Appellant maintained that CIIOLEFEN resembles '·CHOLI NI·:RV" 
which it owned and duly registered prior to the publication or Cl IOLEFEN. 
According to the Appellant. CI IOLEFEN wi ll likely cause confusion, mistake, and 
deception on the part o f the purchasing publil:, most especially considering that thi s 
mark is applied lor the same class and goods as that ofCI lOLl ERV . The Appdlant 
contended that thl: registration or Cl IOLEFEN wil l vio late Sec. 123 of the Inte ll ectual 
Propert y Code of the Philippines ("'IP Code'') which provides that a mark that is 
similar to a registered mark shall be denied registration in respect or similar or related 
goods or il' the mark applied !'or nearly resembles a registe red mark that confusion or 
deception in Lhe mind o!' the purchasers will likely result . 

On 07 Apri l 20 II. the f3urcau or Legal Arfairs issued Order No. 2011 -457 
giving the Appellee until 15 April 20 11 to file its answer to the Appellant 's 
opposition. The Appellee did not file an answer and the case was deemed submitted 
ror decision. Subsequent ly, the Director issued the decision di smiss ing the opposition 

1 Decis ion No. 20 12-20 elated 09 February 20 12 . 
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and holding that CIIOLI ERV and CHOLEFEN arc not identical marks and that the 
resemblance between these marks is not sufficient to cause a likelihood of confusion 
or deception. The Director held that the goods covered by CI IO LI N I~RV arc dirlcrent 
from those covered by CI IOLEFEN and that CIIOLEfEN sat isfied the function or a 
trademark. 

Not sati s fied, the Appellant lilcd an "APPEAL MEMORANDUM I Rc: 
Decision No. 201 2-20 dated 9 Februnry 20 121" ass igning the following error: 

"V. ASSIGNMENT OF ERROR 

Til E RULING OF TilE IIONORABLE l3UREAU Of LEGAL 
AffAIRS IN T HE QUESTIONED DECISION TIIAT THERE IS NO 
CONFUS ING SIMI LARITY BETWEEN TilE OPPOSER-
APPELLANT'S TRJ\DEMARK ·'CIIOLI NERV" AND 
RESPONDE T-APPELLEE' S MARK "CIIOLEFEN'" IS 
CONTRARY TO LAW AND SETTLED JURISPRUDENCE." 

The Appellant argues that CllOLEFEN is confusingly similar with 
CIIOLINERV and reiterates its position that CIIOLI~FEN will likely cause confusion, 
mistnkc, nnd deception on the part of the purchasing public. The Appellant claims 
that CliOLEfEN adopted the dominant fcnturcs of CHOLINERV and that these 
marks arc practically identical marks in sound and appearance that they lcnvc the 
snmc commercial impression upon the public. The Appellant claims that as the lawful 
owner or the mark CIIOLINERV. it has the exclusive right to usc and/or appropriate..: 
this mark and prevent all third parties not having its consent ii·om using in the course 
or trade identical or similar marks that would result in a likelihood of confusion. 

The Appellant further argues that even if the goods covered by both marks arc 
different, there is still likelihood or confusion as to the business reputation or good\·Yil l 
between thc Appel lant and the Appcllcc. According to the Appellant, by virtue or its 
prior and continued usc of C IIOLI NI·:RV. thi s mark has becomc well-known and has 
cstabli shcd va luable goodwi ll to the consumers and the genern l public as well. The 
Appe ll ant asserts that the registration or CHOLEFEN wi ll enable the Appellee..: to 
obtain benefit from the Appellant's reputation and goo<.hvill and will tend to deceive 
and/or confuse the public into belicving that the Appellee is in any way connected 
with the Appellant. 

This Orticc issued on 13 Apri l 20 12 an Order giving the Appellee thirty (30) 
days ("rom receipt of the Order to submit comment on the appea l. The Appcllcc did 
not lilc its comment and the case was deemed submitted for decision. 

Whi le thi s Office is drafting the decision on thi s appeaL it noticed in the 
rccords that there is no Declaration or Actual Use ("DAlJ") for CIIOLI ~FEN . 

Accordingly, thi s Onicc clari lied \Nith the Bureau of Trademarks the status or the 
trademark application including the liling, if any, ol"lhe DAU. 2 

2 M emorandum dated 2 1 January 2014 . 
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On 23 January 20 14, the Bureau or Trademarks issued a certification that no 
DAU has been fi led ror Cl IOLEfo' EN. In this regard. the /\ ppcllcc's application to 
register the mark CIIOLEFEN is consith.:red re fused fo r its f~tilurc to fil e the required 
DAU. S<.:c. 124.2 or the I P Code stat<.:s that: 

124 .2. The applicant or the registrant shall li le a dec lar;Jtion or actual usc of 
the mark "vith evidence to that effect, as prescribed by the Regulations within three (J) 
year~ from the fi ling date of the npplication. Otherwise, the applicat ion shall be 
rclitsed or the mark shall be removed from tho.: Register by the Director. 

Consequently, thi s app<.:al is now deemeu moot and academic and the Office 
need not decide thi s case on the merits. The Appellant in liling the opposition to the 
registration or CIIOLEfo' EN seeks to prevent the registration of this mark in f~tvor or 
the Appellee. llowever. in vi<.:w or the ccrti fi cation issued by the Bureau or 
TrLidemarks showing the Appellee's l ~1ilure to tile the DAU. the Appellant' s plea fo r 
the rd'usal or the Appellee's tradernmk application was practically granted. In one 
cas<.:. the Supreme Court o r the Philippines has ruled that: 

h Jr a court to exercise its power or adjudication, there must be an ac tual 
case or controversy - one which in volves a conflict o r lcgnl rights, an assertion or 
opposite legal claims susceptible of j udicinl resolution; the ~.:asc must not be moot or 
acaclem i<.: or based on extrn- legal or other similar considcrat ions not cognizable by a 
court of justice. A cnse becomes moot and acndcmic who.:n its purpose has become 
stale, such as the case before us.3 

In thi s instanc <.:. no practical or useful purpose would be servcu by r<.:solving 
the issues and merits in th is case when the Appellant's trademark application is now 
consiuen .. :d r<.: rus<.:d. It is unnecessary to indulge in academic discuss ion or a case 
presenting a moot question as a j udgment thereon cannot have any practica l legal 
c lkct or, in the nature or things. cannot be enfo rced.'' 

Wherefore. premises considered, the appeal is hereby dismissed fo r the 
n.:asons di scussed above. Let a copy or this Decision as well as the trademark 
application and records be furnished and returned to the Director of the Bureau or 
Legal Al'f~1irs and the Bureau or Trademarks ft)r their appropriate action and 
consideration or th~.: Appellee's failure to fil e the required l)A U. Further, let al so the 
library o f the Documentation, Information and T<.:chnology Transfer Bureau be 
rurnished a copy ol'this dec ision for inrormation. guidance, and rccorus purposes. 

SO ORDERED . 

A . ... 201~ Taguig Cit y. 

RJCAA lli~LOR 
Director General 

1 Dcnn .Jose Joyn, v. Pr<.:s idcntial Commiss ion ou Good Government, G. R. No. 9651J I, 24 August 1993. 
·l Gerardo 0 . l.anuza. Jr. v. Mil . Vivian Yuchengco, G.R. No. 157033, 2R March 2005. 
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