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Opposer-Appel !ant. 

-versus-

JOEL C. NG. 
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x-------------------------------------------x 

I PC No. I 4-20 I 0-00073 
Opposition to : 
Applic<.~ tion No. 4-2009-007264 
Dall: fo iled : 22 .J uly 2009 
Trademark : BIOGEL 

DI ·: C JS I ON 

lJ NITJ ·:D l.ABORATORJlo:S. l C. ("J\ppd lant' ') Lippeals the decision1 of the 
Dircdor or Bureau or Legal Affairs ("Di rector' ') di smiss ing the J\ ppdlant 's 
oppos ition to the registration orthe mark "BlO(iEL". 

Records show that JOEL C. NCJ ("J\ppellee") fi led on 22 .J uly 2009 an 
applica tion to register BIOU EL lor usc on hand sani ti t.er gel. The trademark 
applica ti on \Vas published in the Intellectual Property Oflice Electronics ( iat.ellc !'or 
Trademarks on 2 1 December 2009. On 22 March 20 I 0, the J\ppc llant ti led a 
" Vl·: RJFIED OPPOS ITION" claiming that it will be ex tremely damaged and 
pn:judiced by the registration or BIOG J·: L. 

The Appellant maintaim:d that BIO( il ·:L resembles the marks ''BIOGEN IC" 
and ·'BIOU J:SIC . which it has registered prior to the publication of BIOG EL. The 
Appellant alleged thnt L3 10UEL will likely cau!le confusion. mistake and deception on 
the part or the purchasing public. most especially as this mark is applied li.1r the same 
class and goods as ntOU J ~N IC <llld 13JOGES IC' . The J\ ppellnnt averred thnt the 
registration or 11 10(il:L will violate Sec. 12:\ o r Republic J\ct No. ~293 , otherwise 
known as the lntdlcctual Propert y Code or the Phili ppines ("' II' Code ' ) which 
provides that a mark which is similar to a registered mark shall be denied registrat ion 
in respect or similar or related goods or if the mark applied for nea rl y n.:semhlcs a 
registered mark that conrusion or deception in the mind or the purch ;-~ sers will likely 
result. The Appe llant asserted that the J\ ppcllce 's usc and registration o r 1110G EL 
will dimini sh the distinctiveness and dilute the goodwill of BJO(i l: !C and 
BlOCi i·:SJC. 

On 14 April 2010. the L3ureau or Legal J\ rt~t irs ("BLJ\" ) issued a notice to the 
Appellee directing him to li le n verified answer to the J\ ppcllant' s opposit ion. The 
Appellee, however. did not li lc an answt:r. Subsequentl y. the Di rector issued the 
decision di smissing the opposition. The Director held that it is unl ike ly that the co-

1 Oc.:c.: i~ i un No. 20 13-96 datc.:d 3 1 May 20 13. 
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existmce ol' the mark BIOGEL wi th BIOGJ·:NIC and L3J OG ES IC will cause 
confusion. much less deception. According to the Director, the letters or syllable that 
l'o llows the pre lix '' 1110" in the 1\ppcllcc's mark can easily hc distinguished li·01n the 
1\.ppcllant ·s marks. The Dircctor held th3t the last syllable in the Appellee's mark. 
which is "G U : · has visua l and aural properties that are di stinct l'rom the syllables 
"GE IC .. and "GES IC'". 

Nut sati slicd. the Appellant li led on 03 Ju ly 20 13 an "/\. PPE/\. 1. 
MEMOR/\ DUM IRe: Decision o. 2013-96 dated 31 May 20 131" contending th<~ t 

BIOGEL is conrusingly similar wi th f3 10CIE IC' and I3 IOGES IC. The Appellant 
argues thnt the L3LA cannot iso late the surfix '·BJO'' :md solely usc it as n:l'crence in 
Lktcrmining whether or not thc marks nre confusingly similar. The Appel lant 
maintains that f310G I ~N I C and L3 10Cii-:S IC arc co ined marks ami the 131./\. should 
have compared thcse marks in their ent in.:ty as uga inst BIOGEL. The 1\.ppcllnnt 
claims that BJO(!EL will likely cause conl'usion. mistake, and deception on th<.: part or 
the purchasing publ ic. most especia ll y considering that this mark is appl i<.:d lo r the 
same class and goods as HI OGEN IC and 1110GI-:SIC and that BIOG J·: I. and 
BIOCIEN JC arc both used fur hand sani tizer. The Appellant further argues that the 
Appe llee railed to li le it s answer to th<.: opposition and. thus. the Appellee should haw 
bc<.:n considered to have abandoned its application to register BIOGEL. 

This Ol'lice issued on ()g July 20 13 an Orde r giving the Appellee thirty (30) 
days from rec<.:ipt or th<.: Order to submit comment on the app<.:al. The Appellee did 
not li lc his comment and thi s case was deemed submitted lo r decision. 

Whi le this Ofli c<.: is dra li. ing the decision on th is appeal. it noticed in the 
r<.:cords that then: is no Declaration o r Actual Usc (''DAlJ") for HIOGEL. 
/\ccordingly. this Orlice requested inlormation from the Bureau o l' Tradcmnrks 
(BOT) on whether the Appellee lilecl a 1)/\. lJ for IJ IOCJEL. 2 On 12 February 20 14. 
the HOT issued a <.:e rtilica tion that no 1)/\. lJ has be<.:n filed for L310 CiEL. 

In this regard. the 1\ppcl lcc's application to register the mark HI OGEL is 
considered refused l'or it s l'a il urc to lile thc required D/\ l J. Sec. 124.2 o l' th<.: IP Code 
states that: 

12-1.2. The applicant or the regi~tr<mt shall Iii\! a ucdaration of al:lunl usc of 
the mark with ev idence tn that l!ffccl, as prescribed by the Regulat ions wi thin llm~c (3) 
year~ from the li ling date o f the appl ical ion. O lhcrwisc. the app l i ~.:< tt ion sh;tl l be 
rdt tscd or lhc mark shall be n:movcd li'clln lhe Rcgislcr by the Director. 

Conscqu<.:ntly. this appea l is now deemed moot and academ ic and the Oflice 
ne<.:d not decide this case on the merits. The /\ppellnnt in filing th<.: opposi tion to the 
registration or BIOC:J EL S<.: <.: ks to prevent the registration of thi s mark in lltvo r or the 
Appellee. llowevcr. in vi<.:w ol' the ce rti lication issued by the BOT showing the 
1\.ppclke·s lltil ure to lile the D/\ll. th<.: Appellant's plea ror the refusal of' the 
Appellee' s trademark app lication was practically gran ted. 

' Memorandum dnlcd 12 February 20 1-1 . 
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In one case. the Supreme Court of the Philippines has rukd th ... t: 

For a court to exercise its power of adjudication. there must be an actual case 
or controversy- one which involves a conflict of lega l rights. an assert ion of opposi te 
legal claims susceptible of judicial resolution: the case must not be moot or acndemic 
or based nn extra-legal or other similar considerations not cognizable by a court of 
justice . 1\ case becomes moot and academic when it s purpose has become sta le . suc h 
as the case before us.' 

In thi s instance. no practica l or useful purpose would be served by resolving 
the issuL:s and merits in th is case 'vvhen the Appellant' s tradenwrk applica tion is now 
considered refused. It is unnecessary to ind ulge in academic discussion or a case 
presenting a moot question ;.IS a j udgment thereon cannot have any practical lega l 
effect or. in the nature or thi ngs. cannot he enlorced.4 

Whercl(>re. premises considered. the appeal IS hereby dismissed lt>r the 
n.:asons di scussed above. 

Let a copy of thi s Decision as wel l as the trademark appl ica tion and records he 
furn ished and returned to the Director or the L3ureau of I ,egal Alh1irs and the Bureau 
or Trademarks lor thci r appropriate ac t ion and consideration of the Appellee· s failu re 
to file the req uired D/\LJ . Further. let also the library of the Documentation. 
Information and Techno logy Transfer Bureau be furn ished a copy of thi s decision l't>r 
inl(mllation. guidance. and t\:cords purposes. 

SO ORDERED. 

MAR 2 4 2014 Taguig City. 

R I C'~ R. ll i~FLOR 
Director Cicm:ral 

1 Dean Jose .Joya, v. !'res idential Commiss ion on Good Government. G. R. Ntl . 9654 1. 24 /\ugust I 993. 
1 Gcr;trdo 0. Lanu; a, Jr. v. Ma . Vivian Yudtengco. (i .R. No. 157033.28 March 2005. 
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