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OFFICE OF THE DIRECTOR GENERAL 

VITASOY INTERNATIONAL 
HOLDINGS LIM !TED, 

Opposer-Appellant, 

-versus-

SAN MIG UEL CORPORATION, 
Respondent-Appel lee. 

X------------------------------------------X 

Appea l No. 14-20 12-0056 

I PC No. 14-20 I 0-00068 
Opposition to: 
Application No. 4-2009-500287 
Date Filed: 20 May 2009 

Trademark: ACTIVSOY 

DECISION 

VIT ASOY INTERNATIONAL HOLDINGS LIM ITED ("Appellant' ') appeals the 
dccision 1 of the Director of the Bureau of Legal Affairs (''Director") dismissing the 
Appellant's opposition to the registration of the mark '·ACTIVSOY'' in favor of SA 
MIGUEL CORPORATION ('·Appellee"). 

Records show that the Appellee filed on 20 May 2009 Trademark Appl ication No. 
4-2009-500287 for ACTIVSOY for usc on ready-to-drink soy-based drinks. The 
trademark application was published in the Intellectual Property Office Electronics 
Gazette for Trademarks on 16 November 2009. On 16 March 20 I 0, the Appe llant filed a 
.. VERIFI ED NOT ICE OF OPPOSITION" clai ming that it would be damaged by the 
registration of ACTIVSOY and all eged the following grounds for opposition : 

I. It is the prior user, applicant , and registrant of the marks ''VITA'', 
·'VITASOY", and its vari ants which are confusingly similar with 
ACTIVSOY, hence, the Appellee's trademark applicat ion is 
proscribed by Sec. 123 (d) of the Intellectual Property Code of the 
Phi lippines (" IP Code"); 

2. Its registrations and applications for VITA and VITASOY have fi ling 
dates much earli er than ACTIVSOY; the Appellee's mark is a 
combination of the word '·ACTIV" and the word ''SOY'' which 
conveys a similar meaning as its marks e.g. life, energy, vitality and 
\veil-being brought about by the health-giving soy beverages, and 
should not have been al low·cd by this Office; 

1 Decision 1\!n. 20 12-1 55 dated 17 A ugust 20 12. 
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3. Sec. 123 (d) of the I P Code provides that a mark cannot be registered 

if it is identica l with a registered mark belonging to a different 
proprietor or a mark with an earlier filing date or priori ty date in 
respect of the same goods or services, closely rel ated goods or 
services, or if it nearly resembles such a mark as to be likely to deceive 
or cause confusion; 

4. It began selling VITA products in 1976 and continues to do so in many 
countries all over the world. It introduced VITA and VITASOY 
branded products in 1996 through Sunshine Trading Ltd. and in 1998, 
fl y Ace Corporation became its exclusive di stributor; 

5. The registration of ACTIVSOY will cause grave and irreparab le injury 
and damage to it as prior owner of the internationally wel l-known 
mark VITA and VITASOY; it is entitled to protection in the 
Philippines aga inst unauthorized use or expropriation of its marks by 
third parti es; it has obtained and continues to secure registration of its 
marks in many countries all over the world ; 

6. Its marks have acquired immense and valuable goodwi ll as a result of 
the sales generated by products bearing these marks and the enormous 
sums of money spent in advertisi ng and promoting its products; 

7. A comparison of ACTIVSOY and VITASOY shows confusing 
similarity as both marks conta in the wo rd ' SOY" that is placed as the 
last syllable of the mark ; the letters compri sing "VITA" are all present 
in the term '·ACTIV" which would surely cause confusion as to the 
ori gin of the goods in the mind of the consumer; VITA and 
VITASOY have been conceptuali zed and promoted as giving li fe, 
being alive, having vita li ty and energy; and 

8. Considering that ACTI VSOY contains the term '·ACTIV" which 
connotes a similar meaning to VITA, and both marks end in the word 
"SOY", which comprise the trade name of the Appellant, the 
reg istration of ACTIVSOY is contrary to Sec. 165.2 of the IP Code 
and should not have been allowed by thi s Office. 

The Appe llee fil ed a "VERIFIED ANSWER" dated 16 August 2010 denying the 
material allegations in the oppos ition and maintained that VITA , VIT ASOY and their 
variants arc not internationally we ll-known. The Appe llee argued that the Appellant 's 
assertion that ACTIVSOY is confusingly similar to VITASOY has no basis in law and in 
fact. The Appe llee claimed that while it may be true that some letters in VITASOY are 
present in ACTJVSOY, there are diss imilari t ies between these marks to make them 
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visua lly and phoneticall y distinct from each other. The Appellee asserted that there is no 
truth to the Appellant ' s allegation that their marks are sim ilar in meaning. 

After the appropriate proceedings, the Director issued the decision dismiss ing the 
Appe llant 's opposition. The Di rector held that ACTIVSOY docs not resemble the 
Appe llant 's marks and would not likely deceive or cause confu sion. Accord ing to the 
Director, in looks and sound, the on ly similarity between the competing marks is the 
word "soy'' which is a generic term that is incapab le of exclusive use as a trademark. 

Not satisfied , the Appellant fi led on 04 October 20 12 a "NOTICE OF APPEAL 
WITH MEMORAN DUM OF APPEAL" contending that it is the prior adopter. user and 
true owner of the internationally well-known marks VITA and VITASOY which are 
entitled to protection under the provisions of the JP Code and the Paris Convention. The 
Appellant maintains that ACTIYSOY is confusingly similar to its marks and wi ll cause 
deception to the public as to the nature, character and sponsorshi p of the goods. The 
Appell ant claims that ACTIVSOY and its marks are confusingly simi lar in sound, 
appearance and convey similar meaning. According to the Appellant, because 
ACTIVSOY is confusingly similar to its registered marks, the registration of ACTJVSOY 
should not be allowed. The Appellant also claim that the Appelleee is not the prior 
adopter, user and true owner of ACTIVSOY which is covered by a trademark application 
fi led in the United States Patent and Trademark Office in 2006. 

The Appellee tiled on 16 November 20 12 a "COMMENT" arguing that the 
Bureau of Legal Affai rs correctly held that the subject marks are not confusi ngly simi lar. 
The Appellee reiterates its position in the BLA that VITA, VITASOY, and their variants 
are not international ly well-known marks and that it is entitled to the registration of the 
mark ACTIVSOY. 

Pursuant to Office Order No. 154, Series of 20 I 0, Rules of Procedure for IPO 
Mediation Proceedings, thi s case was referred to mediation on 20 November 20 12. 
Subsequently, on 2 1 December 201 2, thi s Office received a copy of the ''MED IATOR'S 
RE PORT" stating that the parti es refused to mediate and acco rding ly, the med iation 
proceeding was terminated. 

The issue in this appeal is whether the Director was correct in dism iss ing the 
Appellan t's opposition to the registration of the mark ACTIVSOY in favor of the 
Appellee. Moreover, the relevant question in this case is whether ACTIVSOY is 
confusingly similar with the Appellant' s marks, particu larly VITASOY. 

Sec. 123. 1 (d) of the IP Code provides that a mark cannot be registered if it: 

(d) ls identical with a regis tered mark belonging to a different proprietor o r a mark \>vith 
a n earlier fi ling or priority date, in respect of: 
(i) T he same goods or services, or 
(i i) C losely related goods or services, or 
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(i ii) If it nearly resembles such a mark as to be like ly to deceive or cause confusion; 

In trademark cases, particularl y in ascertaining whether one trademark is 
confusingly similar to or is a colorable imitation of another, no set of rules can be 
deduced. Each case is decided on its own merits.2 As the likelihood of confusion of 
goods or business is a relat ive concept, to be determined only according to the particular, 
and sometimes peculiar, circumstances of each case,3 the complexities attendant to an 
accurate assessment of likelihood of such confusion requires that the entire panoply of 
elements constituting the relevant factual landscape be comprehensive ly examined.4 

Below are the reproductions of the Appellant's and Appellee's marks: 

VITASOY VIta soy 

Appellant 's marks 

Acli~~o~ 
Appellee's mark 

At a glance, one can see the differences in these marks. Although, these marks 
end in the same letters/word "soy", they refer to different words that a person who sees 
the Appellee 's mark would not associate it as a vari ation of the Appellant's marks. In 
other words, there are obvious differences in the Appellant' s and Appellee 's marks that 
the Appellee's use and registration of ACTIVSOY will not likely deceive or cause 
confusion. 

As correctly discussed by the Director: 

This Bureau finds untenable the arg ume nt that s ince the Respondent-Applicant's 
mark conta ins a ll the letters in the Opposer's mark, the marks are now confusingly 

: Emerald Garment Manu fac tu ring Corporation vs. Court of Appeals, 25 1 SCRA 600 ( 1995). 
3 Esso Standard Eastern , Inc. vs. CA, 11 6 SCRA 336 ( 1982). 
·l Soc iete Des Prod uits Nestle, S.A. , et. al vs. CA, et. al. , G .R. No . 11 20 12,04 April 200 l. 
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similar. As d iscussed above, "soy" is a generic term. Also, the letters "V' ', "1" , ' 'T" . and 
"A" a re a rranged differently in the Respondent-Applicant 's mark. Wi th the additional 
letter "C", the letters formed the sy llab les " ACTIV' '. ''ACTIV" is obv iously a play on 
the word "active" and whi ch has different v isual and aural properties from ''VITA". 

Neither is there merit in the Opposer's contention that the competing marks arc 
confusi ng ly s imilar because these have similar meaning. The Respondent-App li cant is 
correct in po inting that : 

"x x x. As Opposer admitted in the opposition, the word "VITA ... " is the 
latin word for " life" . Thus, 'vita ' means ' li fe' . On the other hand, an online 
source defines the word 'active' as 'engaged in action' characteri zed by 
energetic work (and) participation ... ' Even though the word 'active ' can be 
an adjective for the word ' life' (as in 'active li fe'), it cannot be assumed that 
both words are similar in meaning, inasmuch as ' active' and 'stock market' 
(as in 'act ive stock market ') do not have simi lar meanings. In vain. 
Opposer undertook to link the words 'active' and 'l ife' in the Opposition. 
The meanings of the two words are s imply diss imilar; it is a stretch to 
corre late the two (2) meanings. x x x"5 

In addition, a person who would buy the Appellee's products would do so not on 
the basis of the mistaken belief that the product is that of the Appe llant's but because that 
is the product the person intends to buy. In one case decided by the Supreme Court of the 
Phili pp ines, it was held that the ordinary purchaser must be thought ot: as having, and 
cred ited with , at least a modicum of intelligence.6 

A trademark is a visible sign capable of disti ngui shing the goods of an enterprise.7 

The records of this case show that the Appellee's mark is capable of dist inguishing and 
indicati ng the source of its goods. The rights in a mark sha ll be acquired th rough 
registration made va lidly in accordance with the provisions of the law. 8 The Appe llee's 
mark was a llowed publication by the Bureau of Trademarks which means that it has 
complied with the provis ions ofthe law for the registration of a mark . In the absence of a 
showing that thi s mark is confusingly similar with the Appellant's marks and that the 
Appellant would be damaged by the registrat ion of the Appellee' s mark, the app licat ion 
to register ACTI YSOY is to be given due course. 

Accordingly, with the findings that the Appellant' s and Appe llee's marks are not 
confusingly similar and the fact that the Bureau of Trademarks has already allowed the 
publication of the Ap pellee's mark for having complied with the requirements for 
reg istration of the mark, this Offi ce finds no need to resolve the other issues in this case. 

5 Decis ion No. 20 12-1 55 dated 17 August 20 12, page 3. 
r. Fruit o f the Loom, Inc. vs. Court of Appeals and General Garments Corporation, G.R. No. L-32747, 29 
November 1984. 
7 I P Code, Sec. I 2 1 . I . 
8 ld. Sec. 122 . 
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Wherefore, premises considered, the appeal is hereby dismissed. Let a copy of 

thi s Decision as well as the trademark app licat ion and records be furn ished and returned 
to the Director of the Bureau of Legal Affairs for appropri ate action. Further, let also the 
Di rector of the Bureau of Trademarks and the I ibrary of the Documentation, In formation 
and Technology Transfer Bureau be furnished a copy of th is decision for information, 
guidance, and records purposes. 

SO ORDERED. 

2 1 J.4 N A~ ) . Taguig City 

RICARJ!::. ~AFLOR 
Director General 

vitasoy v. san miguel 
page 6 of 6 


