








“5.6. As early as 1996, the Supreme Court has firmly relied on the Idem Sonans Test
which states that ‘similarity in sound is sufficient ground for this Court to rule that the two
marks are confusingly similar when applied to merchandise of the same desctiptive
properties.” While similarity in sound is often accompanied by similarity in appearance
and/or similarity in meaning, similarity in sound alone is a sufficient basis upon which to
predicate a holding of likelihood of confusion. Stated otherwise, there is confusing similarity
between two marks even if they may be visually distinguishable, but to the ear they are
identical.

“5.7. It is likewise an established rule that if the competing marks are both foreign
words, the prime comparison should be based on phonetic similarity to the English-speaking
cutomers. For example, likely confusion was found between BOTTEGA VENETA’ and
‘BORSA VENETO’, both for handbags, the court looking for the reaction of local
customers who do not know what the word means in Italian and will not be able to translate

them.

“5.8. In the instant case, the similarity in sound between the Opposer’s HITACHI
mark and the Respondent-Applicant’s MITASHI mark, both of which are Japanese-
sounding, is sufficient to make a finding of confusing similarity.

“5.9. The two marks contain the same number of letters and syllables wherein each
syllable contain the same vowel. The marks have the same stress pattern, with primary
accent on the second syllable. The slight difference in pronunciation in the first and third
syllables of the two words is insignificant to the non-Japanese speaking Filipino purchasing
public because they are not aware of the differences in meaning between the two to be able
to distinguish them. When the contending marks are pronounced in succession, the aural
similarity between them is readily apparent.

“5.10. Indeed, a number of trademarks have been held confusingly similar based on
phonetic similarity. Confusing similarity was found in the following cases considering the
degree of phonetic similarity between the marks involved:

X X X

“5.11. The same likelihood of confusion would certainly be present betweeb the
phonetically similar marks HITACHI and MITASHI both covering identical, public if the
two marks are allowed to co-exist.

Conceptual or Connotative Similarity

“5.12. Both Opposer’s HITACHI mark and Respondent-Applicant’s MITASHI
mark use Japanese-sounding words which may be associated by the purchasing public with a
Japanese product, company or manufacturer. As such, to allow the registration of the
MITASHI mark would likely mislead the public to believe that the manufacturer of the
products bearing the HITACHI and MITASHI marks are one and the same, or an affiliate
or under the sponsorship of the other. The public may be mistaken that one is just a
variation of the other and that both came from the same manufacturer, thereby deceiving
the consuming public as to the affiliaton, connection or association of either or both parties,
or as to the origin, sponsorship or approval of the goods bearing the MITASHI mark. The
resulting damage to the Opposer is not limited to a possible confusion of goods but also
includes confusion of reputation if the public could reasonably assume that the goods of the
parties originated from the same source.






and the goods anufactured by the senior user. Since the products in this case are similar
and closely rel: d, it is not farfetched that an ordinary purchaser would mistake or assume
that the Opposer is the manufacturer or the origin of the Respondent-Applicant’s MITASHI
products. It is likely that the public would be led to believe that there is some connection
between the O~ oser and Respondent-Applicant. The likelihood of confusion subsists not
in the purchase_ . perception of goods but on the origins thereof. Confusion the consumers
is a very real if Respondent-Applicant’s MITASHI mark will be allowed to co-exist with
Opposer’s HITACHI mark.

“5.19. The goods in the instant case are of the same type and descriptive properties
and flow through the same channels of trade and are found in the same area of a store.
Clearly, Respondent-Applicant’s goods are identical, similar or so closely related to
Opposer’s wide variety of electronic, electric and home appliance products that confusion in
the mind of the public as to the origin of the goods is not only likely but inevitable.

“5.20. Accordingly, pursuant to Sec. 123.1 (d) (i) of the IP Code, the registration of
Respondent-Applicant’s MITASHI mark under Trademark Application No. 4-2008-008155 ,
rejected for being an identical or confusingly similar mark to Opposer’s registered HITACHI
mark for identical, similar or closely related goods.

Opposer’s HITACHI MARKS are
internationally well-known and are thus
entitled to protection under Section 123.1 (e)
and (f) of the IP Code, Article 6bis of the Paris
Convention and Article 16(2) and (3) of the
TRIPS Agteement.

“6.1. The right to protection of internationally well-known marks under the local
laws and inter tonal treaties is beyond dispute. The IP Code explicitly prohibits the
registration of « mark which is identical with, or confusingly similar to, an internationally
well-known and locally well-known mark, to wit:

X X X

“6.2. The Opposer is 2 corporation founded in 1910 by Namehei Odaira as an
electrical equipment repair and manufacturing facility. Its main purposes are to hi
manufacture ar_ distribute a wide variety of types of products, such as electronic devices,
power and industrial systems, digital media, raw materials, etc., all bearing the different
HITACHI mark. Today, Opposer is a multinational corporation specializing in high
technology and services. It is the parent company for the Hitachi Group, which Hitachi
Works, Hitachi “able and Hitachi Canadian Industries. Its operation is divided into seven
industry segm¢ s: Information and Telecommunications Systems; Electronic Devices;
Power & Industrial Systems; Digital Media & Consumer Products; High Functional Material
& Components; Logistics, Services and Others; and Financial Services.

X X X
“6.5. Opposer conducts and worldwide and worldwide advertising and promotional
campaigns to market its product bearing the HITACHI mark. As a result of

advertising/promotional activities and the continuous use and worldwide registration ofof
the said mark, it has acquired substantial goodwill and reputation over the years, thus
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presentation, at fairs or exhibitions, of the goods and/or services
to which the mark applies;

(b) the market share, in the Philippines and in other countries, of the
goods and/or services to which the mark applies;

(c) the d ree of the inherent or acquired distinction of the mark;

(d) the quality-image or reputation acquired by the mark;

(e) the extent to which the mark has been registered in the world;
4] the exclusivity of registration attained by the mark in the world;
(g) the extent to which the mark has been used in the world;

(h) the exclusivity of use attained by the mark in the world;
(i) the commercial value attributed to the mark in the world;
() the record of successful protection of the rights in the mark;

(k) the o*come of litigations dealing with the issue of whether the
mark i a well-known mark; and

(1) the presence or absence of identical or similar marks validly
registered for or used on identical or similar goods or services and
owned by persons other than the person claiming that his mark is
a well-known mark.

The rule rec--ires that the party claiming a mark to be well-known satisfies at
least a combinatic.. of the above stated criteria. Undeniably, the HITACHI mark of
Opposer is already well-known not only in the Philippines but in other countries.
Opposer has been established way back in the year 1910 in Japan.® To show the
extent of the regis ation of its mark in the world, Opposer submitted a list of the
countries where tt.. HITACHI mark is registered and/or has pending application for
registration.4 Sample certificates of registration of the mark HITACHI in Canada,
Austria, Norway, U.S.A. and Germany were also presented.5 In the Philippines, the
HITACHI mark is also registered in various Classes such as in classes 6, 7, 9, 11.6¢ To
show the duration, extent and geographical area of use of the mark in terms of
advertising and promotion, the quality image or reputation acquired by the mark, the
commercial value attributed thereto, among other things, the Opposer submitted the
Annual Reports for the period 2006-20087. Opposer was also recognized as one of the
Famous Trademark in Japan by the AIPPI-Japan in 2004.8 In the Philippines, Opposer

*See Affidavit of Mr. Yuji Toda, Exhibit “LL”.
4 See Exhibit “J”,

% See Exhibits “K” to “O™.

5 See Exhibits “A” to “I”.

7 SeeExhibits “HH” to “JJ”,

8 See Exhibit “BB”
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