











Moreover, a review of the Appellee’s application reveals that the other features of the
Appellee’s mark like the words ‘coffee’ and ‘original’ and the picture of a mug filled with
coffee were disclaimed.

“On the other hand, the prevalent feature in the MUG DEVICE of the Appellant
is the picture of the red mug itself which is not found in the Appellee’s mark. Similarly,
in the mark NESCAFE with MUG DEVICE ON JAR, the word ‘NESCAFE’ easily distinguishes
the Appellant’s mark from that of the Appellee’s.

“Thus, it is unlikely that consumers would be deceived or be confused that the
mark of the Appellee belongs to the Appellant, or vice-versa. As correctly observed by
the Director.

“The words ‘SAN MIG’ and ‘NESCAFE’ are printed prominently on both labels of
the contending marks which easily attract and catch the eyes of an ordinary consumers
and these words and none other stick in his mind when he thinks of coffee, thus, ruling
out the likelihood of confusion or similarity in the mind of the purchasing public.
Moreover, the Opposer has not established such a substantial similarity between the
two trademarks in question as to warrant the opposition of the trademark of the
Respondent-Applicant. Even the mug designs accompanying both marks are different in
presentation. The ‘mug’ device contained in the Respondent-Applicant’s mark is white
in color, filled with coffee but only half of the mug is shown with the word ‘ORIGINAL’
written on the mug, while the mug device contained in the Opposer’s mark is the whole
cup with handle, likewise filled with coffee but the color of the mug is red.

“With respect to the Appellant’s claim that its marks well-known, this is now
immaterial to this case. The protection accorded to well-known marks applies only if
there is a finding of confusing similarity between competing marks. Moreover, there is
merit to the point raised by the appellee that:

‘Based on the exhibits of Opposer-Appellant’s, the “MUG
DEVICE” element is always combined with the word “NESCAFE” and/or
surrounded by coffee beans. Hence, contrary to Opposer-Appellant’s
contention, the “MUG DEVICE” mark alone, cannot be claimed to be
exclusively owned by Opposer-Appellant since it is sufficient, as an
isolated element, to identify Opposer-Appellant’s goods.

‘The alleged study conducted by AC Nielsen Homepanel, as
well as the alleged ranking of Opposer-Appellant in the business Week
also shown that it is the brand “NESCAFE” that is [the] dominant part
of its labels and is the most remembered by the consumers, as
opposed to “MUG DEVICE" per se.’

“Regarding the alleged violation by the Appellee of its agreement with the
Appellant not to adopt, either through filing or registration, identical and/or similar
works to MUG DEVICE, this is irrelevant to the determination of whether SAN MIG
COFFEE & DESIGN can be registered in favor of the Appellee. Nevertheless, the
provision of the agreement cited by the appellant refers to the commitment of the
Appellee not to file or register a mark identical or confusingly similar with the
Appellant’s mark. With determination of the lack of confusingly similarity between the
appellant’s and the Appllee’s marks, the Appellant’s position has no leg to stand on.”






