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Philippines
Mila Federis and Caesar J Poblador

Federis and Associates Law Offices

Patent enforcement proceedings

1	 Lawsuits and courts

What legal or administrative proceedings are available for enforcing 

patent rights against an infringer? Are there specialised courts in 

which a patent infringement lawsuit can or must be brought?

Patent owners have the following choice of remedies:
•	 lodge an administrative complaint for intellectual property 

rights violation (or IPV complaint) with the Bureau of Legal 
Affairs (BLA) of the Intellectual Property Office (IPO); the BLA 
now has the same power as regular courts to:
•	 issue injunction after summary hearing; and
•	 award civil damages, such as actual damages for lost profit 

and reimbursement of attorney’s fees; 
•	 lodge a civil complaint with the regular courts (Regional Trial 

Court), which has jurisdiction to issue injunction and award 
damages;

•	 if the infringer repeats the infringing act after the judgment of 
infringement in the civil case becomes final, the patent owner 
can initiate a criminal complaint before regular courts; the fol-
lowing rules apply:
•	 the patent owner, in coordination with police enforcement 

authorities, can apply through the court for a search war-
rant to search the repeat infringer’s premises if there is prob-
able cause to believe that the infringing products are found 
there;

•	 infringing products seized as a result of the implementa-
tion of the search warrant will form the basis for a criminal 
investigation before the public prosecutor, who will decide if 
there is probable cause to charge the infringer for the crime 
of patent infringement;

•	 if the charge is filed in court, the patent owner has the option 
to include civil claims for damages; in that situation, the 
court, in convicting the repeat infringer, will also include an 
award of damages to the patent owner. 

•	 a patent owner is permitted to reserve his or her right to 
pursue the civil claims for damages arising from the infringe-
ment; if he or she files the civil claims ahead of the criminal 
action or during the trial in the criminal action, the criminal 
action will be suspended to await the outcome of the civil 
action on grounds of prejudicial question. 

•	 if the infringer has secured a patent, the patent owner can file a 
cancellation action before the BLA. If the case involves highly 
technical issues, on the motion of any party, the BLA can consti-
tute a committee of thee judges, the first judge being the Director 
of the BLA, and the other two judges being experts in the field of 
technology to which the patent being cancelled relates.

As to specialised courts:
•	 the court hearing the civil action will be deemed a specialised 

court if the patent issue involves highly technical questions, in 

which case the patent owner can file a motion for the appoint-
ment of two or more assessors possessed of the necessary scien-
tific and technical knowledge required by the subject ligitation; 
and

•	 the BLA, in the cancellation action heard by a committee of 
three, is also a specialised court.

2	 Trial format and timing

What is the format of a patent infringement trial?

The format is uniform for administrative, criminal and civil 
actions, which is presentation of evidence through trial, com-
plete with direct examination, cross-examination, re-direct and 
re-cross-examinations.

Testimonial evidence will be in affidavit form to which will be 
attached the supporting documents. The affidavit form in the crimi-
nal and civil action is in a question-and-answer format, while the 
affidavit in administrative actions is in an ordinary narrative format.

The affidavits will contain the direct testimony of the affiant or 
witness, and upon identification of the affidavit and the supporting 
documents by the live witness on the stand, the adverse party con-
ducts cross-examination. Note however the following:
•	 the rules governing administrative action state that it must be a 

summary proceeding. However, since patent infringement claims 
are contentious, parties demand the right to cross-examine wit-
nesses, hence, the summary proceeding becomes a full-blown 
trial; and

•	 instead of a witness testifying on the stand, the witness can be 
presented to identify his or her affidavit through deposition 
upon oral or written interrogatories before the Philippine consul 
in the country where he or she resides. He or she can be cross-
examined also by oral deposition or written interrogatories.

For a cancellation action, cross-examination is not required and the 
parties argue their cases through their position papers.

As noted above, experts can be used as witnesses. And the judge 
can form a committee of three in which the two other members are 
experts. The Philippines does not follow the jury system.

A typical trial for administrative, criminal and civil action where 
both sides have at least two witnesses can last for over one and a 
half years.

3	 Proof requirements

What are the burdens of proof for establishing infringement, invalidity 

and unenforceability of a patent?

The quantum of evidence is as follows:
•	 administrative action, including cancellation action: substantial 

evidence;
•	 criminal action: proof of guilt beyond reasonable doubt; and
•	 civil action: preponderance of evidence.
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4	 Standing to sue

Who may sue for patent infringement? Under what conditions can 

an accused infringer bring a lawsuit to obtain a judicial ruling or 

declaration on the accusation?

The following may sue for patent infringement:
•	 any patentee, or anyone claiming a right, title or interest in and 

to the patented invention;
•	 any foreign national or juridical entity:

•	 whose country is a member state under conventions with 
reciprocity clauses; and

•	 a party to which a patent has been granted or assigned by 
virtue of Philippine law.

A foreign corporation can sue whether or not it is licensed to do 
business in the Philippines.

There is no proceeding that the infringer can take to obtain 
declaratory relief from a patent infringement accusation. Declaratory 
relief requires that the action be filed before a violation of law is 
committed.

However, the infringer who receives a cease and desist letter can 
pre-empt a patent infringement action of the patent owner by filing 
a cancellation action to invalidate the patent.

If the patent infringement case is already filed, the infringer can 
cite as a defence the invalidity of the patent, and if it is meritorious, 
the court can order the IPO to cancel the patent.

5	 Inducement, and contributory and multiple party infringement

To what extent can someone be liable for inducing or contributing 

to patent infringement? Can multiple parties be jointly liable for 

infringement if each practises only some of the elements of a patent 

claim, but together they practise all the elements?

Patent infringement can be committed by one or several persons. 
They commit infringement by the act of making, using, offering for 
sale, selling or importing patented products or products obtained 
directly or indirectly from a patented process, without the authorisa-
tion of the patentee.

For each of these infringing acts, a criminal action for infringe-
ment allows for a charge against several accused, if there is evidence 
of conspiracy.

Under the Revised Penal Code, a conspiracy is when two or more 
persons come to an agreement concerning a felony and decide to 
commit it. Conspiracy may be inferred from the acts of the accused 
before, during or after the commission of the crime which, when 
taken together, would be enough to reveal a community of criminal 
design, as the proof of conspiracy is frequently made by evidence of 
a chain of circumstances.

To be a conspirator, one need not participate in every detail of 
the execution; he or she need not even take part in every act or need 
not even know the exact part to be performed by the others in the 
execution of the conspiracy. Each conspirator may be assigned sepa-
rate and different tasks which may appear unrelated to one another 
but, in fact, constitute a whole collective effort to achieve their com-
mon criminal objective.

Once conspiracy is shown, the act of one is the act of all the 
conspirators. Those who participate in a crime and are liable for it 
are classified into principals, accomplices, or accessories.

A person is a principal for taking a direct part in the execution 
of the felony,  directly forcing or inducing others to commit it or 
cooperating in the commission of the offence by another act without 
which it would not have been accomplished.

Accomplices are persons who, while not acting as a principal, 
cooperate in the execution of the offence by previous or simultane-
ous acts.

Accessories are those who, having knowledge of the commission 
of the crime, and without having participated therein, either as prin-
cipals or accomplices, take part subsequent to its commission by:
•	 profiting themselves or assisting the offender to profit by the 

effects of the crime;
•	 concealing or destroying the body of the crime, or the effects or 

instruments thereof, in order to prevent its discovery; or
•	 harbouring, concealing, or assisting in the escape of the princi-

pals of the crime.

In the case of the principal by inducement, the Intellectual Property 
Code further qualifies the infringing inducement as follows: anyone 
who actively induces the infringement of a patent or provides the 
infringer with a component of a patented product or of a product 
produced because of a patented process knowing it to be especially 
adopted for infringing the patented invention and not suitable 
for substantial non-infringing use shall be liable as a contributory 
infringer and jointly and severally liable with the infringer.

Principals are punished more severely than accomplices, who 
are punished more severely than accessories. However, when there 
is conspiracy, there will no longer be a distinction as to whether a 
person acted as a principal, accomplice or accessory, because when 
there is conspiracy, the criminal liability of all will be the same, 
because the act of one is the act of all.

6	 Joinder of multiple defendants

Can multiple parties be joined as defendants in the same lawsuit? If 

so, what are the requirements? Must all of the defendants be accused 

of infringing all of the same patents?

Those who commit separate acts of unauthorised making, using, 
offering for sale, selling or importing patented products may be 
joined in one complaint if their acts relate to a single transaction and 
a common question of law or fact is involved. Joinder is mandatory 
if without any of them, no final determination can be had of the 
infringement action. It has also been ruled that items seized under a 
search warrant for the premises of a corporation stand as incrimi-
nating evidence to charge the directors, shareholders and officers of 
the corporation.

7	 Infringement by foreign activities

Notwithstanding the above-mentioned laws and policies, how much 

discretion do the authorities have to approve or reject transactions on 

national interest grounds?

No criminal action is allowed to be filed in the Philippines for 
infringement that occurs beyond the Philippine borders.

In civil cases, if the licensee makes, uses, offers for sale or sells 
patented products outside of the Philippines, but his or her license 
agreement entered into in the Philippines prohibits him or her from 
doing so, then there is breach of contract for which he or she can be 
sued in the Philippines. If the contract declares that such acts are also 
acts of infringement, then the action for breach of contract can also 
raise another cause of action involving infringement.

8	 Infringement by equivalents

To what extent can ‘equivalents’ of the claimed subject matter be 

shown to infringe?

Philippine courts apply the doctrine of equivalents strictly. One who 
claims under this doctrine must satisfy the function-means-and-
result test, that is, the infringing modification must be shown to per-
form substantially the same function in substantially the same way 
to achieve substantially the same result under the patent claimed to 
be infringed.
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9	 Discovery of evidence

What mechanisms are available for obtaining evidence from an 

opponent, from third parties or from outside the country for proving 

infringement, damages or invalidity?

Parties can be served written interrogatories and requests for 
admissions.

10	 Litigation timetable

What is the typical timetable for a patent infringement lawsuit in the 

trial and appellate courts?

Where each party has two witnesses, trial can take as long as one 
and a half years. More witnesses mean a longer trial period. On the 
appeal level, a decision can take as long as one year to be issued.

11	 Litigation costs

What is the typical range of costs of a patent infringement lawsuit 

before trial, during trial and for an appeal?

The typical range of costs of a patent infringement lawsuit before 
trial is US$4,000 to US$6,000 before trial. The cost for conducting 
trial is in the range of US$6,000 to US$8,000. The cost for bring-
ing an appeal in each appeal stage is approximately US$6,000 to 
US$8,000.

12	 Court appeals

What avenues of appeal are available following an adverse decision in 

a patent infringement lawsuit?

From an intellectual property violation trial before the BLA, a deci-
sion can be appealed to the Director General of the IPO, whose deci-
sion can in turn be appealed to the Court of Appeals on a question of 
law or fact, or both. A Court of Appeals decision can be questioned 
before the Supreme Court, also on either question of law or fact, or 
both.

From a civil or criminal court decision, an appeal can be filed 
before the Court of Appeals, also on a question of law or fact, or 
both, and then to the Supreme Court, also on the same question.

13	 Competition considerations

To what extent can enforcement of a patent expose the patent owner 

to liability for a competition violation, unfair competition, or a business-

related tort?

The defendant in a patent infringement complaint typically asserts 
a counterclaim that the action is baseless and is causing him or her 
damages. The counterclaim can argue that the plaintiff is unfairly 
competing or destroying the defendant’s business by the filing of the 
baseless complaint. However, if the complaint is dismissed because 
of a non-infringement finding the counterclaim is usually dismissed 
also since the exchange of arguments and submission of evidence 
show that the complaint is not baseless.

14	 Alternative dispute resolution

To what extent are alternative dispute resolution techniques available 

to resolve patent disputes?

Philippine law mandatorily requires the parties to undergo dispute 
resolutions before going to trial. Even if there is no success and trial 
ensues, the judge continually urges amicable settlement, even after 
the case is submitted for decision. In the Court of Appeals, mediation 
is also required to be conducted before the appeal is heard.

Scope and ownership of patents

15	 Types of protectable inventions

Can a patent be obtained to cover any type of invention, including 

software, business methods and medical procedures?

Any technical solution of a problem in any field of human activity 
which is new, involves an inventive step and is industrially applicable 
can be a patentable invention. The invention can be a product, a pro-
cess or any improvements thereof. Computer software and business 
methods are not patentable.

Patent protection does not extend to scientific discoveries, laws 
of nature, abstract ideas, schedules, business methods, computer 
programs, methods for treatment of human and animal body, plant 
varieties or animal breeds, aesthetic creations, and anything contrary 
to public health and welfare including cloning or use of a human 
embryo.

16	 Patent ownership

Who owns the patent on an invention made by a company employee, 

an independent contractor, multiple inventors or a joint venture? How 

is patent ownership officially recorded and transferred?

The patent belongs to the inventor, his or her heirs, or his or her 
assigns. When two or more persons have jointly made an invention, 
the right to the patent belongs to them jointly. The patent applica-
tion may be filed by the actual inventor or in the name of his or her 
heirs, legal representatives or assigns.

If a person commissions a work, such person owns the patent, 
unless provided otherwise in a contract.

For inventions made in the course of employment, the patent 
shall belong to the employee if the inventive activity is not part of 
his or her regular duties, even if the employee uses the time, facilities 
and materials of the employer. If the invention is the result of the 
employee’s performance of his or her regularly assigned duties, the 
patent belongs to the employer unless there is an express or implied 
agreement to the contrary.

Defences

17	 Patent invalidity

How and on what grounds can the validity of a patent be challenged? 

Is there a special court or administrative tribunal in which to do this?

The validity of a patent can be challenged through a patent cancel-
lation proceeding before the BLA of the IPO. The grounds for chal-
lenging the validity are:
•	 lack of novelty;
•	 lack of industrial applicability;
•	 failure to disclose the invention clearly and completely for it to 

be carried out by a person skilled in the art; and
•	 the patent is contrary to public order or morality.

18	 Absolute novelty requirement

Is there an ‘absolute novelty’ requirement for patentability, and if so, 

are there any exceptions?

There is an absolute novelty requirement. The law, however, consid-
ers certain disclosures as non-prejudicial when the information was 
disclosed or published within one year preceding the filing date or 
the priority date of the application and the disclosure was made by:
•	 the inventor;
•	 a patent office where the information was contained in another 

application filed by the inventor and which should not have 
been disclosed by the patent office;
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•	 a third party in an application filed without the knowledge or 
consent of the inventor; or

•	 a third party based on information obtained from the inventor.

19	 Obviousness or inventiveness test

What is the legal standard for determining whether a patent is 

‘obvious’ or ‘inventive’ in view of the prior art?

The legal standard for inventiveness is whether the invention is not 
obvious to a person skilled in the art having regard to the prior art. 
Prior art is defined as everything which has been made available to 
the public anywhere in the world, before the filing date or prior-
ity date of the application claiming the invention, except when the 
disclosure is considered non-prejudicial. Prior art includes the whole 
contents of an application for a patent which has been published, 
filed or is effective in the Philippines, with a filing or priority date 
that is earlier than the filing or priority date of the application claim-
ing the invention.

20	 Patent unenforceability

Are there any grounds on which an otherwise valid patent can be 

deemed unenforceable owing to misconduct by the inventors or the 

patent owner, or for some other reason?

The patent owner can no longer enforce a patent if there has been 
exhaustion of rights, ie, the third party use occurs after a product has 
been put in the market in the Philippines by the owner of the patent 
or with his or her consent or authorisation.

The patent owner cannot prevent the exploitation of the patent 
in the following circumstances:
•	 when the use of exploitation is done privately and on a non-

commercial scale or for a non-commercial purpose, provided, 
that such use does not significantly prejudice the economic inter-
ests of the patent owner;

•	 where the act consists of making or using exclusively for the 
purpose of experiments that relate to the subject matter of the 
patented invention;

•	 where the act consists of preparation for individual cases, in a 
pharmacy or by a medical professional, of a medicine in accord-
ance with a medical prescription; and

•	 where the patented invention is used in vehicles in transit in the 
Philippines, provided that such use is made exclusively for the 
needs of the vehicle and not for the manufacturing of anything 
for purposes of sale within the Philippines.

21	 Prior user defence 

Is it a defence if an accused infringer has been privately using the 

accused method or device prior to the filing date or publication date 

of the patent? If so, does the defence cover all types of inventions? Is 

the defence limited to commercial uses?

Yes, an accused infringer can use as a defence his or her use of 
the method or device prior to the filing date or publication date 
of the patent since that would show that the invention lacks nov-
elty. This defence covers all types of inventions. Moreover, where 
the act is done privately and on a non-commercial scale or for a 
non-commercial purpose, and does not significantly prejudice the 
economic interest of the owner of the patent, then the owner of the 
patent could not prevent the accused from working on his or her 
invention.

Remedies

22	 Monetary remedies for infringement

What monetary remedies are available against a patent infringer? 

When do damages start to accrue? Do damage awards tend to be 

nominal, provide fair compensation or be punitive in nature?

Recovery may extend to all damages sustained by the patent owner 
plus attorneys’ fees and expenses of litigation. The court can increase 
the amount of actual damages proven but it should not exceed three 
times the amount of such actual damages.

If damages are inadequate or cannot be readily ascertained with 
reasonable certainty, the award is equivalent to a reasonable royalty. 
However, no damages can be recovered for acts committed more 
than four years before the institution of the action.

Also no damages can be recovered if the infringer proves it did 
not have knowledge of the patent. But he or she will be presumed to 
have knowledge if the product or container, or advertising materials 
contain the words ‘Philippine Patent’ with the number of the patent 
registration.

23	 Injunctions against infringement

To what extent is it possible to obtain a temporary injunction or a 

final injunction against future infringement? Is an injunction effective 

against the infringer’s suppliers or customers?

Injunction, temporary or final, encompasses future infringement. 
The patent owner must take pains to craft the request for injunction 
to include future infringement. Injunction is easily obtainable if the 
features of the infringing product can be demonstrated as infringing 
the technical characteristics recited in the claims.

As to suppliers, if conspiracy can be shown, or there exists one 
transaction connecting all the suppliers to the infringer, then the sup-
pliers can be joined in the complaint and the injunction issued will 
be binding on them also.

As against customers, a separate action for infringement can be 
filed as discussed above, for the customer’s infringing use. If the use 
is in connection with a conspiracy, or there is a single transaction 
connecting him or her to the infringer and his or her suppliers, then 
he or she can be joined in one action and the injunction issued will 
be binding on him or her. However, if the customer’s use is done 
privately and on a non-commercial scale or for a non-commercial 
purpose, there is no infringement.

24	 Banning importation of infringing products

To what extent is it possible to block the importation of infringing 

products into the country? Is there a specific tribunal or proceeding 

available to accomplish this?

It is difficult to block the entry of goods at the border that are the 
results of patent infringement. Patent owners will have to monitor 
the movement from the country exporting to the Philippines, then 
alert customs officials through a complaint that the goods entering 
are infringing, so that customs can examine the cargo not only for 
payment of tariff but also for violation of intellectual property rights.

25	 Attorneys’ fees

Under what conditions can a successful litigant recover costs and 

attorneys’ fees?

To recover costs and attorneys’ fees, there must be a stipulation with 
the client for attorney’s fees, which must be presented as evidence 
in court. Second, it must be shown that a plaintiff was compelled to 



Federis and Associates Law Offices	 PHILIPPINES

www.gettingthedealthrough.com	

hire the services of the lawyer as a result of the act or omission of the 
defendant. Third, the lawyer must justify the amount on the basis of 
quantum meruit.

Litigation expenses can be shown through itemised expenses 
with official receipts and other evidence of payment incurred to fund 
the litigation.

26	 Wilful infringement

Are additional remedies available against a deliberate or wilful 

infringer? If so, what is the test or standard to determine whether the 

infringement is deliberate?

The only remedy approximating to an additional penalty to a delib-
erate or wilful infringer is where infringement is repeated by the 
infringer or by anyone in connivance with him or her after finality 
of judgment against him.

27	 Time limits for lawsuits

What is the time limit for seeking a remedy for patent infringement?

For administrative and civil actions, they must be instituted within 
four years upon injury to plaintiff, which means upon knowledge 
by the patent owner of the infringing act. And no damages can be 
recovered for acts of infringement committed more than four years 
before the filing of the action. For criminal action for repeat infringe-
ment, the prescribed limit is three years from the date of the com-
mission of the crime.

28	 Patent marking

Must a patent holder mark its patented products? If so, how must the 

marking be made? What are the consequences of failure to mark? 

What are the consequences of false patent marking?

The patent holder should mark its patented product in order to pro-
vide notice to potential infringers that the product is patented. The 
marking should contain the words ‘Philippine Patent’ along with the 
registration number of the patent.

If a patent holder fails to mark its patented product, damages 
cannot be recovered against an infringer if the infringer proves that 
it did not have knowledge of the patent. On the other hand, the 
infringer will be presumed to have knowledge of the patent if the 
product or container, or advertising materials are marked with the 
words ‘Philippine Patent’ and the registration number of the patent.

False patent marking will not only cause the action to be dis-
missed, but also the awarding of counter-claims against the plaintiff.

Licensing

29	 Voluntary licensing

Are there any restrictions on the contractual terms by which a patent 

owner may license a patent?

Yes, section 87 of the IP Code provides a list of prohibited clauses 
for licence agreements, which includes clauses:
•	 which impose upon the licensee the obligation to acquire from a 

specific source capital goods, intermediate products, raw materi-
als, and other technologies, or of permanently employing per-
sonnel indicated by the licensor;

•	 pursuant to which the licensor reserves the right to fix the sale 
or resale prices of the products manufactured on the basis of 
the licence;

•	 that contain restrictions regarding the volume and structure of 
production;

•	 that prohibit the use of competitive technologies in a non-exclu-
sive technology transfer agreement;

•	 that establish a full or partial purchase option in favour of the 
licensor;

•	 that obligate the licensee to transfer for free to the licensor the 
inventions or improvements that may be obtained through the 
use of the licensed technology;

•	 that require payment of royalties to the owners of patents for 
patents which are not used;

•	 that prohibit the licensee to export the licensed product unless 
justified for the protection of the legitimate interest of the licen-
sor such as exports to countries where exclusive licenses to man-
ufacture and/or distribute the licensed product(s) have already 
been granted;

•	 which restrict the use of the technology supplied after the expi-
ration of the technology transfer arrangement, except in cases of 
early termination of the technology transfer arrangement due to 
any reasons attributable to the licensee;

•	 which require payments for patents and other industrial prop-
erty rights after their expiration or termination arrangement;

•	 which require that the technology recipient shall not contest the 
validity of any of the patents of the technology supplier;

•	 which restrict the research and development activities of the 
licensee designed to absorb and adapt the transferred technol-
ogy to local conditions or to initiate research and develop-
ment programs in connection with new products, processes or 
equipment;

•	 which prevent the licensee from adapting the imported technol-
ogy to local conditions, or introducing innovation to it, as long 
as it does not impair the quality standards prescribed by the 
licensor;

•	 which exempt the licensor for liability for non-fulfilment of his 
or her responsibilities under the technology transfer arrange-
ment or liability arising from third party suits brought about by 
the use of the licensed product or the licensed technology; and

•	 other clauses with equivalent effects are also included.

30	 Compulsory licences

Are any mechanisms available to obtain a compulsory licence to a 

patent? How are the terms of such a licence determined?

Yes, the mechanisms available to obtain a compulsory licence to a 
patent are provided for under section 93 of the IP Code, which states 
that the Director of Legal Affairs may grant a licence to exploit a 
patented invention, even without the agreement of the patent owner, 
in favour of any person who has shown his or her capability to 
exploit the invention, under any of the following circumstances:
•	 national emergency or other circumstances of extreme urgency;
•	 where the public interest, in particular, national security, nutri-

tion, health or the development of other vital sectors of the 
national economy as determined by the appropriate agency of 
the Government, so requires;

•	 where a judicial or administrative body has determined that the 
manner of exploitation by the owner of the patent or his or her 
licensee is anti-competitive; or

•	 in case of public non-commercial use of the patent by the paten-
tee, without satisfactory reason; and

•	 if the patented invention is not being worked in the Philippines 
on a commercial scale, although capable of being worked, with-
out satisfactory reason, provided, that the importation of the 
patented article shall constitute working or using the patent.
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Patent office proceedings

31	 Patenting timetable and costs

How long does it typically take, and how much does it typically cost, to 

obtain a patent?

It takes approximately three to four years for a patent to issue from 
the filing date of the application. The estimate of costs and fees for 
filing a patent application covering five claims and consisting of 30 
pages of description with right of priority is US$750.

For an industrial design and utility model application, it takes 
approximately six to eight months for a registration to issue from 
the filing date.

32	 Expedited patent prosecution

Are there any procedures to expedite patent prosecution?

Yes, by submitting a granted corresponding foreign application or 
filing a request for Patent Prosecution Highway.

33	 Patent application contents

What must be disclosed or described about the invention in a 

patent application? Are there any particular guidelines that should 

be followed or pitfalls to avoid in deciding what to include in the 

application?

A patent application shall be in writing. It may be written in Filipino 
or English, and shall be filed by post or directly with the Bureau. All 
applications shall be addressed to the Director.

Under section 32 of the Intellectual Property Code, a patent 
application must contain the following:
•	 a duly accomplished request for the grant of patent;
•	 a description of the invention;
•	 any drawings necessary for the understanding of the invention;
•	 one or more claims; and
•	 an abstract.

The request for the grant of patent shall contain the following 
information:
•	 petition for the grant of a patent;
•	 the applicant’s name and address;
•	 the title of the invention;
•	 the inventor’s name;
•	 if filed with claim for convention priority, it shall contain the 

file number, country of origin, and the date of filing in the said 
country where the application was first filed;

•	 the name and address of the resident agent or representative (if 
any); and

•	 the signature of the applicant or resident agent or representative.

The guidelines for the description of the invention are as follows:
•	 specify the technical field to which the invention relates;
•	 indicate the background art which, as far as known to the appli-

cant, can be regarded as useful for understanding the invention, 
for drawing up the search report and for the examination, and 
preferably, cite the documents reflecting such art;

•	 disclose the invention, as claimed, in such terms that the techni-
cal problem (even if not expressly stated as such) and its solution 
can be understood, and state any advantageous effects of the 
invention with reference to the background art;

•	 where appropriate, refer to the different elements involved in 
the invention by the use of reference letters or numerals (pref-
erably the latter). Such letters or numerals should be properly 
depicted in the drawings. In the case of an improvement, the 
detailed description shall particularly point out the improved 
concept that may be regarded as novel and inventive and must 
be described in relation to the technical feature that belongs 

to the prior art for a clear and complete understanding of the 
improvement.

•	 briefly describe the figures in the drawings, if any;
•	 describe in detail at least one way of carrying out the invention 

claimed using examples where appropriate and referring to the 
drawings, if any; and

•	 indicate explicitly, when it is not obvious from the description 
or nature of the invention, the way in which the invention is 
capable of exploitation in the industry.

With regards to the title of the invention, it shall be as short and spe-
cific as possible. It shall appear as a heading on the first page of the 
description. The title shall be in technical terms particularly referring 
to the technical feature or features of the invention. All fancy names 
are not permissible in the title.

The abstract of the disclosure shall be written in a separate sheet 
with the heading, ‘Abstract of the Disclosure’. It shall consist of a 
concise summary of the disclosure of the invention as contained in 
the description, claims, and drawings in preferably not more than 
150 words. It must be drafted in a way which allows the clear under-
standing of the technical problem, the gist of the solution of that 
problem through the invention, and the principal use or uses of the 
invention. The abstract shall merely serve for technical information. 
Preferably, the scope of the invention should be disclosed such that 
it can serve as an efficient basis for search in the particular technical 
field.

There are also general requisites for drawings such as:
•	 the drawing must be signed by the applicant or his or her name 

may be on the drawing by his or her attorney or agent. The 
drawing must show every feature of the invention covered by the 
claims. The drawing may consist of several views showing every 
feature of the invention to serve as aid in the complete under-
standing of the invention and each figure must be consecutively 
numbered and briefly described as to its matter of presentation.;

•	 when the invention relates to an improvement of the prior art, 
the drawing must exhibit, in one or more views, the novel or 
inventive improvement in relation with the old structure pre-
sented in dotted lines. Every element of the invention as shown 
in the drawing shall be designated with legible reference numeral 
or letter and, if appropriate, shall be accompanied by a pointing 
line directed to the particular element to which it refers. The 
designated reference numeral or letter for a particular element 
shall be in conformity with what has been described or referred 
to in the detailed description;

•	 each element of each figure shall be in proper proportion to each 
of the other elements in the figure except where the use of a dif-
ferent proportion is indispensable for the clarity of the figure; 
and

•	 if the same part of the invention appears in more than one view 
of the drawing, it must always be represented by the same char-
acter and the same character must never be used to designate 
different parts.

With respect to claims, the IPO sets the following rules:
•	 the patent application must conclude with a claim, particularly 

pointing out and distinctly claiming the part, improvement, or 
combination which the applicant regards as his or her invention;

•	 the application may contain one or more independent claims in 
the same category (product, process, apparatus or use), where 
it is not appropriate, having regard to the subject matter of the 
application, to cover this subject matter by a single claim which 
shall define the matter for which protection is sought. Each 
claim shall be clear, concise and supported by the description.

•	 one or more claims may be presented in dependent form, refer-
ring back and further limiting another claim(s) in the same 
application. Any dependent claim which refers to more than one 
other claim (a multiple dependent claim) shall refer to such other 



Federis and Associates Law Offices	 PHILIPPINES

www.gettingthedealthrough.com	

claims in the alternative only. A multiple dependent claim shall 
not serve as a basis for any other multiple dependent claim;

•	 the claims must conform to the invention as set forth in the 
description and the terms and phrases used in the claims must 
find clear support or antecedent basis in the said description so 
that the meaning of the terms may be ascertainable by reference 
to the description. Claims shall not, except where absolutely 
necessary, rely in respect of the technical features of the inven-
tion, on reference to the description or drawings. In particular, 
they shall not rely on references such as, ‘as described in part xxx 
of the description’ or ‘as illustrated in figure xxx of the draw-
ings’; and

•	 if the invention relates to an improvement, the claim or claims 
should specifically point out and distinctly claim the improve-
ment in combination with a preamble statement indicating the 
prior art features which are necessary for the definition of the 
claimed subject matter.

The following are the prohibited matters in a patent application:
•	 a statement or other matter contrary to public order or morality;
•	 a statement disparaging the products or processes of any par-

ticular person other than the applicant, or the merits or validity 
of application or patents of any such person. Mere comparison 
with the prior art shall not be considered disparaging per se; and

•	 any statement or other matter obviously irrelevant or unneces-
sary under the circumstances.

If an application contains the prohibited matter mentioned above, 
the Bureau will omit it when publishing the application indicating 
the place and number of words or drawing omitted.

34	 Prior art disclosure obligations

Must an inventor disclose prior art to the patent office examiner?

There is no obligation for the applicant to disclose the relevant prior 
art in the application. However, should applicant decide to disclose 
prior art, he or she should differentiate the state of the art from its 
present invention.

35	 Pursuit of additional claims

May a patent applicant file one or more later applications to pursue 

additional claims to an invention disclosed in its earlier filed 

application? If so, what are the applicable requirements or limitations?

Yes, a patent applicant may file a voluntary divisional applica-
tion on a pending application to pursue additional claims before 
the parent application is patented or withdrawn provided that the 
subject matter shall not extend beyond the content of the parent 
application. The requirements are as follows:
•	 request form;
•	 certified copy of the parent application;
•	 copy of claims for the divisional application; and
•	 prescribed official fees.

36	 Patent office appeals

Is it possible to appeal an adverse decision by the patent office in a 

court of law?

Yes. The losing party may appeal an adverse decision of the Director 
General of the IPO to the Court of Appeals and to the Supreme 
Court.

Some changes in practice rules which were recently implemented by 
the Bureau of Patents relate to ability of the applicants to defer the 
publication of industrial design applications, and the change in the 
calculation of deadline for paying annuities in divisional applications.

As of 20 May 2014, an industrial design applicant has the option 
to file a request for deferred publication simultaneously with the filing 
of the application or at any time prior to the publication date. The 
maximum period allowed for the deferred publication is 30 months 
from the filing date or priority date of the application. If the request 
for deferred publication is made after the filing of the application, the 
applicant may request for a specific time to publish the application, 

provided that it does not exceed the allowable 30 months deferment 
period.

As regards annual fees for divisional application, there is now only 
one deadline for paying the annual fees for a divisional application 
and the annual fees for the parent application, ie, four years from 
the international publication date of the parent application for PCT 
divisional applications and four years from the publication date of the 
parent application for direct route applications. This has simplified 
the process of monitoring annual fees deadline dates because there 
will only be one deadline for annual fees for both the parent and the 
divisional applications.
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37	 Oppositions or protests to patents

Does the patent office provide any mechanism for opposing the grant 

of a patent?

Under the current rules, there is no mechanism for opposing the 
grant of an invention patent. But in the case of utility model and 
industrial design patents, a third party can file written adverse infor-
mation to oppose the grant of the patent.

38	 Priority of invention

Does the patent office provide any mechanism for resolving priority 

disputes between different applicants for the same invention? What 

factors determine who has priority?

The following rules are followed when resolving priority disputes 
between two claimants to a single invention:
•	 if two or more persons have made the same invention separately 

and independently of each other, the right to the patent belongs 
to the person who filed an application for such invention;

•	 where two or more applications are filed for the same invention 
the right belongs to the applicant who has the earliest filing date 
or the earliest priority date; and

•	 where two or more applications for the same invention made 
separately and independently of each other have the same filing 
date or priority date, the time of the day the applications were 
filed will be considered in deciding who is entitled to the patent.

39	 Modification and re-examination of patents

Does the patent office provide procedures for modifying, re-examining 

or revoking a patent? May a court amend the patent claims during a 

lawsuit?

There is no mechanism for post-grant modification or re-examina-
tion of a patent.

A patent may be revoked or invalidated when a petition to inval-
idate a patent is granted after an adversarial hearing.

A court may not amend the patent claims during a lawsuit.

40	 Patent duration

How is the duration of patent protection determined?

The patent term shall be 20 years from the filing date of the applica-
tion. However, a patent shall cease to be in force and effect if the 
prescribed annual fee is not paid within the deadline provided by the 
rules or if the patent is cancelled in accordance with the provisions 
of the IP Code and the IPO regulations.

A utility model registration shall expire, without any possibility 
of renewal, at the end of the seventh year after the date of filing of 
the application.

The term of industrial design patent registration shall be five 
years from the filing date of the application and may be renewed for 
not more than two consecutive periods of five years each, by paying 
the renewal fee.
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