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SANOF, } IPC No. 14-2014-00391
Opposer, } Opposition to:
} Application No. 4-2014-001870
} Date filed: 13 February 21014
-versus- } T™M: “ATORVAS”
}
i
EUROQASIA PHARMACEUTICALS, INC., }
Respondent-Applicant. }
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NOTICE OF DECISION

CESAR C. CRUZ & PARTNERS LAW OFFICES
Counsel for Opposer

30" Floor, Ayala Life-FGU Center

6811 Ayala Avenue, Makati City

EUROASIA PHARMACEUTICALS, INC.
Respondent-Applicant

Unit 1201 12" Floor, AIC Burgundy Empire Tower
ADB Avenue, Ortigas Business Center

Pasig City

GREETINGS:

Please be informed that Decision No. 2015 - lated November 09, 2015 {(copy
enclosed) was promulgated in the above entitled case.

Taguig City, November 09, 2015.

For the Director:

Atty.
Director 11l
Bureau of Legal Affairs

Republic of the Philippines
INTELLECTUAL PRCPERTY OFFICE
Intellectual Property Center # 28 Upper McKinley Roar MeKinlayu Hill Tawn Mantar Faort Bonifacio, Taguig City
1634 Philippines
T: +632-2386300 » F: +632









“19, In American Wire & Cable Co. v. Director of Patents, 31 SCRA 544, 547-
548 (1970), the Supreme Court through Justice ].B.L.. Reyes ruled:
X X X

”20. In addition, under the rule of idem sonans, it is clear that there is a
confusing aural similarity between the marks. The Supreme Court has held that the
mark ‘Gold Top is ‘aurally’ similar to ‘Gold Toe'. Furthermore, in McDonald's vs. L.C.
Big Mak, 437 SCRA 10, 34 (2004) citing Marvex Commercial Co., Inc. vs. Petra Hawpia &
Co., et al., Phil 255, 18 SCRA 1178 (1966) the Supreme Court held:

XXX

“The only difference between the Respondent-Applicant’s mark ATORVAS and the
Opposer's ATORWIN mark is the Jast syllable used while the first two syllables are
identical. It cannot be denied that the two marks are aurally similar and would
indubitably cause confusion amongst the Filipino consumers.

“21.  The Opposer's mark ATCORWIN is used for the treatment of
hypercholesterolemia and prevention of cardiovascular diserders under International
Class 5. Similarly, the goods bearing the Respondent-Applicant’s mark ATORVAS
designated under International Class 5. The presence of two identical and/or similar
pharmaceutical products bearing highly similar trademarks which are used to treat the
same illnesses will indubitably lead to consumer confusion.

“22.  In consonance with public policy, it is the duty of this Honorable Court
to protect the Filipino purchasing public by ensuring that there is no confusing similarity
involving medicinal products. Unlike ordinary goods, confusion between medicinal
goods may also arise as a result of a physician’s illegible handwriting, thus the need for
further protection. This has been recognized in jurisprudence, notably in Morgenstern
Chemical Co. v. G.D. Searle & Co., 253 F. 2d 390 (1958).

“23.  In Morgenstern, the United States of Appeals ruled that the ‘obvious
similarity in derivation, suggestiveness, spelling, and sound in careless pronunciation,
between ‘Micturin’ and ‘Mictine’ as applied to pills to be taken by mouth for therapeutic
purposes requires the conclusion , in the circumstances of this case, that the defendant
has infringed the rights of the plaintiff in its common-law trade name Micturin and
should be restrained from further doing sa.

"24. Further, in Morgenstern, the Court also noted that it is common
knowledge that mistakes or confusion occurring in filling handwritten prescriptions
which are not legible. In arriving at his conclusion, the Court of Appeals in Morgenstern
appropriately ruled that:

XXX

“25.  The ruling in Morgenstern should squarely be applied in the case at bar,
The fact that the medicinal products of the parties are for identical indications highlights
the stubborn fact that there exist a possibility of one medicinal product being dispensed
for the other medicinal product, which could easily be remedied by requiring clearly
dissimilar trademarks in the field of medicinal products. The reputation and goodwill of
the Opposer should not be trifled with the talismanic invocation that there is only a
remote possibility of confusion. The fact clearly remains that the goods of the parties
belong to the same class, are identical, and are available through the same channcls of
trade. As the Supreme Court in Ang v. Teodore has aptly stated:
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