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NJOY, INC., } 
Opposer, } 

} 
-versus- } 

} 
} 

SMOKING JOE TRADING, } 
Respondent-Applicant. } 

x-------------------------------------------------------------x 

DECISION 

IPC No. 14-2014-00244 

Opposition to: 
Application No. 4-2013-013446 
Date Filed: 08 November 2013 
Trademark: "N JOY" 

Decision No. 2016- 2. J{p 

NJOY, INC.1 ("Opposer") filed an opposition to Trademark Application Serial 
No. 4-2013-013446. The application, filed by Smoking Joe Trading2 ("Respondent
Applicant"), covers the mark "N JOY" for use on "electronic cigarettes" under Class 34 of 
the International Classification of Goods and Services.3 

The Opposer alleges: 
x x x 

"DISCUSSION 

"29. The issue of bad faith in the law of trademarks as a ground to reject a 
trademark application is well-developed. The various rulings on this score can be 
summarized thus, which rulings, when applied to the subject NJOY mark, will readily 
support the conclusion that it is adopted in bad faith by Respondent-Applicant, thus: 

"30. 
faith mark. 

xxx 

Applying these rules, Respondent-Applicant's N JOY is clearly the bad 

"31. At the outset, there is no doubt that the contending marks are both 
NJOY. That is, they are identical. 

"32. It is not a defense that Respondent-Applicant's mark has a space 
between the letter N and JOY and that it is accompanied by a red box device as a 
background. These differences will not matter because the same NJOY word is used, and 
in jurisprudence, which applies the test of dominancy, this is already sufficient to declare 
both marks as confusingly similar since the word element is considered the dominant 
feature, as held in McDonald's Corp. vs. MacJoy Fastfood Corp.: 

1 A foreign corporation organized and existing under the laws of Australia, with its principal office at "Crown Towers", Level 3, 8 Whitemen 
Street, Southbank Victoria 3006, Australia. 
2With address at 3ro Fir. Topy fV Bldg. Economia St. Bagumbayan, Quezon City, Metro Manila, Philippines. 
3
The Nice Classification is a classification of goods and services for the purpose of registering trademark and service marks, based on a 

multilateral treaty administered by the World Intellectual Property Organization. The treaty is called the Nice Agreement Concerning the 
International Classification of Goods and Services for the Purposes of the Registration of Marks concluded in 19 57. 
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xxx 

"33. As to the presence of device, the ruling of this Hon. Office in Gianni 
Versace is quite apt: 

xxx 

"34. Given the contending marks are identical, then one of the parties here is 
the copycat. And based on the given facts, it is Respondent-Applicant which is the 
copycat. 

"35. First, the fact that the marks are identical shows that a coincidental 
adoption by Respondent-Applicant is simply too good to be true. Second, it is Opposer 
which can show that it is the first to adopt and register anywhere in the world the NJOY 
mark, with the first registration secured in the U.S. in year 2008, ante-dating the subject 
trademark application by some five years. Third, obviously therefore, Respondent
Applicant is the latter user. Fourth, the company name of Respondent-Applicant, which 
is Smoking Joe Trading, hardly gives a clue or any connection with the mark that it 
adopted. That is, there is nothing in the name of Respondent-Applicant that can merit its 
coinage of NJOY. Fourth, since Opposer's NJOY mark is posted on the internet, 
promoted and advertised there, which therefore undeniably spawns viral knowledge of 
the mark reaching all corners of the globe, it is highly likely that Respondent-Applicant 
had knowledge at Opposer's NJOY trademark and corporate name at the time it filed for 
trademark registration. Fifth, undeniably, Respondent-Applicant is also in the same 
electronic cigarette business and hence, it is deemed familiar with the NJOY electronic 
cigarettes of Opposer. In this regard, well has it been said that businessmen ought to be 
very familiar with the intricacies of business transactions. 

"36. Clearly, the adoption of the trademark application for NJOY by 
Respondent-Applicant is in bad faith. This bad faith works to prevent the registration of 
the subject mark, as held in the afore-cited Mustang Bekleidungswerke: 

xxx 

"37. Section 123 of the IP Code expressly provides that a mark already 
registered bars registration of the same mark by another: 

xxx 

"38. As emphasized in MacJoy, the application for the identical mark must be 
rejected: 

xx x 

"39. In the instant case, it is irrefutable that Opposer' s mark is already a 
registered mark in the Philippines by virtue of Philippine Trademark Registration No. 
1143843, and this registration is also for the same Class 34, specifically, for 'electric 
cigarettes; electronic cigarettes; electronic cigarettes for use as an alternative to traditional 
cigarettes' ,- which are the same goods under the challenged application. 

"40. The facts clearly show that Opposer's NJOY mark is also registered in 
the USA, which is a member of the Paris Convention much like the Philippines. Such 
registration suffices to protect its NJOY mark in the Philippines. 

"41. This is confirmed in Amigo Manufacturing, Inc. vs. Cluett Peabody Co., 
Inc., where it was ruled that a foreign-based trademark owner, whose country of 
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domicile is a party to an international convention relating to protection of trademarks, is 
accorded protection against infringement or any unfair competition. Thus: 

xxx 

11 42. This doctrine is affirmed in the case of Fredco Manufacturing 
Corporation vs. President and Fellows of Harvard College (Harvard University). 

xxx 

11 43. As to the registration in other foreign countries, they also provide 
protection to Opposer's NJOY in the Philippines. As held in Sehwani, Inc. and/ or 
Benita's Frites, Inc.: 

xxx 

11 44. These principles are now part and parcel of the IP Code. 

"45. Thus, Section 131 of the IP Code gives protection to a foreigner that is 
owner of a well-known mark but not yet registered in the Philippines, and Section 134 
expressly grants a foreigner without a Philippine trademark registration, but who 
believes he will be damaged, the right to oppose a trademark application and he can rely 
on his trademark registrations in foreign countries as basis for the opposition. Thus: 

"46. Section 131.1 provides -
xxx 

"47. Section 134 provides -
xxx 

1148. Clearly, Opposer' s foreign registrations shield its NJOY mark from the 
copycat N JOY mark of Respondent-Applicant. 

1149. There is no question that NJOY constitutes the corporate and trade name 
of Opposer. 

1150. This alone sufficiently bars the challenged application. Section 165 of the 
IP Code is very clear that a trade name such, as a corporate name, belonging to one, 
cannot be registered as a trademark by another, whether or not the trade name is 
registered. Thus: 

xxx 

1151. As held in Fredco, this protection is based on treaty provisions, namely, 
Article 6sexeis and 8 of the Paris Convention, and the protection exists in favor of the 
foreign corporation even if it has not registered the corporate name in the Philippines, 
thus: 

xxx 

"52. The rationale is stated in General Garments Corporation vs. The Director 
of Patents and Puritan Sportswear: 

xxx 

1153. Similarly, in Western Equipment and Supply Co. v. Reyes and Red Line 
Transportation Co. v. Rural Transit Co., it was uniformly held as follows: 

xxx 
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"54. In Western, it was particularly ruled as follows: 
xxx 

"55. This basic doctrine was reiterated in recent years, particularly in Philips 
Export B.V. et al., vs. Court of Appeals, et al. 

"56. There is thus no quibbling about the application of this protection in the 
case at hand. NJOY is Opposer's corporate name and therefore, it cannot be registered by 
Respondent-Applicant as a trademark. 

"57. It must be forgotten that the contending trademarks cover identical 
goods, i.e. electronic cigarettes. 

"58. Section 168.1 of the IP Code provides: 
xxx 

"59. Likewise, Section 123.1 (g) provides: 
xxx 

"60. In this regard, it is settled that ordinary consumers are guided merely by 
what they see or hear of the marks or their memory thereof and not by discriminate 
examination of the products as held in Lim Hoa vs. Director of Patents. 

"61 . The cited Del Monte case would emphasize this rule as follows: 
xxx 

"62. The instant application thus should be rejected because if not, then there 
would be 2 competing electronic cigarettes in the market using confusingly similar 
marks, to the confusion and injury of consumers who, because they are prone to first 
impression, will be exposed to becoming confused between 2 products with the same 
trademark. 

"63. Thus, to protect consumers from likelihood of confusion, because of 
confusingly similar marks for electronic cigarettes, the instant application for N JOY must 
be rejected. 

"64. And more importantly, since it is Opposer's NJOY mark which has won 
identity in the public mind and therefore, is the first to be thought of in the first 
impression of the buyer, then NJOY now should be protected for having acquired this 
identity. 

"65. Opposer's NJOY trademark used on electronic cigarettes under Class 34 
has attained iconic stature as to give it a well-known status, which is protected under 
Section 123.1 (e) and (f) of the IP Code, which states that a mark cannot be registered if it: 

xxx 

"66. The rationale behind the well-known provision is founded in the ruling 
in Ana L. Ang vs. Toribio Teodoro, thus: 

xxx 
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"67. And it is treaty obligation on the part of the Philippines to protect well-
known marks. Thus, Art. 6 bis of the Paris Convention, provides: 

xxx 

"68. The Philippines cannot shirk its treaty obligation. As held in Mirpuri vs. 
Court of Appeals, et al.: 

xxx 

"69. In the instant case, it cannot be doubted that NJOY is a brand that has 
been given the 'Gold Standard.' This alone suffices to attach to it the status of a well
known mark. 

"70. For it indicates that Opposer is the leader in the electronic cigarette 
products under the NJOY brand, earning millions of dollars in sales. 

"71. If Respondent-Applicant is allowed registration for its confusingly 
similar N JOY, it will be able to palm off its products as those of Opposer. N JOY will 
whittle away the distinction of the NJOY electronic cigarettes. With N JOY in the market, 
the capacity of Opposer's NJOY to distinguish its famous products will be lessened. 

"72. And thus, whatever distinctiveness Opposer has built up over the years 
for its NJOY products, will be tarnished and whittled away by the presence of the 
confusingly similar N JOY that will be used on identical and/ or related goods. 

"73. The Civil Code of the Philippines identifies goodwill of a business as 
property. And the protection of goodwill involving intellectual property is enshrined in 
the IP Code in the following words: 

xxx 

"74. Goodwill involving intellectual property is acquired by a trademark 
through continued use, quality of goods or services, and ingenuity of the business. As 
held in Dela Rama Steamship Co. vs. National Dev. Co. 

xxx 

"75. And goodwill of intellectual property is proven by evidence of 
continuous use, promotions and advertising, as confirmed in Levi Strauss (Phils.), Inc. vs. 
Vogue Traders Clothing Company, thus: 

xxx 

"76. Under the law, a person will be deemed to be riding on the goodwill of a 
trademark belonging to another if he comes out with a colorable imitation of the 
trademark, as taught in Levi's, thus: 

xxx 

"77. Applying the foregoing rules, it is undeniable that in the instant case, the 
goodwill of NJOY is amply proven by Opposer's evidence of extensive use of NJOY both 
as a mark and trade name, on products worldwide, extensive promotions and 
advertisement including in the internet which allows viral spread of information all over 
the planet. 

"78. This resulted to Opposer's awards and accolades in the industry. 
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"79. Respondent-Applicant thus should be deemed as riding on this goodwill 
by coming out with a very similar mark N JOY for use on the same class of goods as 
Opposer's. 

"80. It is apt to state that Respondent-Applicant has a boundless choice of 
words to identify its goods from those of the Opposer, and therefore, its decision to 
instead come out with N JOY, which is an exact copy of NJOY, can only mean that its 
intent is for no good purpose, which is to ride on the coattails of the successful NJOY line 
of products. 

The Opposer's evidence consists of the Affidavit-Testimony executed by Craig 
Weiss, President and Chief Executive Officer of NJOY, Inc.; copy of the Articles of 
Incorporation proving the corporate existence and personality of Opposer; copy of 
New York Times article reporting the valuation of Opposer at $1 billion; printouts of 
Opposer's other social media sites which feature Opposer and its NJOY products; copy 
of the Certificate of Registration No. 3427769 for NJOY issued in USA; copy of the 
Certificate of Registration No. 4091150 for NJOY issued in USA; copy of the Certificate 
of Registration No. 2012059281 for NJOY issued in Malaysia; copy of Certificate of 
Registration No. 1143843 for NJOY issued in Vietnam; copy of Certificate of 
Registration No. 01592938 for NJOY issued in Taiwan; copy of Certificate of 
Registration No. 1143843 for NJOY issued in Singapore; copy of Certificate of 
Registration No. 973397 for NJOY issued in New Zealand; copy of Certificate of 
Registration No. 071329 for NJOY issued in Macau; copy of Certificate of Registration 
No. 1143843 for NJOY issued in Japan; copy of Certificate of Registration No. 302445462 
for NJOY issued in Hong Kong; copy of Certificate of Registration No. 07450711 for 
NJOY issued in European Union; copy of Certificate of Registration No. 8044431 for 
NJOY issued in China; copy of Certificate of Registration No. 1536053 for NJOY issued 
in Australia; copy of Certificate of Registration No. 1140161 for NJOY issued in Russia; 
printout of Opposer's trademark database records showing all of Opposer's trademark 
registrations and application worldwide for the mark NJOU; Declaration of Nathaniel 
Edwards certifying copies of the Opposer's Certificates of Trademark Registration as 
true copies of the original; Affidavit of Atty. Jan Abigail Ponce, associate attorney of 
Federis & Associates Law Offices, counsel for the Oppsoer; Special Power of Attorney 
with Certification of Authority issued by Opposer; Secretary's Certificate executed by 
Jeff Weiss, Corporate Secretary of NJOY, Inc.; copy of Certificate of International 
Registration No. 1143843 for NJOY issued in the Philippines; and a printout of 
Opposer's website found at www.njoy.com.4 

This Bureau issued a Notice to Answer and served a copy thereof upon 
Respondent-Applicant on 29 September 2014. Said Respondent-Applicant, however, 
did not file an Answer. 

Should the Respondent-Applicant be allowed to register the trademark N JOY? 

•Marked as Exhibits "A" to "EE", inclusive. 
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The Opposer anchors its opposition on Sections 123.1, paragraphs ( d) and (g) 
and 165 of Republic Act No. 8293, also known as the Intellectual Property Code of the 
Philippines ("IP Code"), to wit: 

Sec. 123.Registrability. -123.1 . A mark cannot be registered if it: 
x x x 

(d) Is identical with a registered mark belonging to a different proprietor or a mark 
with an earlier filing or priority date, in respect of : 

(i) The same goods or services, or 
(ii) Closely related goods or services, or 
(iii) If it nearly resembles such a mark as to be likely to deceive or 

cause confusion;" 

(g) Is likely to mislead the public, particularly as to the nature, quality, 
characteristics or geographical origin of the goods or services; 

Sec. 165. Trade Names or Business Names. - 165.1. A name or designation may not be used as a 
trade name if by its nature or the use to which such name or designation may be put, it is 
contrary to public order or morals and if, in particular, it is liable to deceive trade circles or 
the public as to the nature of the enterprise identified by that name. 

165.2. (a) Notwithstanding any laws or regulations providing for any obligation to register 
trade names, such names shall be protected, even prior to or without registration, against 
any unlawful act committed by third parties. 
(b) In particular, any subsequent use of the trade name by a third party, whether as a trade 
name or a mark or collective mark, or any such use of a similar trade name or mark, likely to 
mislead the public, shall be deemed unlawful. 

Records show that at the time the Respondent-Applicant filed its trademark 
application on 08 November 2013, the Opposer has existing international registration 
for NJOY trademark under International Registration No. W01143843 issued on 06 June 
2013. The registration covers electric cigarettes, electronic cigarettes, electronic 
cigarettes for use as an alternative to traditional cigarettes under Class 34. This Bureau 
noticed that the goods indicated in the Respondent-Applicant's trademark application, 
i.e. electronic cigarettes under Class 34, are similar to the Opposer's. 

A comparison of the competing marks reproduced below: 

NJOY N 
J 0 y 

Opposer's trademark Respondent-Applicant's mark 
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shows that confusion is likely to occur. The letter N and the word JOY are dominant in 
Respondent-Applicant's mark N JOY incorporating thereof Opposer's NJOY trademark. 
The fact that the Respondent-Applicant's mark N JOY is enclosed in a red and has a 
different font style is of no moment. The distinctive feature of the Opposer's mark is the 
word NJOY, which was appropriated by the Respondent-Applicant. Thus, N JOY is 
confusingly similar to Opposer's NJOY trademark. Because the Respondent
Applicant' s trademark application covers goods that are similar to the Opposer's, 
particularly, electronic cigarettes under Class 34, it is likely that the consumers will have 
the impression that these services originate from a single source or origin. The 
confusion or mistake would subsist not only on the purchaser' s perception of 
goods/ services but on the origin thereof as held by the Supreme Court, to wit: 

Caliman notes two types of confusion. The first is the confusion of goods in which event 
the ordinary prudent purchaser would be induced to purchase one product in the belief 
that he was purchasing the other. In which case, defendant's goods are then bought as 
the plaintiff's and the poorer quality of the former reflects adversely on the plaintiff's 
reputation. The other is the confusion of business. Here, though the goods of the parties 
are different, the defendant's product is such as might reasonably be assumed to 
originate with the plaintiff and the public would then be deceived either into that belief 
or into belief that there is some connection between the plaintiff and defendant which, in 
fact does not exist.5 

Public interest therefore requires, that two marks, identical to or closely 
resembling each other and used on the same and closely related goods or services, but 
utilized by different proprietors should not be allowed to co-exist. Confusion, mistake, 
deception, and even fraud, should be prevented. It is emphasized that the function of a 
trademark is to point out distinctly the origin or ownership of the goods to which it is 
affixed; to secure to him, who has been instrumental in bringing into the market a 
superior article of merchandise, the fruit of his industry and skill; to assure the public 
that they are procuring the genuine article; to prevent fraud and imposition; and to 
protect the manufacturer against substitution and sale of an inferior and different article 
as his product. 6 

Also, Opposer raises the issues of trademark ownership, fraud and bad faith on 
the part of the Respondent-Applicant. In this regard, this Bureau emphasizes that it is 
not the application or the registration that confers ownership of a mark, but it is 
ownership of the mark that confers the right of registration. The Philippines 
implemented the World Trade Organization Agreement "TRIPS Agreement" when the 

5 Converse Rubber Corp. v. Universal Rubber Products, Inc. et. al., G.R. No. L-27906, 08 Jan. 1987. 
6 PribhdasJ. Mirpuri v. Court of Appeals, G.R. No. I 14S08, 19 November 1999, citing Ethepa v. Director of Patents, supra, Gabriel v. Pere=, SS 
SCRA 406 ( 1974 ). See also Article IS, par. (I), Art. 16, par. (I), of the Trade Related Aspects of Inte llectual Property (TRIPS Agreement). 
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IP Code took into force and effect on 01January1998. Art 16(1) of the TRIPS Agreement 
states: 

1. The owner of a registered trademark shall have the exclusive right to prevent all third 
parties not having the owner's consent from using in the course of trade identical or 
similar signs for goods or services which are identical or similar to those in respect of 
which the trademark is registered where such use would result in a likelihood of 
confusion. In case of the use of an identical sign for identical goods or services, a 
likelihood of confusion shall be presumed. The rights described above shall not 
prejudice any existing prior rights, nor shall they affect the possibility of Members 
making rights available on the basis of use. 

Oearly, it is not the application or the registration that confers ownership of a 
mark, but it is ownership of the mark that confers the right to registration. While the 
country's legal regime on trademarks shifted to a registration system, it is not the 
intention of the legislators not to recognize the preservation of existing rights of 
trademark owners at the time the IP Code took into effect.7 The registration system is 
not to be used in committing or perpetrating an unjust and unfair claim. A trademark is 
an industrial property and the owner thereof has property rights over it. The privilege 
of being issued a registration for its exclusive use, therefore, should be based on the 
concept of ownership. The IP Code implements the TRIPS Agreement and therefore, 
the idea of "registered owner" does not mean that ownership is established by mere 
registration but that registration establishes merely a presumptive right of ownership. 
That presumption of ownership yields to superior evidence of actual and real 
ownership of the trademark and to the TRIPS Agreement requirement that no existing 
prior rights shall be prejudiced. In Shen Dar ElectricihJ Machinery Co., Ltd. v. E. Y. 
Industrial Sales Inc., Engracia Yap, et. al.,B, the Director General held: 

The IP Code adheres to the existing rationale of trademark registration. That is, 
certificates of registration should be granted only to the real owners of trademarks. 
While the 'First-to-File' rule is the general rule for trademark applications filed under and 
governed by RA 8293, it is not to be applied if there is a determination in appropriate 
proceedings: 

1. That the 'first-filer' is not the owner of the trademark or is not authorized by the 
owner to procure registration of the trademark in his, her, or its favor; or 

2. That the adoption and/ or use by the 'first-filer' of the trademark, even in good faith, 
is preceded by an actual use by another, also in good faith, prior to the taking into 
force and effect of RA. 8293.' 

In this instance, the Opposer proved that he is the originator and owner of the 
contested mark. As stated, "Opposer's predecessor in interest was founded in 2006 and 
started using the NJOY mark in 2007". Opposer is incorporated under the name NJOY, 

1 See Sec. 236 of the lP Code. 
8 Appeal No. 14-06-09 dated 28 May 2007. 
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Inc. Its products, specifically electronic cigarettes are marketed and sold under the 
brand and trademark NJOY".9 And information about NJOY cigarettes is also 
accessible through the world-wide web, at www.njoy.com ... 10 In contrast, the 
Respondent-Applicant despite the opportunity given, did not file an Answer to defend 
their trademark application and to explain how they arrived at using the mark N JOY 
which is exactly the same as the Opposer's. In fact, NJOY is not only as a trademark but 
also part of the Opposer's trade name or business name. Trade names or business 
names are protected under Section 165 of the IP Code. It is incredible for the 
Respondent-Applicant to have come up with exactly the same mark for use on similar 
goods by pure coincidence. 

Succinctly, the field from which a person may select a trademark is practically 
unlimited. As in all other cases of colorable imitations, the unanswered riddle is why of 
the millions of terms and combinations of letters and designs available, the Respondent
Applicant had to come up with a mark identical or so closely similar to another's mark 
if there was no intent to take advantage of the goodwill generated by the other mark.11 

The intellectual property system was established to recognize creativity and give 
incentives to innovations. Similarly, the trademark registration system seeks to reward 
entrepreneurs and individuals who through their own innovations were able to 
distinguish their goods or services by a visible sign that distinctly points out the origin 
and ownership of such goods or services. 

WHEREFORE, premises considered, the instant Opposition to Trademark 
Application No. 4-2013-013446 is hereby SUSTAINED. Let the filewrapper of the 
subject trademark application be returned, together with a copy of this Decision, to the 
Bureau of Trademarks for information and appropriate action. 

SO ORDERED. 

Taguig City, 3 0 JUN 2016 

9 
Pararaphs 5-7 of Exhibit "A". 

10
Paragraph 21 , Opposition. 

11American Wire & Cable Company v. Director of Patents, G.R. No. L-26557, 18 Feb. 1970. 
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