





“14. By 1975, there were more than 100 Carl’s Jr. locations in Southern
California and have expanded into the northern part of the state. Opposer celebrated its
success by building its Anaheim corporate headquarters in 1976. The first out-of-state
restaurant opened in Las Vegas in 1979. By the end of the decade, sales exceeded the US$
100 million mark.

“15.  In 1981, with 300 restaurants in operation, Karl Karcher Enterprises
became a publicly held company. In 1984, Carl’s Jr. was franchised for the first time. By
the end of the decade, sales topped US$ 480 million at 534 restaurants. The Opposer also
opened its first international units in the Pacific Rim and Mexico.

“16.  In the Middle of 1990’s Carl Karcher Enterprises became a wholly-owned
subsidiary of CKE Restaurants, Inc. A revitalized plan was established that included a
dual branding effort with Green Burrito. During this time, commercials for Carl’s Jr.
featured an animated caricature of Carl Karcher and the chain’s mascot, Happy Star.
Soon, herein Opposer began a series of headline-grabbing acquisitions of other
restaurants chains, including Hardees, US’s fourth-largest burger quick-service
restaurant chain with nearly 2,500 locations.

“17.  Opposer’s Carl's Jr. restaurant chain quickly expanded, and currently
has more than 1,000 locations worldwide. It has or had restaurants in Canada, Chile,
Malaysia, Mexico, Singapore, Philippines, Poland, Russia, Vietnam, Turkey and Japan.
In the Philippines, the first Carl’s Jr. restaurant was opened on February 19, 1994.

“18.  In 2007, Opposer earned revenues of approximately US$ 1.5 billion.

“19.  Herein Opposer Carl Karcher Enterprises, Inc. is the owner of the
HAPPY STAR trademark described as a vibrant bright yellow five-pointed Happy Star.
Carl Karcher Enterprises, Inc.’s other chain, Hardee’s now shares this logo, after a post-
merge re-branding.

“20.  Since the 1950s, Carl Karcher Enterprises has owned and has been using
the HAPPY STAR/STAR LOGO mark and its family of marks in its operations, branding
and marketing activities. Below is the date of first use of the said marks.
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“21.  The HAPPY STAR/STAR LOGO marks were first registered in the
United States. The earliest trademark registration for the aforementioned HAPPY
STAR/STAR LOGO mark was obtained on June 8, 1971. Since that time, Carl Karcher
Enterprises, Inc. has registered its core trademarks in more than 20 countries around the
world.

“22.  Opposer, has actively protected its trademark rights to its HAPPY
STAR/STAR LOGO marks and has, in fact, prosecuted against those attempting to
infringe upon said marks.

“23.  In support of the factual allegations in this Opposition, attached’
Exhibit C is the Affidavit-Direct Testimony of Charles A. Seigel III, Senior Vice Presi

and General Counsel of Carl Karcher Enterprises, Inc.
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“24.  Under Section 123.1 (e) of the IP Code, a mark or trade name cannot be
registered if it is identical with or confusingly similar to, or constitutes a translation of a
mark which is considered by the competent authority of the Philippines to be well-
known internationally and in the Philippines whether or not it is registered here, as being
already a mark of a person other than the applicant for registration, and used for
identical or similar goods or services.

“25.  The subject mark HAPPY STAR is nearly identical with the marks
owned by herein Opposer, with the contending marks covering related goods and
services. Provided below is a side by side comparison of the contending marks as well as
the goods and services covered by said marks.

XX X

“26.  Worth noting is that the dominant element in Respondent’'s mark is the
term STAR as well as the image of three (3) STARS, which are or the dominant element in
Opposer’s duly registered trademarks. Applying the dominancy test, and noting that
Respondent’s mark bears the Opposer’'s STAR DESIGN as well as the dominant term
STAR, as its dominant elements, there is no question that the subject mark HAPPY STAR
is identical with, if not confusingly similar to, Opposer’s mark HAPPY STAR and its
family of marks. Further, the competing marks are used on related goods and services
under classes 30 and 32 and 42 respectively. Now, the only remaining issue is whether
Opposer’s marks are internationally well-known.

“27.  On the facts, Opposer first adopted the mark HAPPY STAR as early as
1950’s. Registrations for the HAPPY STAR mark and related marks were obtained in its
home country, the United States of America. The earliest trademark registration for the
aforementioned HAPPY STAR/STAR LOGO mark was obtained on June 8, 1971.
Attached as ANNEX C of EXHIBIT C is a schedule of US Federal trademark
registrations/applications and attached as ANNEX D in EXHIBIT C is a schedule of US
State registrations/ applications for the HAPPY STAR/STAR LOGO mark and its family
of marks. Certified copies of the trademarks listed below are attached as ANNEXES A-1
to A-10 in EXHIBIT C herein, to wit:

X X X

“28.  As previously mentioned, Opposer has registered its core trademarks in
more than 20 countries around the world. Attached as ANNEX E in EXHIBIT C is the
worldwide schedule of trademarks for the HAPPY STAR/STAR LOGQO mark and its
family of marks. Certified copies of the trademarks listed below are attached as
ANNEXES B-1 to B-5 in EXHIBIT C herein, to wit:

X X X

“29.  In the Philippines, Opposer registered its marks as early as 1981.
Attached as EXHIBIT D is a schedule of Opposer’s Philippine Trademarks.

“30. By reason of Opposer’s long and continuous use of the mark HAPPY
STAR and its family of marks, Opposer’s marks have acquired immense goodwill
evidenced by its sales figures. Opposer has likewise spent considerable money °
advertising its brand. Attached are Sales figures, advertisement expenses a
advertisement and marketing materials, in different jurisdictions to wit:
X X X



“31.  As previously stated, Opposer has actively protected its trademark rights
to its HAPPY STAR/STAR LOGO marks and has, in fact, prosecuted against those
attempting to infringe upon said marks. Attached as Annex F-1 of EXHIBIT C are copies
of foreign decisions where the HAPPY STAR/STAR LOGO marks were in controversy
and decided in favor of Carl Karcher Enterprises Inc.

“32.  Clearly, Opposer is the owner and prior user of the well-known mark
HAPPY STAR and its family of marks, and therefore it has the exclusive right to register
said marks. Conversely, Respondent, not being the owner of the HAPPY STAR mark, has
absolutely no right to appropriate the same, alone or as a part/element of its trademark
or trade name. Accordingly, respondent’s application should be denied registration.

“33.  Section 123 (d), RA 8293 provides that a mark cannot be registered if it is
identical with a registered mark belonging to a different proprietor or a mark with an
earlier filing or priority date, in respect of (i) the same goods or services, or (ii) closely
related goods or services, (iii) if it resembles such a mark as to be likely to deceive or
cause confusion.

“34.  Opposer’s trademarks STAR DESIGN, FAMOUS STAR, SUPER STAR
and CARL’S Jr. covering services under Class 42 for restaurants and restaurant services
are duly registered with the Intellectual Property Office. The application for Opposer’s
trademarks in the Philippines were all filed prior to Respondent’s filing of its application
for registration of the subject mark.

“35.  Notwithstanding Opposer’s clear right to the above-mentioned
trademarks, Respondent, with apparent malice and bad faith, filed an application for the
registration of a confusingly similar mark HAPPY STAR for ‘biscuits and bread, candies,
candy bar and candy coated cocoa or caramel and chocolate bar and candy and fruit
drinks and fruit juices’ under Classes 30 and 32, goods which are related to Opposer’s
services under Class 42 for restaurants

“36.  Respondent’s applied mark HAPPY STAR infringes Opposer’'s duly
registered trademarks. Under the doctrine of dominancy, if the competing trademarks or
trade names contain the main or essential feature or features of another by reason of
which likelihood or confusion or deception may result, the infringement takes places.
Similarity of the dominant features of the trademarks would be sufficient to constitute
infringement. In fact, the rule is that the use of only one of the words comprising a
trademark may be sufficient to constitute an infringement, and it is not necessary to this
end and that all the words of the composite mark be appropriated.

“37.  Worth noting is the dominant element in Respondent’s mark is the term
STAR as well as the image of three (3) STARS, which are or the dominant element in
Opposer’s duly registered trademarks. Applying the dominancy test, and noting that
Respondent’s mark bears the Opposer’s STAR DESIGN as well as the dominant term
STAR, as its dominant elements, it can be inferred that confusing similarity is likely to
result when the competing marks are allowed to co-exist.

“38.  The possibility of confusion between the competing marks is further
bolstered by the fact that the subject HAPPY STAR mark covers biscuits and bread,
candies, candy bar and candy coated cocoa or caramel and chocolate bar and candy a
fruit drinks and fruit juices, which are related to Opposer’s restaurant service covered
its Philippine Trademark Registrations. This is supported by Section 147 of the IP Cc
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