





leading brands in the Philippines in the category of "RO3A-Beta2-Stimulants” in
terms of market share and sales performance.

In support of its Opposition, the Opposer submitted the following as
evidence:?

1. copy of tb~ pertinent page of the IPO E-Gazette publishing Respondent-
Applicant’s application;

certified tt 2 copy of Certificate of Registration No. 20775;

certified true copy of the Assignment of Registered Trademark;

certified true copy of Certificate of Renewal of Registration No. 4-1972-
20775;

certified true copies of the Affidavits of Actual Use;

sample pr-uct label;

copy of th. certification and sales performance issued by IMS; and,
certified t1 e copy of the Certificate of Product registration issued by the
FDA.
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This Bureau issued a Notice to Answer and served a copy thereof upon the
Respondent-Applicant on 22 June 2015. The Respondent-Applicant, however, did not
file an Answer. Accordingly, the Adjudication Officer issued on 19 April 2016 Order
No. 2016-639 declaring the Respondent-Applicant in default and submitting the case
for decision.

The issue to be resolved is whether the Respondent-Applicant’s mark
“ASTHALIN” should be allowed registration.

Section 123.1 (d) of R.A. No. 8293, also known as the Intellectual Property
Code of the Philippines ("IP Code"), states that:

“Section 123.1. A mark cannot be registered if it:
XXX

(d) Is identic: with a registered mark belonging to a different proprietor
or a mark witl n earlier filing or priority date, in respect of:

(i) The same goods or services, or

(ii) Closely related goods or services, or

(iii) If it nearly resembles such a mark as to be likely to deceive or
cause confusion; x x x”

Records reveal that the Opposer’s predecessor-in-interest filed an application
for its mark “ASMALIN” as early as 25 September 1972. The Certificate of

* Marked as Exhibits “A” to “H".



Registration No. 20775 was eventually issued on 27 November 1973.° On the other
hand, the Respon: nt-Applicant filed its application for the contested mark
“ASTHALIN” only on 28 November 2014.

The question is whether the competing marks, as shown hereafter, are
confusingly similar:

ASMALIN ASTHALIN

Opposer’s mark Respondent-Applicant’s mark

Both marks begin with the syllable "AS” and end with the letters “"ALIN". It
appears that the Re<pondent-Applicant merely replaced the third letter “M” in the
Opposer’'s mark for the letters “TH” in arriving at its mark. Thus, in spelling,
pronunciation and cunnotation, the marks remain confusingly similar. Succinctly,
confusion cannot be =voided by merely adding, removing or changing some letters of
a registered mark. Zonfusing similarity exists when there is such a close or
ingenuous imitation as to be calculated to deceive ordinary persons, or such
resemblance to the original as to deceive ordinary purchased as to cause him to
purchase the one supposing it to be the other.®

Moreover, it is settled that the likelihood of confusion would not extend not
only as to the purchaser’s perception of the goods but likewise on its origin. Callman
notes two types of confusion. The first is the confusion of goods "in which event the
ordinarily prudent pt*-zhaser would be induced to purchase one product in the belief
that he was purchi ng the other." In which case, "defendant’s goods are then
bought as the plaini “s, and the poorer quality of the former reflects adversely on
the plaintiff’s reputz n." The other is the confusion of business. "Here though the
goods of the parti : are different, the defendant’s product is such as might
reasonably be assur d to originate with the plaintiff, and the public would then be
deceived either int¢ that belief or into the belief that there is some connection
between the plaintifi _nd defendant which, in fact, does not exist."’

In this case, it is noteworthy that both marks cover goods under Class 05.
The Opposer’s regis! ition covers ‘an anti-asthma preparation designed for effective
and prompt symptc..)atic relief of the distressing symptoms of bronchial asthma’,
which is closely-related, if not similar, to the goods the Respondent-Applicant uses or

®> Marked as Exhibit “B".
6 Societe des Produits Nestle,S.A. vs. Court of Appeals, GR No. 112012, 04 April 2001.
7 Societe des Produits Nestle, S.A. vs. Dy, G.R. No. 172276, 08 August 2010.



intends to use the ~ark “ASTHALIN”. Hence, it is highly likely that the consumers
will confuse or mis ke “ASMALIN” as being a mere variation of or in any way
connected to “ASTI \LIN”, and vice-versa. Furthermore, the field from which a
person may select ¢ rademark is practically unlimited. As in all cases of colorable
imitations, the un: swered riddle is why of the millions of terms and the
combinations of letic's and designs available, the Respondent-Applicant has come
up with a mark identical or so closely similar to another’s mark if there was no intent
to take advantage of the goodwill generated by the other mark.®2 The latter was
given ample opportunity to explain how it came up with the contested mark but
failed to timely file an Answer.

Finally, it is € iphasized that the essence of trademark registration is to give
protection to the owners of trademarks. The function of a trademark is to point out
distinctly the origin ~~ ownership of the goods to which it is affixed; to secure to him
who has been ins.dJmental in bringing into the market a superior article of
merchandise, the fruit of his industry and skill; to assure the public that they are
procuring the genuine article; to prevent fraud and imposition; and to protect the
manufacturer against substitution and sale of an inferior and different article as his
product.’ The Respondent-Applicant’s trademark fell short in meeting this function.

Accordingly, { s Bureau finds and concludes that the Respondent-Applicant’s
trademark applicatic is proscribed by Sec. 123.1(d) of the IP Code.

WHEREFORE, premises considered, the instant opposition is hereby
SUSTAINED. Let the filewrapper of Trademark Application Serial No. 4-2014-
014751 be returned, together with a copy of this Decision, to the Bureau of
Trademarks for information and appropriate action.

SO ORDERED.

Taguig City,

Atty. Z" 'BEJANO-PE LIM
n Officer
Bureau of Legal Affairs

8 American Wire & Cable Cr—pany vs. Director of Patents, G.R. No. L-26557, 18 February 1970.
% pribhdas J. Mirpuri vs. Co : of Appeals, G.R. No. 114508, 19 November 1999.



