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GREETINGS:

Please be informe * that Decision No. 2017 - dated 09 November 2017
(copy enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 10 November 2017.
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EBIUS TRADING AND DISTRIBUTION IPC NO. 14-2014-00110

COMPANY doing business as ».ALx N

L., INC. and PREMIUM CYCLE Opposition to:

BRANDS LTD.,, Appln. Ser. No. 4-2013-008826
Opposer, Date Filed: 25 July 2013

Trademark: EASTERN BIKE

-versus-

WILLIAM MONZON,
Respondent-Applicant.

3 X Decision No. 2017 -

DECISION

EBIUS TRADING & DISTRIBUTION COMPANY doing business as EASTERN BIKES, INC.!
and PREMIUM CYCLE BRANDS LTD. (“Opposer”) filed an Opposition to Trademark Application
Serial No. 4-2013-008826. The application, filed by WILLIAM MONZON? (“Respondent-Applicant”)
covers the mark EASTERN BIKE for use on “a full of structural bicycle parts, wheel, seats, handle bars,
bicycle chains, wheel hubs, cranks, sprockets, bottom brackets, brakes, rake levers, shifters, derailleur, drive trains,
pedal, shock absorbers, forks, axels, seat posts, frames and stems" under Class 12 of the International
Classification of goods®-

The (| ,0ser alleges the following grounds:

“1. The registration of the EASTERN BIKE trademark is contrary to the provisions of
Section 123.1 (e) of Republic Act No. 8293, as amended. xxx.

“2. Respondent-Applicant's EASTERN BIKE trademark is identical and/or confusingly
similar to the Opposer's EASTERN BIKES trademark in terms of appearance, spelling,
pronunciation and design as to be likely to deceive or cause confusion.

XXX

“3. The Opposer is entitled to the benefits granted to foreign nationals under Section 3
of Republic Act No. 8293. xxx

XXX

1 A corporation organized and existing under the laws of U.S.A with address a  iu:  ading and Distributing, 1140 Kildaire Farm Road,
Suite 104 Cary, North Carolina 27511, U.S.A.

24 Filipino citizen with address at Kristel Cycle Center, 286 P. Sevilla Street, 8th Avenue, Caloocan City.

IThe Nice Classification is a classification of goods and services for the purpose of registering trademark and service marks, based on the



"4. Oppo is the owner of and has the exclusive rights over the EASTERN BIKES
trademark. Opposer has several trademark registrations and/or applications over the EASTERN
BIKES trademark in various countries in the world. Opposer, however, does not have trademark
application or registration for the EASTERN BIKES trademark in the Philippines.

XXX

"6. Over the years, the Opposer has carried out high profile advertising and promotion of
EASTERN BIKES trademark in various media, including television commercials, outdoor
advertisements, print publications, and various promotional events. Opposer also maintains a
website at http://easternbikes.com which can be accessed worldwide.

"7. By reason of the above mentioned trademark registrations of the Opposer over the
EASTERN BIKES trademark and the comprehensive use of the EASTERN BIKES trademark, the
EASTERN BIKES trademark of the Opposer can be considered as an internationally well-known
mark.

"8. Respondent's EASTERN BIKE trademark application is identical and confusingly
similar to the Opposer's world famous and internationally well-known EASTERN BIKES
trademark. The appearance, spelling, pronunciation and design of the mark subject of this
opposition is identical to that of the Opposer's EASTERN BIKES trademark. Ostensibly, one
might mistake the mark subject of this opposition as one and the same as Opposer's EASTERN
BIKES trademark. From the foregoing, there is no doubt that Respondent copied the EASTERN
BIKES trademark of the Opposer. The registration of the mark subject of this opposition will
effectively dilute and diminish the unique EASTERN BIKES trademark of the Opposer. Hence,
the registration of the mark subject of this opposition is contrary to Republic Act No. 8293.

"9. Opposer is the first user and owner of the well-known EASTERN BIKES trademark.
Hence, Respondent's application for an identical mark clearly shows that he merely copied it and
did not adopt and original mark. His application was therefore made in bad faith. xxx

XXX

If a trademark registration obtained fraudulently or in bad faith may be cancelled xxx
with more reason should a pending application made in bad faith be denied registration.

"10. The registration of the mark subject of this opposition will constitute a violation of
Article 6bis and 10bis of the Paris Convention in conjunction with Sections 3, 123.1 (e) of Republic
Act No. 8293.

XXX

"12. The Opposer has not consented to the Respondent's use and registration of another
mark exactly identical to the EASTERN BIKES trademark.

"13. The Respondent's use of the mark subject of this opposition on goods  class 12 will
mislead the purchasing public into believing that the Respondent's goods are produced by,
originate from, or under the sponsorship of the Opposer. Potential damage to the Opposer will
also be caused as a result of its inability to control the quality of the products offered or put on
the market by Respondent under the EASTERN BIKE trademark.



"14. Moreover, the denial of the application for the mark subject of this opposition is
further supported by the decision of the Director General of the IPO in Mars UK Limited vs.
Estrella P. Hernandez, thus:

XXX

"15. In addition to the legal grounds above, the Respondent's application for the
EASTERN BIKE mark violates the exclusive rights to the trade name of the Opposer, contrary to
the provisions of Section 165.2 of Republic Act 8293. xxx

XXX

Since EASTERN BIKE constitute the trade name of the Opposer, Respondent may not
appropriate or copy such trade name as a trademark.

"16. The denial of the application subject of this opposition is authorized under the other
provisions of Republic Act No. 8293."

The Opposer’s evidence consists of the following:

1. Legalized and authenticated Affidavit of Michael Corley;

2. Certified copies of certificates of registration for the mark EASTERN BIKES in US.A,
Canada, Japan, Malaysia and Korea;

Samples of promotional activities conducted by Opposer for EASTERN BIKES;

Copy of the Articles of Incorporation of Eastern Bikes, Inc.; and

5. Special Power of Attorney.

B »

This Bureau issued on 28 May 2014 a Notice to Answer and served it thru DHL on 04 June
2014 to Respondent-Applicant. After several motions for extension of time, Respondent-Applicant
filed the Verified Answer on 08 November 2011 alleging the following Special and Affirmative
Defenses:

"20. As admitted by Opposer itself, it has not applied for registration nor registered the mark
EASTERN BIKES' and LOGO in the Philippines.

"21. Considering that the mark EASTERN BIKES and Logo was not applied for or registered in
favor of any person or entity, including the Opposer, it has no exclusivity of use or protection.

XXX

"23. When the Respondent-Applicant applied for the registration of the subject mark on 25 July
2013, upon the advice of the staff of the Intellectual Property Office, he conducted a search in the
IPOPHL Trademark search database and found no trademark application or registration for the
subject mark and most notably, when the application was examined by the trademark examiner,
there was no cited mark against the registration of the subject mark. Hence, it was recommended
for allowance.



"24. The examination of Respondent-Applicant's application for trademark reveal that he is
entitled to have his mark registered hence his application was recommended for allowance for
publication.

XXX

"25. Opposer claims that it is the owner of and has exclusive rights over the EASTERN BIKES
and that the Opposer has several trademark registrations and/or application over the EASTERN
BIKES trademark in various countries in the world. However, it does not even have a trademark
application or registration for the EASTERN BIKES trademark in the Philippines, hence, it has no
right to be protected in the Philippines.

XXX

"26. In order to be afforded protection and seek refuge under Sections 123 and 123.1 (e), as
Opposer's EASTERN BIKES and LOGO is neither applied for nor registered under Philippine
laws, it must be declared or considered by competent authority in the Philippines to be well-
known internationally and in the Philippines and must comply with the requirement or criteria
for determining well known marks under Rule 102 of the Rules and Regulations on Trademark.

"27. Opposer's claim that its mark EASTERN BIKES is an internationally well-known mark must
have to be proven by clear and convincing evidence since it affects the substantive rights of
Respondent-Applicant who was the first to file and use the trademark EASTERN BIKE and
LOGO in commerce in the Philippines, as an owner of a mark declared by a competent authority
in the Philippines to be internationally well-known is given a much broader protection than an
ordinary owner of the trademark, trade name and service mark.

"28. However, in order to be declared or considered by the competent authority of the Philippines
as a well-known mark and bar registration of Respondent -Applicant's EASTERN BIKES and
LOGO, Opposer must first comply not only with the provision of Section 123.1 (e) of R.A. 8293
but also to the requirements of Rule 102 of the Rules and Regulations of Trademark Laws.

XXX

" 29. Basic is the rule that Opposer has the onus probandi in establishing and proving that the
mark is well known not only internationally but also in the Philippines. However, no document
was submitted by Opposer in its Notice of Opposition to prove its claim that the mark EASTERN
BIKES is well known not only internationally but in the Philippines.

XXX

"30. Opposer claims that it is the owner of and has the exclusive rights over the EASTERN BIKES
and that the Opposer has several trademark registrations and/or applications over the EASTERN
BI t in® ‘¢ countries in the world, which in fact are only in few countries which
cannot be considered international. However, it does not even have trademark application or
registration in the Philippines, hence, it cannot seek protection under the trademark laws of R.A.
8293 otherwise known as the Intellectual Property Code of the Philippines.















