
INTELLECTUAL PROPERTY

OFFICE OF THE PHILIPPINES

CEMEX S.A.B. DE C.V., SOLID CEMENT CORP., } IPV No. 10-2010-00012

AND APO CEMENT CORPORATION, }

Complainant, }

} For: Trademark Infringement and

■versus- } Unfair Competition and Damage

}

HOLCIM PHILIPPINES, INC., }

Respondent. }

NOTICE OF DECISION

POBLADOR BAUTISTA & REYES

Counsel for Complainant

5th Floor, SEDCCO I Building

120 Rada corner Legaspi Streets,

Legaspi Village, Makati City

SYCIP SALAZAR HERNANDEZ & GATMAITAN

Counsel for Respondent

Sycip Law Center

105 Paseo de Roxas Street,

Makati City

GREETINGS:

Please be informed that Decision No. 2017 - 12. dated 22 December 2017
(copy enclosed) was promulgated in the above entitled case.

Taguig City, 03 January 2018.

MARILYN F. RETUTAL

IPRS IV

Bureau of Legal Affairs

@ www.ipophil.gov.ph q Intellectual Property Car tw

© mail<S»pophil.gov.ph tt?8 uPPct McKintey P.mi
McKinlcy Hill iown Otvr.-r

0 +632-2386300 For. BonMacio. Taguiq (;,,y

|A +632 5539480 1634 Philippines



INTELLECTUAL PROPERTY

OFFICE OF THE PHILIPPINES

CEMEX S.A.B. DE C.V.; SOLID CEMENT }IPV CASE NO. 10-2010-00012

CORPORATION AND APO CEMENT }For: Trademark Infringement

CORPORATION, }

Complainant, }

-versus- }For: Trademark Infringement and

} Unfair Competition and damages

HOLCIM PHILIPPINES, INC., }

Respondent. }

x x}Decision No. 2017- It

DECISION

CEMEX S.A.B. DE C.V. SOLID CEMENT CORPORATION AND APO CEMENT

CORPORATION,1 APO CEMENT CORPORATION2 and SOLID CEMENT CORPORATION3
filed an Intellectual Property Violation (IPV) case against HOLCIM PHILIPPINES,

("Respondent")4. The complaint is based on the following causes of action: "trademark
infringement, unfair competition and damages".

The Complainant alleges, among other things, the following in support of its cause of

action:

"6. CEMEX is a multinational corporation with many members-

subsidiaries. It is a corporation duly organized under the laws of Mexico.

It has been doing business therein since 1906. All of the trademarks and

other intellectual property of CEMEX and its members-subsidiaries, as

well as the protection and enforcement thereof, are managed centrally by

its legal counsel at its head office in Mexico with the assistance of the

local operating companies.

"7. One of the important trademarks of CEMEX is 'CEMEX and

Design, Building the Future'. 'CEMEX and Design, Building the Future'

is an original coined mark created and used by CEMEX since 2001. No

other company has legitimately used this mark before its creation and use

' A corporation organized and existing under the laws of Mexico with principal place of business at Ave.

Construction 444 Pte Col Centro 64000 Monterrey, Nuevo Leon, Mexico

2 A domestic corporation duly organized and existing under Philippine law with address at Apo Cement Compound ,
Tina-an, Naga, Cebu.

3 A domestic corporation duly organized and existing under Philippine laws with address at 8th Floor, Petron Mega
Plaza Building, 358 Sen. Gil J. Puyat Avenue, Makati City.

4 A corporation duly organized and existing under under Philippine laws with address at 7th Floor, Two World

Square Building, McKinley Hill, Fort Bonifacio, Taguig City
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by CEMEX. The mark 'CEMEX and Design, Building the Future' is

being used in the promotion and sale of Complainant's products, including

cement, in the Philippines and in 27 other countries.

"8. In the Philippines, the 'CEMEX and Design, Building the Future'

trademark was applied for registration by CEMEX as early as on 6 November

2001, as evidenced by the Certificate of Registration No. 4-2001-008296 issued

by the Philippine Intellectual Property Office, which covers no less than thirteen

classes of goods. The mark was eventually registered in CEMEX's favor on 30

July 2006. xxx

"9. The 'CEMEX and Design, Building the Future' trademark is covered not

only by the aforesaid registration in the Philippines but also by ninety-six (96)

other registrations in different classes spread across twenty-seven (countries).

The 'CEMEX and Design, Building the Future' trademark is also covered by

Community Trademark registration in English and Spanish. Importantly, the

coined phrase 'Building the future' is subject of a separate Community

Trademark (Registration No. 005825849) , and is thus protected in all 28

countries of the European Union, xxx

"10. Further CEMEX has a pending application with the IPO for the

registration of the coined composite mark 'Building the Future' under classes

19, 37 and 39. xxx

"11. CEMEX granted Solid and Apo the right to use 'CEMEX and Design,

Building the Future' on their products, including cement, under separate License

Agreements, xxx

"12. The use by Complainants of the 'CEMEX and Design' Building the

Future' mark at least since 2001, in connection with the sale and advertising of

their construction materials (including cement), oil and fuels, adhesives, relating

to transportation, consulting and its financial business, all over the world, has

resulted in the mark becoming associated by construction firms and

professionals and the relevant public exclusively with the Complainants' cement

products, xxx

"12.2. The following are samples of advertising materials used by the

Complainants on which 'CEMEX and Design, Building the Future' trademark

were employed;

Description

Advertising materials from France, Poland, and U.S.A. featuring

'CEMEX and Design, Building the Future' mark in different

languages including English

Advertisement published in the 5 June 2002 issue of the Asian

Annex

"E" series

'G-l'



Wall Street

Advertisement published in the 1 August 2008 issue of the

Philippine Star

Advertisement published in the 15 August 2008 issue of the

Philippine Star

Advertisement published in the 16 September 2008 issue of the

Philippine Star

Advertisement published in the 31 July 2008 issue of the Business

World

Advertisement published in the 4 August 2008 issue of the

Business World

Advertisement published in the 12 August 2008 issue of the

Business World

Advertisement published in the 21 August 2008 issue of the

Business World

Advertisement published in the 1, 5 & 10 June 2009 issues of the

Business Mirror

Advertisement published in the Classified Ads Section of the 14

January 2007 issue of the Manila Bulletin

Advertisement in the Classified Ads Section of the 1 July 2007

issue of the Manila Bulletin

Advertisement in the 2 September 2007 issue of the Manila

Bulletin

Advertisement in the 25 November 2007 issue of the Manila

Bulletin

Advertisement in the 13 July 2008 issue of the Manila Bulletin

Advertisement in the 31 August 2008 issue of the Manila

Bulletin

Advertisement in the 1 February 2009 issue of the Manila

Bulletin

Advertisement in the 8 March 2009 issue of the Manila Bulletin

Screen shot of the website www.cemex.com

2007 CEMEX Monthly Planner

Advertisement published in the April 2008 issue of the Mexican

Magazine 'Letras Libres'

Advertisement published in the September 2005 issue of the

Mexican Magazine 'Letras Libres'

Cement bag used in Columbia bearing the slogan 'Construyendo

el futuro'

Promotional Bag used in Colombia bearing the mark 'CEMEX

and Design, Construyendo el futuro'

2-page feature in the 27-28 October 2006 issue of Business World

published on the occasion of CEMEX 100 years celebration

'G-2'

'G-3'

'G-4'

'G-5'

'G-6'

'G-7'

'G-8'

'G-9'

'G-10'

'G-ll'

'G-12'

'G-13'

'G-14'

'G-15'

'G-16'

'G-17'

'G-18'

'G-19'

'G-20'

'G-21'

'G-22'

'G-23'

'G-24'



"13. Sometime in the first half of 2008, it came to Complainant's attention

that Holcim, a direct competitor, came out with advertising materials for a new

cement product, which employ the phrase 'Building a better future together'.

Some of such materials are:

a. Holcim WallRight flyer;

b. Holcim 'Basta WallRight, ALRIGHT' flyer;

c. Advertisement published in the 14 May 2008 issue of the Philippine Daily

Inquirer; and

d. Holcim logo painted on a wall in the city of Legaspi;

"14. In a letter dated 1 August 2008, CEMEX wrote Holcim to demand that

the latter cease and desist from using the objected phrase 'Building a better

future together' because the phrase is a spin-off, and hence, a colorable imitation

of 'Building the future' which is a dominant feature of the registered 'CEMEX

and Design, Building the Future', x x x

"a. The trademark 'CEMEX and Design, Building the Future' is registered

with the Intellectual Property Office.

"17. Pursuant to their respective License Agreements with CEMEX, only

Solid and Apo were granted by CEMEX the right to use the trademark 'CEMEX

and Design, Building the Future' in connection with the manufacture,

distribution and sale in the Philippines of non-metallic materials such as cement

and concrete.

"b. Holcim has not obtained the consent of the trademark owner, CEMEX,

to use the registered mark.

"18. 'Building a better future together' is a colorable imitation of the

registered mark 'CEMEX and Design, Building the Future' because the former

phrase is a spin-off of 'Building the future' which is a dominant feature of the

registered mark 'CEMEX and Design, Building the Future', x x x

"20. By virtue of their respective License Agreements with CEMEX, only

Apo and Solid are authorized to use the trademarks 'CEMEX and Design,

Building the Future' in connection with the manufacture, distribution and sale in

the Philippines of non-metallic materials such as cement and concrete. Hence, it

is clear that CEMEX has not given its consent to Holcim for the latter to use a

colorable imitation of the registered mark 'CEMEX and Design, Building the

Future'.



"c. 'Building a better future together' is a colorable imitation of the

dominant feature of'CEMEX and Design, Building the Future'.

"22. As stated in paragraph 13, above, Holcim has been using in the

Philippines the objected phrase in its promotional and advertising materials.

Such use constitutes trademark infringement of CEMEX's duly-registered

Philippine trademark, under Section 155 of the Intellectual Property Code.

"e. The use or application of infringing mark is likely to cause confusion or

mistake or deceive the relevant public, x x x

"26. The trademark 'CEMEX and Design, Building the Future' has been used

by Complainants in the Philippines in its sale, distribution and promotion of its

cement and other construction products at least since 2001.

"27. Through widespread use over the past nine (9) years or so,

Complainant's have identified CEMEX's construction products, particularly

cement, with the mark 'CEMEX and Design, Building the Future'. Holcim's

use of 'Building a better future together' in advertising cement product, is an act

contrary to good faith calculated to pass off or palm off its goods as CEMEX's

or to produce the same result. Thus, Holcim unfairly competes with CEMEX,

and should be held liable therefor, x x x

"29. Complainants have, through sale and distribution at least since 2001,

established goodwill over the mark 'CEMEX and Design, Building the Future'.

Holcim's act of passing off its cement products as that of the Complainant's will

cause prejudice and injury to the goodwill that the Complainants have

established in the said products, x x x"

The Complainant offered the following evidence: Certificate of Registration No. 4-2001-

008296 for the mark "CEMEX and Design, Building the Future" issued by the Intellectual

Property Office of the Philippines on 30 July 2006; Certificate of Registration of "CEMEX and

Design, Building the Future" by Institute Mexicano de la Propriedad Industrial on 18 May

2001; Certificates of trademark registration issued in the U.S.A., Office for Harmonization in the

Internal Market, Bangladesh, Mexico; Affidavit of Ms. Maria de la Paz Fernandez Uria;

Advertising materials from France, Poland, U.S.A.; License Agreement between Cemex and

Solid Cement dated 8 August 2006; License Agreement between Cemex and Apo Cement dated

9 August 2006; Advertisements published in the Philippine Star in 2008 and 2011;

Advertisements published in the Business World in 2011; Advertisements published in the

Business Mirror in 2009; Advertisements published in the Manila Bulletin in 2009; Screen shot

of the website of www.cemex.com; 2007 CEMEX Monthly Planner; Advertisement published in

2008 issue of Mexican Magazine "Letras Libres"; Cement bag used in Columbia; Promotional

bag used in Columbia; feature about the occasion of CEMEX's 100 years celebration in Business

World published in 2006; Advertisements of HOLCIM including a Holcim WallRight flyer,

"Basta WallRight, ALLRIGHT" flyer, HOLCIM "Charting the Course" flyer; HOLCIM logo;



Letter from CEMEX's counsel dated 1 August 2008; Letter from Respondent dated 11 August

2008; Letter from CEMEX's counsel dated 2 September 2008; Advertisement in the Philippine

Star 8 March 2010 of HOLCIM' s "Building A Better Future Together" advertisement; 11 March

2010 letter of CEMEX; 29 March 2010 letter of Respondent; Advertisement in July 6, 2010

edition of the Business World with the phrase "Building A Better Future Together"; Declaration

of Actual Use; Judicial Affidavit of Ms. Nor Laily A. Querijero dated 12 April 2012 ; Certified

True Copy of the Audited Financial Statements of Respondent in 2008, 2009, and 2010;

Deposition Upon Written Interrogatories of Ms. Maria de la Paz Fernandez Uria ; Statement of

Account and Official Reciept dated 27 January 2012.5

On 20 September 2010, the Respondent filed its Answer, alleging among other things, the

following affirmative defenses:

"8. Holcim is a corporation duly organized under the law of the Republic of

the Philippines; Holcim is the result of mergers and consolidations of older

companies all engaged in the manufacture of cement. It traces its existence from

the incorporation of the former Hi Cement Corporation on 12 November 1964.

Hi Cement was merged with two other cement manufacturing companies in

January 1, 2000 and the surviving company was named Union Cement

Corporation. Union's name was changed to HOLCIM PHILIPPINES, INC. on

November 30, 2004. Counting from November 12, 1964 up to November 30,

2004, HOLCIM has been in the business of cement manufacturing in the

Philippines for forty years, x x x

"9. CEMEX is not licensed to do, nor is it doing business in the Philippines.

It purports to sue herein upon its intellectual property rights, allegedly based

upon its advertising slogan 'CEMEX (which is apparently derived from the

combination of the words CEMENT and MEXICO, which translates to its full

meaning as CEMEXICO (or cement produced in Mexico) and Design, Building

the Future.

"10. CEMEX anchors its claim of intellectual property rights on its

advertising slogan and trademark 'CEMEX and Design, Building the Future.'

The word CEMEX itself is clearly derived from the combination of the words

CEMENT and MEXICO where the cement products are manufactured. Since

CEMEX adopted the advertising slogan 'CEMEX and Design Building the

Future' it took the risk that its adopted advertising slogan may actually have

been used by many other cement manufacturers in other countries. As a matter

of fact, HOLCIM itself conducted a Google Search for the advertising slogan

'BUILDING THE FUTURE' which turned out to be in the hundreds, proving

that the slogan is a commonplace and generic expression particularly in the field

of cement production for which CEMEX cannot at all claim any exclusivity.

The details of the Google search conducted by HOLCIM are disclosed in lists

appended hereto as Exhibit 'A' proving that hundreds of users of the phrase

5 Exhibits "A" to "W" inclusive of submarkings



'BUILDING THE FUTURE' are using that advertising slogan without any other

users complaining about it -except CEMEX itself.

"11. CEMEX alleges that its advertising slogan and trademark is a 'coined'

mark when the word CEMEX itself is clearly derived from the combination of

the words CEMENT AND MEXICO from where the cement products were

manufactured. In fact, the word 'CEMEX' can hardly be considered a 'coined'

word as it does not reach up to the level of truly well known marks like ROLEX

or KODAK. Neither can the additional phrase 'CEMEX and Design Building

the Future' be considered a coined slogan mark.

"12. Indeed, CEMEX S.A.B. has not even alleged, much less proved, that it is

the first user of the slogan 'CEMEX and Design Building the Future'.

"13. HOLCIMS's Google search of the mark 'CEMEX and Design Building

the Future' disclosed that there are hundreds of advertising slogans using the

phrase 'Building the Future' in different countries around the world.

"14. Indeed, it appeared that Discovery Channel was the first communications

company that adopted as its slogan 'Building the Future' that served to

emphasize a landmark series from the Discovery Channel about the phenomenal

ingenuity in engineering that is shaping the world around us.

"15. In contrast, 'CEMEX Building the Future' appears to highlight and

emphasize only their basic products, which are cement and construction

materials rather than the ingenuity in engineering techniques that the

construction industry has achieved.

"16. In reality, CEMEX S.A. B. attempted in a letter to HOLCIM dated

August 1, 2008, to dissuade HOLCIM from using the phrase 'Building a Better

Future Together" and from using that advertising slogan, although CEMEX

itself appeared to have copied the slogan from the Discovery Channel.

"17. Since CEMEX itself had touted its cement products in the market and its

use of 'Building the Future' it clearly signified that they are dealing principally

with cement products, and they cannot claim to have exclusivity to their slogan

or to their cement products, since Section 123.7 (h) of the Intellectual Property

Code states that such cement products 'consists exclusively of signs that are

generic for the goods and services that they seek to identify.' Since HOLCIM

itself, there cannot be 'unfair competition' much less 'trademark infringement'

on the part of HOLCIM since they are equally engaged in the production in their

cement products, which are generic products produced by both competing

parties. Neither is there unfair competition in this case on the part of HOLCIM.

HOLCIM believes that the phrases 'Building the Future' is considered generic

with respect to the construction industry, and since both parties are principally



dealing with generic cement products over which CEMEX cannot lawfully claim

exclusive rights of use, it cannot likewise lawfully claim exclusive use of a

generic construction industry slogan.

"18. After an exchange of letters between the parties, in light of HOLCIM's

August 11, 2008 reply to CEMEX's August 11, 2008 letter, CEMEX sent a

letter to HOLCIM dated September 2, 2008 where CEMEX merely stated that it

'entreats' HOLCIM to desist from using its challenged advertising slogan. In

doing so, CEMEX appeared to have desisted from reiterating its earlier legal

position, which is HOLCIM's estimation amounted to a form of modus Vivendi

only to be frustrated later - more precisely, one year and eight months later,

when CEMEX sent its March 11, 2010 letter demand.

"19. Section 230. Equitable Principles to Govern Proceedings states: In all

inter partes proceedings in the Office under this Act, the equitable principles of

laches, estoppels and acquiescence where applicable, may be considered and

applied. Furthermore, under Section 236 Preservation of Existing Rights

Nothing herein shall adversely affect the rights on the enforcement of rights in

patents, utility models, industrial designs, marks and works, acquired in good

faith prior to the effective date of this Act. It bears to reiterate that HOLCIM, a

Philippine company, had actual priority of rights to its cement manufacturing

operations which commenced in November 12, 1964.

"20. HOLCIM relies upon Section 230. Equitable principles to govern

Proceedings. - In inter partes proceedings in the Office under this Act, the

equitable principles of laches, estoppel, and acquiescence may be considered and

applied. HOLCIM submits that CEMEX's inaction and complete silence for a

period of one and a half years (from September 2, 2008 to March 11, 2010)

renders the equitable principles of estoppels and/or laches applicable here

against against CEMEX.

"21. On the other hand, HOLCIM also relies on Section 236. Preservation of

Existing Rights- xxx

"22. On 29 March 2010, HOLCIM through counsel, sent a letter replying to

CEMEX's March 11, 2010 demand and advising CEMEX that it will not desist

from using the objected phrase since it does not infringe CEMEX's registered

trademark 'CEMEX and Design, Building the Future'. There is no trademark

infringement on the part of HOLCIM by using the advertising slogan 'Building

the Future' because that slogan has been used by many other companies in other

countries around the world. If at all, HOLCIM's choice of 'Building the Future'

is not a form of infringement but a form of dilution that CEMEX brought upon

itself by choosing to use that slogan in as many countries as they could count

with the result that the 'Building the Future' slogan actually becomes

meaningless to consumers, to the point that the slogan itself became diluted.
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