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COOPERATIV/ IURATORI & IPC NO. 14-2009-000281
CEMENTISTI - 'MC DI RAVENNA, Cancellation of
Opposer,

TM Reg. No. 4-2002-005725
Date Issued: 10 Feb 2005

- V¢€ IS -
TM:“CMC DI RAVENNA (ASIA)
CMC DI RAVEI---A (ASIA), INC., INC. and LOGO (in colour)”
Respondent.
X X
Decision No. 2012-__I§0
DECISION

COOPER. TVA MURATORI & CEMENTISTI - CMC Di RAVENNA,
(“Petitioner”)! fil a petition for the cancellation of Trademark Reg. No. 4-2002-
005725. The reg ration, issued to CMC Di Ravenna (Asia), Inc. (“Respondent-
Registrant”)* on February 2005, covers the mark “CMC DI RAVENNA (ASIA),
INC. and LOGO N COLOR)” for use on the services “construction, general engineering,
general contractors’  1der Class 37 of the International Classification of services®.

The Petitic r alleges, among other things, that:

“6. Petiionr was founded way back in 1901 in Ravenna, Italy and has since been
continuously 1gaged in the business of general engineering and construction in Italy and
overseas sin. 1975. Through the century, it has been involved in numerous projects in
various cou ies worldwide, maintaining offices in Rome, Algeria, Angola, China,
Mozambiqu@  outh Africa, Sudan, Swaziland and Malawi, among others. Due in large part
to its valuab ontribution to vital infrastructure projects all over the world, CMC Italy has
gained a wc  -wide reputation for executing first-class designs from roads, buildings and
subways, wa  irrigation works and sewage systems, to ports and marine works. As of 2008,
itis the 119"  ygest contractor in the world.

“7. To set itseu apart from other construction companies, petitioner incorporated its place of
origin — Ravr—-a, Italy - in its business name and various corporate logos. First used in Italy
and oversea 1 1975, CMC Italy’s trademarks had been continuously and notoriously
depicted in a s communications and transactions as follows:*

+ A foreign corporation or,_._ized and existing under the laws of Italy, with business address at 76 Via Trieste, Ravenna, Italy

2 A corparation organized and existing under the laws of the Philippines with business address at 24 Floor, Orient Square,
Emerald Avenue, Ortigas  ter, Pasig City, Metro Manila.

3 The Nice Classification classification of goods and services for the purpose of registering trademark and service marks,
based on the multilateral :aty administered by the World Intellectual Property Organization. The treaty is called the Nice
Agreement Concerning ! nternational Classification of Goods and Services for the Purpose of the Registration of Marks
concluded in 1957.

4 See reproductions of CM laly’s various trademarks, attached as Annexes “D” to “D-3” of R. Macri’s Sworn Statement.
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that Respon¢ t’s deceitful conduct in securing the registration of a mark similar to
Petitioner’s ai  in exploiting the same is aimed towards unduly enriching itself at the expense
of Petitioner.

“34. Finally, :itioner will suffer grave and irreparable injury to its goodwill, reputation and
business as whole with the continued registration and use of the subject mark by
Respondent.

“35. Under we circumstances, Respondent’s trademark registration for 'CMC DI
RAVENNA (ASIA), INC. AND LOGO’ under Registration No. 4-2002-005727, issued on
10 February 2005, must be cancelled.

Petitioner prays, thus for the cancellation of respondent-registrant’s registration for the mark
"CMC DI RAVENNA (ASIA), INC. and LOGO (IN COLORY for services under Class 37
namely, “construction, general engineering, general contractors’.

The Petitioner’s evidence consists of the following:

—

Exh. “A”: original verified and authenticated Petition for Cancellation;
Exh. “B” to “B-1": original and authenticated Power of Attorney, dated 23 Dec. 2008, on the
authority of ~ >berto Macri, as Joint Chief Executive Officer of Petitioner, to verify the
Petition for ¢ 1cellation and execute the certificate of non-forum shopping and the authority
of the couns to represent the Petitioner and the corresponding certified true copy of the
Minutes of the Board of Directors, dated 19 December 2008, and English translations;
Exh. “C”: original and authenticated Affidavit, dated 22 May 2009, of Roberto Macri and
attachments:
“C-1": copies of notarized and authenticated Power of Attorney, dated 23
Dec. 2008, and certified true copy of the Minutes of the Board of Directors,
dated 19 Dec. 2008, along with their respective English translations as attested by the
Law Court of Ravenna, Italy;
“C-2”: authenticated copies of the Petitioner’s Articles of Association;
“C-3": Petitioner’s Memorandum and Articles of Incorporation, with their
corresponding English translations;
“C-4": list of major projects undertaken by CMC Italy in the last 10 years;
“C-5” to “C-23”: certified true copies of the Petitioner’s project catalogues of
significant constructions projects in many countries including the Philippines;
“C-24”: certified true copy of the Petitioner’s catalogue providing details on
main projects, operations in the field of infrastructure and large construction
projects, transportation, hydraulic and irrigation works, buildings, and ecological and
environmental works throughout the world;
“C-25": certified true reproductions of the Petitioner’s well-known marks as used
all over the world;
“C-26": certified true copy of the Petitioner’s License to do Business as
Representative Office issued by the Securities and Exchange Commission (“SEC”);
“C-27”: Petitioner’s Application to Establish a Representative Office in the
Philippines;
“C-28”: certified true copy of the Petitioner’s Amended License to do Business as a
Branch Office issued by the SEC;
“C-29”: Petitioner’s Application to Establish a Branch Office in the Philippines;
“C-30”: authenticated copies of the Contract of Coordinated and Continuative
Work with Armando de Rossi, dated 26 Aug. 1994;
“C-31”: Contract of Coordinated and Continuative Work with Armando de Rossi,
dated 26 Nov. 1997;
“C-32”: Confirmation of Appointment of de Rossi, dated 15 May 2000 and
their corresponding English translations;



“C-3 . authenticated copy of the Agreement with de Rossi, dated 25 July
200z

“C-3 : authenticated copy of the revocation of de Rossi’s Authority, dated 05 Aug.
200z

“C-3 . certified true copies of SEC Certificate of (Petitioner’s) Withdrawal of
Lice  as aForeign Corporation, dated 20 Oct. 2002;

“C-3 :Cover Sheet for Closure of (Petitioner’s) Branch Office;

“C-3 . letter of de Rossi to the SEC regarding the cessation of operations of the
Bran  Office on 31 Oct. 2002;

“C-3  copy of authenticated Minutes of the Extraordinary Meeting of (Petitioner’s)
Shar-* lders held on 22 June 2002;

“C-2 : certified true copy of the SEC Certificate of Filing of Amended Articles of
Inco ration, dated 12 Mar. 1998 and Amended Articles of Incorporation of
Emp er Philippines, Inc.;

“C-4 : certified true copy of the SEC Certificate of Filing of Amended Articles of
Inco ration, dated {1 June 2001 and Respondent-Registrant’s amended Articles of
Inco ration, changing its name from Empower Philippines, Inc. to CMC di
Rave~-a (Asia), Inc. and amending its primary and secondary purposes;

“C-4. : certified true copy of the Respondent-Registrant’s SEC Certificate of Filing
of Amended Articles of Incorporation, dated 27 Sept. 2001 and Amended Articles of
Incorporation, increasing its authorized capital stock;

“C-42”: authenticated letter of 7 Sept. 2001 of de Rossi to the Petitioner;

“C-43”: certified copies of the Respondent-Registrant’s Certificate of Filing of
Certificate of Increase of Capital Stock, dated 27 Sept. 2001;

“C-41”: Respondent-Registrant’s Board of Directors’ Certificate, dated 11 Sept.
2001

“C-4 : Respondent-Registrant’s Treasurer’s Affidavit, dated 11 Sept. 2001;

“C4~ : Respondent-Registrant’s Secretary’s Certificate, dated, 11 Sept. 2001;

“C-4 : certified true copies of the Respondent’s Registrant’s General Information
Shee *“GIS”), dated 15 March 2007;

“C-4 :Respondent-Registrant’s GIS, dated 25 March 2008;

“C-49”: certified true copies of Respondent-Registrant’s Company Data Maintenance
Form;

“C-5n": Respondent-Registrant’s Certificate of Registration with the Bureau of
Inter | Revenue;

“C-5. : certified true copy of the Respondent-Registrant’s Cert. of Trademark
Reg. No. 4-2002-005725 issued on 10 Feb. 2005;

“C-52”: certified true copy of the Respondent-Registrant’s Contractor’s Identification
as filed by de Rossi with the Philippine Contractors’ Accreditation Board;

“C-53”: certified true copy of the Respondent-Registrant’s SEC Certificate of Filing
of Certificate of Increase of Capital Stock, dated 27 Sept. 2001;

“C-54”: Certificate of the Respondent-Registrant’s Board of Directors, dated 11 Sept.
2001;

“C-55”: Respondent-Registrant’s Treasurer’s Affidavit, dated 11 Sept. 2001;

“C-56”: certified true copies of Respondent-Registrant’s GIS for 2007;

“C-57”: certified true copy of Respondent-Registrant’s Secretary’s Certificate, dated
11 Dec. 2007, setting forth its stockholders and directors;

“C-58” and “C-59”: electronic copies of screenshots taken from the Respondent-
Registrant’swebsite;

“C-60": authenticated copy of letter, dated 10 Oct. 2006, of Jimmy Kim, Managing
Director of CMSS (PNG) Ltd., addressed to the Petitioner demanding clarification
regarding its relationship to the Respondent-Registrant;

“C-61”: authenticated copy of Special Power of Attorney executed by CMC Estero
S.p.A and supporting Resolution of CMC Estero S.p.A. Board of Directors, along
with their English translations;






With the 1 ve of the Respondent-Registrant, this case therefore was deemed
submitted for dec >n on the basis of the Petition and the evidence submitted by the
Petitioner.

Sec. 138 of lep. Act N0.8293, also known as the Intellectual Property Code of
the Philippines (“I™ Tode”) provides that “A certificate of registration of a mark shall be prima
Jfacie evidence of the ..lidity of the registration, the registrant’s ownership of the mark, and of the
registrant’s exclusive 3ht to use the same in connection with the goods or services and those that are
related thereto specij 1 in the certificate.” However, the Respondent-Registrant’s purported
ownership of the r__istered mark is only a presumption, and therefore may be overcome
by an adverse superior claim and evidence of ownership. Corollarily, Sec. 151.1 of the IP
Code provides among other things that

A petition to cancel a registration of a mark under this Act may be filed with the Bureau of
Legal Affairs by any person who believes that he is or will be damaged by the registration of a
mark under this Act as follows:

x x x (b) Any time, if the registered mark x x x or its registration was obtained fraudulently or
contrary to the provisions of this Act, or if the registered mark is being used by, or with the
permission of, the registrant so as to misrepresent the source of the goods or services on or in
connection with which the mark is used. x x x

It is not the application or the registration, therefore, that confers ownership of a
mark, but it is the ownership of the mark that confers the right to registration. While the
country's legal regime on trademarks shifted to a registration system, it is not the
intention of the legislators not to recognize the preservation of existing rights of
trademark owners at the time the IP Code took into effect.” The registration system is not
to be used in committing or perpetrating an unjust and unfair claim. A trademark is an
industrial property and the owner thereof has property rights over it. The privilege of
being issued a registration for its exclusive use, therefore, should be based on the concept
of ownership. The IP Code implements the TRIPS Agreement and therefore, the idea of
“registered owner” does not mean that ownership is established by mere registration but
that registration establishes merely a presumptive right of ownership. That presumption
of ownership yields to superior evidence of actual and real ownership of the trademark
and to the TRIPS Agreement requirement that no existing prior rights shall be
prejudiced. In Berris v. Norvy Abyadang®, the Supreme Court held:

The ownership of a trademark is acquired by its registration and its actual use by the
manufacturer or distributor of the goods made available to the purchasing public. Section 122
of R.A. No. 8293 provides that the rights in a mark shall be acquired by means of its valid
registration with the IPO. A certificate of registration of a mark, once issued, constitutes
prima facie evidence of the validity of the registration, of the registrant’s ownership of the
mark, and of the registrant’s exclusive right to use the same in conpection with the goods or
services and those that are related thereto specified in the certificate. R.A. No. 8293, however,
requires the applicant for registration or the registrant to file a declaration of actual use
(DAU) of the mark, with evidence to that effect, within three (3) years from the filing of the
application for registration; otherwise, the application shall be refused or the mark shall be
removed from the register. In other words, the prima facie presumption brought about by the
registration of a mark may be challenged and overcome, in an appropriate action, by proof of
the nullity of the registration or of non-use of the mark, except when excused. Moreover, the

7 See Sec. 236 of the IP Code.
8 G.R. No. 183404, 13 Oct. 2010.
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Ravenna is culled from the Petitioner’s business or trade name “COOPERATIVE
MURATORI & CEMENTISTI—CMC DI RAVENNA. Both business name and trade
name carry the name of the city wherein it was founded in 1901- Ravenna, Italy. The
Petitioner has been dealing services under the CMC Marks in many countries.” It had
been operating in the Philippines since the 1990s securing for that purpose licenses from
the SEC to do business as representative office, and later as a branch office in the
Philippines."” The Petitioner appointed one Armando de Rossi as its resident agent in
the Philippines from January 1994 up to August 2003.'® When the Petitioner decided to
close its representative office, it revoked in August 2002 de Rossi’s powers to represent
the Petitioner and to run its branch office but at the same time conferred to him the
powers to fulfill all requirements connected with the closure of the representative
office.'” Although it withdrew from the Philippines, the Petitioner up to present
continues to do business in other countries under the CMC Marks.

However, the records and evidence also reveal that in 2001, before the cessation
of the Petitioner’s business in the Philippines, a company named Empower Philippines,
Inc. changed its name to CMC di Ravenna (Asia), Inc. It even increased its authorized
capital stock. This entity is no other than the Respondent-Registrant, which in 2002 filed
and obtained a trademark registration for CMC di Ravenna. It even represented before
the SEC that the Petitioner is a stockholder thereof. Worse, it became apparent that
Armando de Rossi is involved with the affairs of the Respondent-Registrant as a
stockholder and an officer. Another multinational company, CMSS (PNG), transacted
with the Respondent-Registrant and/or de Rossi assuming that they represent or are
connected with the Petitioner. This prompted the Petitioner to demand repeatedly from
the Respondent-Registrant to stop misusing the name and mark of the Petitioner.'®

The conclusion that can be drawn from the records and evidence is that in
applying and registering the mark CMC di Ravenna (Asia), the Respondent-Registrant
either represented itself as the owner thereof or as an entity affiliated to or connected
with the Petitioner (for Asia region) or one which was authorized by the Petitioner to
register the mark in the Philippines. All of these are not true.

Thus, not being the owner of the mark nor authorized by the true owner thereof,
the Respondent-Registrant has no right to register the mark and to maintain such
registration in its favor. Its procurement of the trademark registration is tainted with bad
faith and fraud. The Respondent-Registrant even appropriated the Petitioner’s trade
name “CMC DI RAVENNA?” as its trade name and trademark. Sec. 165 of the IP Code
provides:

XX X

165.2. (a) Notwithstanding any laws or regulations providing for any obligation to register
trade names, such names shall be protected, even prior to or without registration,
against any unlawful act committed by third parties.
(b) In particular, any subsequent use of the trade name by a third party, whether as a
trade name or a mark or collective mark, or any such use of a similar trade name or
mark, likely to mislead the public shall be deemed unlawful.

4 Exh. “C-4” to “C-25".

5 Exh. “C-15", “C-26” to “C-29”".

16 Exh. “C-30” to “C-33".

17 Exh. “C-34" to “C-38".

8 Exh. “C-39” to “C-65", “F-1", and “G-1".
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