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NOTICE OF DECISION

ROMULO MABANTA BUENAVENTURA
SAYOC & DE LOS ANGELES

Counsel for Opposer

21% Floor Philam Life Building

Paseo de Roxas, Makati City

RYAN C. MENDOZA

Counsel for the Respondent-Applicant
CNN Generics Distribution, Inc.

2" Floor LC Building

459 Quezon Avenue, Quezon City

GREETINGS:

Please be informed that Decision No. 2014 - dated May 30, 2014 (copy enclosed)
was promulgated in the above entitled case.

Taguig City, May 30, 2014.

For the Director:

Atty. E NG
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JOHNSON & JOHNSON, IPC No. 14-2010-00083
Opposer,
Appln. Serial No. 4-2009-007601
- versus - Filing Date: 30 July 2009
Trademark: “DEXACORT”
PACIFIC PHARMACEUTICALS
GENERICS, INC.,
Respondent-Applicant. Decision No. 2014 -
X X

DECISION

JOHNSON & JOHNSON,' filed an opposition to Trademark Application Serial No. 4-2009-
007601. The application, filed by PACIFIC PHARMACEUTICALS GENERICS, INC. (Respondent-
Applicant”)’, covers the mark “DEXACORT” for use on “pharmaceutical product namely food
corticosteroid” under class 05 of the International Classification of Goods and Services’.

The Opposer interposes the following grounds for opposition:

“I. The trademark ‘DEXACORT (word)’ applied for registration by Respondent-applicant is
identical and confusingly similar with Opposer’s wordmark: ‘DAKTACORT’ not only by way of
spelling but also by way of sound (‘idem sonans’), and for having been a mere derivative of the
said Opposer’s registered wordmark DAKTACORT which has been registered in the Philippines
and which has been in use since January, 1972 in the Philippines and continues to be used to this
date and also in various countries of the world for goods ‘human antimycotic, i.e., a
pharmaceutical preparation to suppress the growth of fungi in humans’ falling under class 05.
Registration of the mark DEXACORT for the same goods under class 5 will thus, be likely, cause
confusion, or mistake, and deception to the purchasing public when used or applied to or caused to
be used in connection with the goods of Respondent-Applicant.

“2. The registration of the trademark ‘DEXACORT (word)’ in the name of the Respondent-
Applicant will violate section 123.1, subparagraph (d) of Republic Act No. 8293, as amended,
otherwise known as the New Intellectual Property Code of the Philippines; as well as, Section 6bis
and other provisions of the Paris Convention of the Protection of Intellectual Property of which the
Philippines is a member country.

“3. The registration and use of the trademark ‘DEXACORT (word)’ under same goods and
class S as that of Opposer’s mark DAKTACORT will diminish the distinctiveness and dilute the
goodwill of Opposer’s (DAKTACORT) mark for goods: ‘human antimycotic, i.e., a
pharmaceutical preparation to suppress the growth of fungi in humans,” under the same class of
Class 05.

“4. In addition, the registration of that Respondent-Applicant’s “DEXACORT’ applied to be
registered under Class 5 similar to that of Opposer’s goods which registration gives rise to a

A corporation duly organized and existing under the laws of State of New Jersey, U.S.A.

¢ A domestic corporation with office address at No. 8/F LC Bldg., 459 Quezon Avenue, Quezon City, Metro Manila.

3 The Nice Classification of goods and services is for registering trademark and service marks, based on a Multilateral
treaty administered by the WIPO, called the Nice Agreement Concerning the International Classification of Goods
and Services for Registration of Marks concluded in 1957.
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goods or services or closely related goods or services or if it nearly resembles such mark as to be likely to
deceive or cause confusion.

The records and evidence show that at the time the Respondent-Applicant filed the subject
trademark application on 30 July 2009, the Opposer has already an existing Philippine trademark
registration for the mark DAKTACORT on 24 April 1987, and renewed last 24 April 2007 covering class
05 of the International Classification of Goods for human antimycotic, i.e, a pharmaceutical preparation
to suppress the growth of fungi in humans.’

But are the competing marks, as shown below, identical or similar or resemble each other such
that confusion, mistake or deception is likely to occur?

DAKTACORT [ [

Opposer’s Trademark Respondents-Applicants’ Trademark

The competing marks contain the suffix “CORT”. “CORT” however, was obviously rooted from
the term “corticosteroid” or “corticoid”, which is a substance component of the goods.6 Technically, it is
any similar synthetic substance, used in treating inflammatory and allergic diseases; or any steroid
hormone produced by the adrenal cortex that affects carbohydrate, protein, and electrolyte metabolism,
gonad function, and immune response.’ It appears that there is the intention to make the marks identified
or associated with the generic term “corticosteroid” or “corticoid”. Thus, this similarity is not sufficient
to reach a conclusion that there is the likelihood of confusion, much less deception.  However, what
bears resemblance to each other is the presence and positions of the prefixes “DAKTA” of the Opposer
vis-a-vis the prefix “DEXA” of the Respondent-Applicant. The letters D and A in thereof, when
pronounced in its entirety are sufficient to produce similar sounds. In totality, the visual and aural
similarities are rational enough to conclude the existence of likelihood of confusion.

Also, considering the goods carried by the contending marks, there is no doubt that the indicated
goods in the Opposer’s Registration Certificate for “DAKTACORT” under Class 05 as “human
antimycotic, i.e, a pharmaceutical preparation to suppress the growth of fungi in humans™ is similar or
related to Respondent-Applicant’s “DEXACORT” under Class 05 as “pharmaceutical product namely as
food corticosteroid”.” They are both pharmaceutical products sold in drugstores. As such, the consumers
will have the impression that these products originate from a single source or origin or they are associated
with one another. The likelihood of confusion therefore, would even subsist not only on the purchaser’s
perception of the goods but on the origin thereof as held by the Supreme Court."

Callman notes two types of confusion. The first is the confusion of goods in which event the
ordinarily prudent purchaser would be induced to purchase one product in the belief that he was

Annex “B” of Exhibit “A” of Opposer.

Exhibit “D” of Opposer; and Filewrapper records.

Dictionary Reference, available at http:/dictionary.reference.com/browse/corticosteroid (last accessed 29 May 2014).
Id at 5.

Filewrapper records.
1% Converse Rubber Corporation v. Universal Rubber Products, Inc., et. al. G.R. No. 27906, 08 January 1987.
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