





Respondent-Applicant filed its Answer 19 April 2010, alleging among other things,
g:

“2. The matter of application for registration of the trademark 'ZYNAD’, stated in the
opening paragraph and paragraph 4 of the opposition is admitted;

“3. The matter of the corporate status and other circumstances of herein respondent ap-
plicant, ZUNECA, INC. as stated in paragraph 3 is admitted;

“4. The claim of Opposer’ as registered owner of the trademark *ZYNAPSE’ is specifically
denied. Opposer is very much aware of the pending case before the Regional Trial Court,
Branch 93 of Quezon City under Case No. Q-07-61561 which the same opposer filed against
the same company now herein respondent-applicants. In the said pending case, the issue
of the exclusive ownership of the trademark *ZYNAPSE’ of the opposer, Nathrapharm and
the trademark 'ZYNAPS'’ of the herein Respondent-Applicant is still unresolved;

“5. The grounds stated in paragraph a., b., (c?), d. e, f, g, are specifically denied being not
applicable to this case since the opposer is not the exclusive owner of the trademark
"ZYNAPSE’;

“6. The opposer is very much aware that both trademarks, 'ZYNAPSE, which is allegedly
own by herein opposer, and 'ZYNAPS owned by herein respondent-applicant are still in
the market, hence opposer has no claim for exclusivity and therefore not a proper party yet
to this case;

“7. The respondent-applicant has no knowledge or information sufficient to form a belief as
to the truth of the matters alleged by the opposer in its arguments and discussions under
paragraphs 5, 6, 7, to 61 and the rest of its allegations;

“8. That herein respondent-applicant refrain and withhold any arguments and comments
on any and all the arguments and issues raised by the opposers in the application for
registration of the trademark 'ZYNAD'. Respondent-applicant believes that any argument
and comment that will be made by the respondent will be a "subjudice’ on the pending
case mentioned above in paragraph 4 hereof.

“9. Worth mentioning is the statement of the opposer in the executed Verification and
Certification, under paragraph 4, 'that opposer has not commenced any action or filed any
claim involving the same issues in court, tribunal or quasi-judicial agency, and to the best
of my knowledge, no such action or claim is pending therein’, is not quite accurate because
o the existing pending case before RTC branch g3 of Quezon City filed by the same opposer
against the same respondent involving similar issue with the same subject matter,
trademark 'ZYNAPSE'.”

On 29 April 2010, the Opposer filed a “REPLY” to the Respondent-Applicant’s Answer.

Then after, the preliminary conference was conducted followed by the filing by the Opposer of
its position paper on 16 August 2010. The Respondent-Applicant did not file a position paper.

This Bureau noticed that the Respondent-Applicant cited Civil Case No. Q-07-61561

pending in the Regional Trial Court, Branch 93 of Quezon City. This Bureau, however, agrees
with the Opposer’s contention, to wit:

“20. Needless to state the issue in this case is different from the issue in the



nding Civil Case No. Q-07-61 sue in the instant case is whether or not

YNAD should be allowed reg we in the pending Civil Case No. Q-o07-
61561 is whether or not Respo: committed trademark infringement by
using the mark ‘ZYNAPS'. The r’s ownership of 'ZYNAPSE' is certainly

not at issue in the pending Civil Case Q-07-61561 as Opposer even based the
infringement suit on its ownership over the mark.”

X X X

“24. Respondent-Applicant is therefore muddling the issues to hide its lack of
plausible legal arguments against the clearly meritorious opposition of Opposer.
Undoubtedly, Opposer has no obligation to disclose the pending Civil Case No. Q-o07-
61561 in the Certification of Non-Forum Shopping since it does not involve the same
issues as the issues in this case. To reiterate, the civil case involves 'ZYNAPSE’ v.
'ZYNAPS, while the instant case involves *ZYNAPSE’ v. *ZYNAD’.”®

Now, should the Respondent-Applicant be allowed to register in its favor the mark
ZYNAD?

It is emphasized that the essence of trademark registration is to give protection to the
owners of trademark. The function of the trademark is to point out distinctly, the origin or
ownership of the goods to which it is affixed; to secure to him who has been instrumental in
bringing into the market a superior article of merchandise, the fruit of his industry and skill;
to assure the public that they are procuring the genuine article; to prevent fraud and
imposition; and to protect the manufacturer against substitution and sale of an inferior and
different article as his product.’

In this regard, Sec. 123.1(d) of the IP Code provides that a mark shall not be registered if
it is identical with a registered mark belonging to a different proprietor or a mark with an
earlier filing or priority date, in respect of the same goods or services or closely related goods
or services, or if it nearly resembles such a mark as to be likely to deceive or cause confusion.

Records show that at the time the Respondent-Applicant filed its Trademark
Application on 14 July 2009, the Opposer already has an existing trademark registration for the
mark ZYNAPSE (Cert. of Reg. No. 04-2007-005596). The registration, issued on 24 September
2007, covers goods or products that are closely related to those indicated in the Respondent-
Applicant’s trademark application.

But, are the marks, as shown below, identical or closely resemble each other such that
confusion or even deception is likely to occur?

ZYNAPSE ZYNAD

Opposer’s mark Respondent-Applicant’s mark

6  Opposer’s REPLY, pp. 9-10.
7 Pribhdas J. Mirpuriv. Court of Appeals, G.R. No. 114508, 19 Nov. 1999.






be just a variation of the other.

Acc , this Bureau finds that the Respondent-Applicant’s trademark application
is proscribe.. ., .. 123.1 (d) of the IP Code.

WHEREFORE, premises considered, the instant Opposition is hereby SUSTAINED.

Let the file wrapper of Trademark Application No. 4-2009-006943 be returned, together with a
copy of this Decision, to the Bureau of Trademark for information and appropriate action.

SO ORDERED.

Taguig City, 14 May 2014.
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