








materials, natural and artificial stone, cement, lime, mortar, plaster
vel; pipes of earthenware or cement; road-making materials; asphalt,
1 bitumen; portable buildings; stone monuments; and chimney pots.

2ature of the Mark is the ‘Eagle Cement’ logo, which contains a lettering of the
nent’ and a silhouette of an eagle with outstretched wings. The lettering and
re enclosed in an oval.”

it-Registrant filed its Verified Answer on 22 December 2010 alleging among
ng:

ent is engaged in the manufacturing and selling of cement products bearing,
> 'EAGLE CEMENT & DEVICE’ mark.

008, Respondent filed an application for the registration of its mark ‘EAGLE
VICE’ under Class 19 and was subsequently granted registration. Trademark
istration No. 4-2008-006759, was issued in favor of the Respondent.

7ith its earlier registration of its 'EAGLE CEMENT & DEVICE' mark,
filed applications for the registration of the mark ‘'EAGLE CEMENT EXCEED
i the subject mark in this case, as well as the following marks:

.E CEMENT STRONG CEM LABEL MARK (appl. serial no. 4-2009-012381);
.E CEMENT ADVANCE LABEL MARK (appl. serial no. 4-2009-012376);
.E CEMENT PREMIUM PLUS LABEL MARK (appl. serial no. 4-2009-

.E CEMENT EAGLE PLUS LABEL MARK (appl. serial no. 4-2009-012375).

tion, the Respondent had been using its registered mark ‘'EAGLE CEMENT &
imerce up to the present day. To strengthen its brand the above-mentioned
oped for its other cement products and applied for trademark registration.

cation of the application for registration of the mark ‘EAGLE CEMENT
L, the Opposer came forward and filed this Opposition as well as on the
‘ementioned applications.

s ‘EAGLE CEMENT mark is not registered with the Bureau of Trademarks in
A, 8293, otherwise known as the Intellectual Property Code. It does not have
the cancellation of this registration.

“11. The Opposer expressly admitted that its alleged predecessor-in-interest, Lloyds Richfield
Industrial Corporation (‘LRIC), failed to accomplish the registration of its ‘' EAGLE CEMENT
mark back in June 1997. Since then and until present, neither LRIC nor the Opposer exerted
efforts at reviving the application. For over thirteen years, the Opposer did not even attempt to
register its ' EAGLE CEMENT’ mark or give any explanation why it did not. The Opposer is
thus not a registered owner. It has no rights under the R.A. 8293. Section 122 of the law states:

X X X

“B. Contrary to the Opposer’s situation, Respondent has an existing and valid registration over
the mark ‘FAGLE CEMENT & DEVICE".

“15. Respondent validly holds Trademark Certificate of Registration No. 4-2008-006759 for its
‘EAGLE CEMENT & DEVICE' mark. Upon Respondent’s filing of its application for the
aforesaid registered mark, the Bureau of Trademarks declared that the same was registrable, and
allowed it for publication. If Opposer’s claim of ownership and use over its mark '‘EAGLE






elsewhere, it bears emphasizing that it took the Opposer almost two (2) years from the
Registrant’s registration before it showed any interest in the mark by filing its Petition for
Cancellation. It should not escape the attention of this Honorable Bureau that for a total of
thirteen (13) years that passed since the Opposer’s abandonment of its prior application in 1997,
it has made no attempt to file and complete its registration. The glaring fact that the Opposer
slept on its alleged rights over the mark cannot just be sidestepped.

“F. The Opposer has not proved that it is the owner of the ' EAGLE CEMENT’ mark.

“38. The Opposer avers that it outsourced the production of ‘EAGLE CEMENT’ products to
Iligan Cement Corporation (‘ICC) and that ICC continued to be a licensed manufacturer of
‘EAGLE CEMENT" products. However, the Opposer has not presented any manufacturing
agreement or licensing agreement between it and ICC. Only financial statements (Annex T of
the Petition) showing allegedly that Lloyds Richfield Industrial Corporation (‘LRIC) is an
affiliate company of ICC. Assuming but only arguendo that LRIC is indeed an affiliate of ICC,
such affiliation does not prove that the Opposer or LRIC is/was the owner of the ‘EAGLE
CEMENT’ mark. Again, even assuming that there is such a relationship between these two
companies, there is no proof of a manufacturing or licensing agreement other than the bare
allegation by the Opposer. Even sister companies document any agreement between them by
entering into contracts. There is no such contract presented by the Opposer.

“89. In addition, the bottom portion of the Opposer’s sample cement sack on page 8 of the
Opposition contains the following:

‘A QUALITY PRODUCT OF: ILIGAN CEMENT CORPORATION'’

Nowhere is it shown in the said cement sack that the product or the EAGLE brand is
owned by the Opposer. If indeed there is a manufacturing or licensing agreement, the said
cement sack should have stated that the product is manufactured by ICC for the Opposer or
words to that effect. There is no mention of the Opposer at all.

“40. The foregoing, coupled with its failure to pursue the registration, demonstrates the
Opposer’s lack of interest in monopolizing the ' EAGLE CEMENT

Should the Respondent-Registrant’s trademark registration for “Eagle Cement Exceed Label be
cancelled?

It is emphasized that the essence of trademark registration is to give protection to the owners of
trademarks. The function of a trademark is to point out distinctly the origin or ownership of the goods
to which it is affixed; to secure to him, who has been instrumental in bringing out into the market a
superior article of merchandise, the fruit of his industry and skill; to assure the public that they are
procuring the genuine article; to prevent fraud and imposition; and to protect the manufacturer against
substitution and sale of an inferior and different article as his product.* This purpose will not be served
by the co-existence in the market of the competing marks, shown below:

+ Pribhdas J. Mirpuri v. Court of Appeals, GR. No. 114508, 19 Nov. 1999. See also Article 15, par. (1), Art. 16, par. 91,
of the Trade related Aspect of Intellectual Property (TRIPS Agreement).
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applied for the registration of the mark “Eagle Cement”
abandoned and that the trademark was canceled, “Eagle Cer

The Respondent-Registrant pointed out in its Answ

“88. The Opposer avers that it outsourced the producti
Iligan Cement Corporation (‘ICC) and that ICC conti
‘EAGLE CEMENT" products. However, the Opposer
agreement or licensing agreement between it and ICC.
the Petition) showing allegedly that Lloyds Richfield
affiliate company of ICC. Assuming but only arguendo 1
such affiliation does not prove that the Opposer or LI
CEMENT’ mark. Again, even assuming that there is
companies, there is no proof of a manufacturing or lic
allegation by the Opposer. Even sister companies docu
entering into contracts. There is no such contract presen

“39. In addition, the bottom portion of the Opposer’s
Opposition contains the following:

‘A QUALITY PRODUCT OF: ILIGAN CEMENT CORPORATION’

Nowhere is it shown in the said cement sack that the product or the EAGLE brand is
owned by the Opposer. If indeed there is a manufacturing or licensing agreement, the said
cement sack should have stated that the product is manufactured by ICC for the Opposer or
words to that effect. There is no mention of the Opposer at all.

However, the issue to be resolved in this opposition is not necessarily a contest between the two
parties as to who has the better right over the contested mark. The real issue is whether the
Respondent-Registrant is the owner of the mark. If it owns the mark then it is entitled to register the
mark and obtain exclusive right thereto. In this case, records and evidence clearly show that somebody
else has coined, appropriated and been using the contested mark on cement products prior to the

spondent-Registrant’s adoption and filing of applications for the registration of exactly the same
mark for use also on cement.

The field from which a person may select a trademark is practically unlimited. As in all cases of
colourable imitation, the unanswered riddle is why, of the millions of terms and combination of letters
and designs available, the Respondent-Registrant had come up with a mark identical or so clearly
similar to another’s mark if there was no intent to take advantage of the goodwill generated by the other
mark.!!

The intellectual property system was established to recognize creativity and give incentives to
innovations. Similarly, the trademark registration system seeks to reward entrepreneurs and individuals
who through their own innovations were able to distinguish their goods or services by a visible sign
that distinctly points out the origin and ownership of such goods or services.

1w American Wire and Cable Co. v. Director of Patents et. al,, (SCRA 544), G.R. No. L-26557, 18 Feb. 1970.
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