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DECISION

SEBAPHARMA GMBH & CO, (Opposer)' filed on 21 November 2007 an
opposition to Trademark Application Serial No. 4-2007-012929. The application, filed
by CIDORE HOLDING LIMITED. (Respondent-Applicant)’, covers the mark
“SEWAME PARIS CHINESE CHARACTERS & DEVICE”, for use on “Bleaching
preparations and other substances for laundry use, cleaning, polishing, scouring and
abrasive preparations; soaps, perfumery, essential oils, cosmetics, hair lotions,
dentifrices, cleaning preparations for skin, facial cleansing milk, facial cleansing soap,
facial cleansing créam, bath liquid, preparations for use in shower bath, preparations for
the care and protection of the skin [not for medical use], non-medicated preparation for
massage, deodorant preparations for personal use, anti-perspirant for personal use
[cosmetics], non-medicated preparations for protection and care of the skin, pore
astringent creams, anti-wrinkle creams [cosmetics], preparations for keratosis removal,
non-medicated body powder, preparations for age spot reduction, preparations for
whitening the skin, skin and body masks, sunscreen and sunblock preparations
(cosmetics), body massage oils, body massage creams, preparations for care of bust
[cosmetics], bust beautifying and firming cream, care products [cosmetics], aromatic
liquid for personal use, products for babies skin care, non-medicated preparations for care
of the eyes, eye masks, eye treatment, eye creams for firming skin around eyes, non-
medicated acne care preparations, acne removing preparations, cosmetic for eye make-
up, essences for cosmetic purposes, lip stick, preparations for care of lips, make-up
removers, cosmetic preparations for slimming purposes, cosmetic preparations for skin
care, products of make-up, non-medicated preparations for care of hair, hair shampoos,
hair cleansing preparations, hair cleansing gels, hair conditioners, oils for the care of hair,
oils for the regeneration of hair, scalp treatment preparations, hair preservation
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preparations, hair preservation for hair waving, preparations for hair colouring, non-
medicated preparations for use in oral hygiene, preparations for cleaning teeth, non-
medicated preparations for care of hands, hand treatment preparations, cosmetic
preparations for nails, anti-bacterial and anti-microbial sterilizing hand wash
composition, anti-bacterial hand lotion, anti-bacterial soap, non-medicated preparations
for care of foot, hair removal preparations, shave creams, preparations for use before
shaving” under Class 3 of the International Classification of Goods®.

The Opposer invokes Sec. 123.1 (d), (e) and (f) of Rep. Act No. 8293, also known
as the Intellectual Property Code of the Philippines (“IP Code”) which provide:

Sec. 123.1. Registrability. A mark cannot be registered if it:

(d) is identical with a registered mark belonging to a different
proprietor or a mark with an earlier filing or priority date, in
respect of:

(i) the same goods or services; or
(ii) closely related goods or services; or

(iii)  if it nearly resembles such a mark as to be likely
to deceive or cause confusion;

(e) Is identical with, or confusingly similar to, or constitutes a
translation of a mark with which is considered by the competent
authority of the Philippines to be well-known internationally and
in the Philippines, whether or not it is registered here, as being
already the mark of a person other than the applicant for
registration, and used for identical or similar goods or services:
Provided, That in determining whether a mark is well-known,
account shall be taken of the public at large, including
knowledge in the Philippines which has been obtained as a result
of the promotion of the mark;

® Is identical with or confusingly similar to, or constitutes a
translation of a mark, considered well known in accordance with
the preceding paragraph, which is registered in the Philippines
with respect to goods and services which are not similar to those
with respect to which registration is applied for: Provided, that
the use of the mark in relation to the goods or services would
indicate a connection between those goods or services, and the
owner of the registered mark: Provided further, that the interests
of the owner of the registered mark are likely to be damaged by
such use.”

According to the Opposer, it is the owner of the mark SEBAMED which was
registered with the Intellectual Property Office under Certificate of Registration No. 4-

* The Nice Classification of Goods and Services is for registering trademarks and service marks based on
multilateral treaty administered by the WIPO, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registration of Marks concluded in 1957.



2000-002630* dated 16 October 2006, covering goods under classes 3, namely: “cosmetic
oils, essential oils, dentrifices, shampoos, cosmetic preparations for cleansing and care of
the skin, the hair, the lips, cosmetic preparation for the external application for skin
diseases, products for baby care, namely baby cleansing bars, baby foam baths, baby care
baths, baby skin creams , skin care oils, tissues impregnated with cosmetic oils, lotions,
moist tissues and shampoos for children, preparations for cleansing and care of the body,
facial cleansers and facial care products in liquid and solid form, in the form of lotions,
creams, gels, aquaeous, alcoholic solutions, deodorants for personal use, bath extracts in
the basis of the officinal plants and/or herbs for cosmetic purposes, preparations and skin
care in the form of lotions, creams and gels, after sun skin balms, after sun sprays,
cosmetic shower oils” and class 4, namely: “Medicines for the treatment of skin diseases,
chemical, pharmaceutical and veterinary products for medical, sanitary and hygienic
purposes specifically for treatment of skin diseases, pharmaceutical preparations for skin
diseases, namely skin cleansers, being a pharmaceutical preparation for skin disease in
the form of a special product for seborrhoeic conditions and microbial dermatoses (solid,
liquid, as lotion, cream, shampoo), medicinal creams for children, bath extracts on the
basis of officinal plants and/or herbs for pharmaceutical purposes.” It alleges that the
Respondent-Applicant’s mark is confusingly similar to its SEBAMED mark and is used
on closely related goods. The Opposer alleges that it used the SEBAMED mark in the
numerous countries and continues to use its mark in the Philippines. It extensively
promoted its mark worldwide in various media including television commercials, outdoor
advertisements and print publications.

To support its opposition, the Opposer submitted as evidence the following:

1. Verified Opposition dated 16 December 2008;

2. Verification and Certification dated 16 December 2008;

3. Secretary’s certificate authorizing Thomas Maurer to issue a Power of
Attorney;

4. Special Power of Attorney;

5. Affidavit of Thomas Maurer;

6. Certified copy of trade name registration and Commercial Register A of
County Koblenz of SEBAMED in Germany;

7. Copy of Certificate of Registration of the mark SEBAMED in the following
countries namely: Germany, Indonesia, Australia, New Zealand and
Singapore;

8. Sample of Invoices of the year 2007, 2008;

9. Estimated sales figures of SEBAMED;

10. Products, catalogs and advertisement of SEBAMED,;

11. Invoices from the Philippines for SEBAMED;

12. Notarized Affidavit of Aileen V. Sicat;

13. Copy of Certificate of Registration No. 4-2000-002630 for the mark
SEBAMED dated 16 October 2006.°

¢ Exhibit “X”
Exhibits “A” to “X” inclusive of submarkings















