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STICHTING BDO, } IPC No. 14-2008-00226
Opposer, } Opposition to:
} Appin. Serial No. 4-2007-003265
} Date filed: 29 March 2007
-ver S- } TM: “BDO Remit”
!
BANCO DE ORO L [BANK, INC,, }
Respondent pplicant. }
X X

NOTICE OF DECISION

E. B. ASTUDILLO ASSOCIATES
Counsel for Oppost

10" Floor, Citibank :nter

8741 Paseo de Roy i, Makati City

VILLARAZA CRUZ |ARCELO & ANGANGCO
Counsel for Respor :nt-Applicant

11" Avenue corner " Street

Bonifacio Triangle

Bonifacio Global Ci

Taguig City

GREETINGS:

Please be ormed that Decision No. 2012 - H 1 dated July 16, 2012 ( copy
enclosed) was pror  gated in the above entitled case.

Taguig City, 1ly 16, 2012.

For the Director:

o Q. Qavs,,
Atty. EDWIN DANILO A. DAT»@
Assistant Director, BLA

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
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under Rep. Act
by the IP Code,
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According to
only prima fa
voluminous ey
Philippines. It
name is a com
has allowed its

The Res
BDO and BIX
attributable to
mark is not inf
the claim of
Furthermore, ¢

irious countries;

sters;

showing the large presence of BDO International and the active use of
) & Design in various countries around the world;

alized Affidavit-Testimony of witness Patrik Van Cauter;

isual Identity Manual;

| Essential Facts 2007;

gistration for the word mark BDO and the mark BDO & Design in
around the world;

of Registration for the word mark BDO and the mark BDO & Design
2s around the world;

O International website www .bdointernational.com;

O International website www bdo.com;

tes of some of the Member Firms of BDO International;

ected commercials or advertisements made by Member Firms of BDO
Is countries;

stration No. 4-2002-000146 for the mark BDO & Design;

it-Testimony of witness Romeo C. Alba;

Agreement between BDO Binder B.V. and BDO Alba Ledesma & Co.

Agreement between BDO International and BDO Alba Romeo & Co.

Alba Romeo & Co.'s website www.bdoalbaromeo.com;
et of BDO Alba Romeo & Co.;
/ pamphlet of BDO Alba Romeo & Co.;
ba Romeo & Co.'s office lobby and premises; and
« v» ~.O Alba Romeo & Co.'s clients.*

irch 2009, the Respondent-Applicant filed its Verified Answer. In
spondent-Applicant alleges that its right to the mark BDO has vested
0. 166 (the “old Law on Trademarks”) which right cannot be impaired
y virtue of being a prior user of the mark since 1977. Its right, says the
icant, is even protected under Sections 165 and 236 of the IP Code.
+ Respondent-Applicant, the Opposer's Certificate of Registration is

evidence of ownership which it sufficiently disputed through
ence of being the first and prior user of the mark BDO in the
so contends that the use of Banco de Oro's initials “BDO” as its trade
n banking practice, and that no less than the Bureau of Trademarks
idemark application.

ndent-Applicant likewise claims that the Opposer's registrations for
& Design are not valid there being no actual use of the marks
: Opposer. Also, the Respondent-Applicant argues that the Opposer's
nationally well-known the latter having failed to show or to support
xtensive international registration, advertisement and use thereof.
ording to the Respondent-Applicant, the Opposer's marks are not

4 Marked as Exhib"

“RY, T to “HH'
No. 14-2008-0001

“A” to “WWWWWWWW”, inclusive. Originals of Exhibits “B”, “C”, “D-1” to “D-13", “G" to
QQQQQRQQQ" to “RRRRRRRR”, “TTTTTTTT” to “WWWWWWWW"” filed or submitted in IPC
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cancellation of Trademark Reg. No. 4-2002-000146, the instant
15 no more leg to stand on. Moreover, the Director General had also
issue of ownership of the mark BDO, ruling that the Respondent-
better right over the mark BDO on the basis of the same facts, records
wdant to this case.

y, there is no cogent reason for this Bureau to rule otherwise in this

JRE, premises considered, the instant opposition is hereby
: the filewrapper of Trademark Application Serial No. 4-2007-003265
her with a copy of this Decision, to the Bureau of Trademarks for
ppropriate action.

RED.

Taguig C*y, 16 July 2012.

IEL S. AREVALO
, Bureau of Legal Affairs

Atty. NAT
Director



