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X Decision No. 2015-

DECISION

ALLERGONE, INC.1 ("Opposer”) filed an opposition to Trademark Application
Serial No. 4-2011-012031. The application, filed by PPharma-Rex Incorporated?
("Respondent-Applicant”), covers the mark “ALLERGONE" for use as “treatment for
perennial and seasonal allergic rhumitis, urticart and other allergic dermatological disorders”
under Class 05 of the International Classification of Goods and Services.?

The Opposer alleges:

X X X

“GROUNDS FOR OPPOSITION

“3. ‘The Opposer will be damaged by the registration of the Application and
respectfully submits that the Application should be denied for the reascons set forth
below.

XX X

“q. The Opposer is entitled to the benefits granted to foreign nationals under
Section 3 of Republic Act No. 8293, otherwise known as the Intellectual Property Code of
the Philipppines ('[P Code’):

XXX

“5. Both the Philippines and U.5.A., where the Opposer was organized and
registered, are members of the Paris Convention for the Protection of Industrial Property
and the WTO TRIPS Agreement. The Paris Convention provides:

XXX

“6. ALLERGAN is the Opposer’s trade name and the registration of the
application would be contrary to Section 165.2(a) and (b} of the TP Code which provides
that: :

'A foreign corporation organized and existing under the laws of the U $ A, with address at 2525 Dupent Drive, Irvine, California 92612, S A.
"With address at 137 Yakal Street, San Antonio Village, Makati City.

3The Nice Classification is a classification of goeds and services for the purpose of registering trademark and service marks, based on a
multilateral treaty administered by the World Intellectual Property Organization. The Wreaty is called the Nice Agreement Concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks concluded in 1957,
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(b) In particular, any subsequent use of the trade name by a third party, whether as a
trade name or a mark or collective mark, or any such use of a similar trade name or mark,
likely to mislead the public, shall be deemed unlawful.

165.3. The remedies provided for in Sections 153 to 156 and Sections 166 and 167 shall
apply mutatis mutandis.

165.4. Any change in the ownership of a trade name shall be made with the transfer of
the enterprise or part thereof identified by that name. The provisions of Subsections 149.2 to
149 4 shall apply mutatis mutandis.

Records show that at the time the Respondent-Applicant filed its trademark
application on 06 October 2011, the Opposer has an existing trademark registration for
ALLERGONE under Certificate of Registration No. 4-2000-001063 issued on 14
December 2003. "I'he registration covers pharmaceutical formulations, namely, topical
antibiotics, anti-inflammatory, anti-infective, anti-glaucoma and decongestant
formulations; solutions for use during ophthalmic surgery; sterile ointments; ocular
wetting solutions, artificial tears and formulations for the treatment of minor ocular
inflammations and allergic conditions; sterile ophthalmic saline solutions; contact lens
cleaning, disinfecting, wetting, cushioning, storing, soaking and/or rinsing
formulations in solution or tablet form; pharmaceutical formulations for the therapeutic
treatment of nuerological disorders and muscle dystonias; dermatological formulations,
namely, medicated dry skin lotions and creams, acne medications and medicated skin
lighteners; pharmaceuticals for the treatment of actinic keratosis, seborrhea and
psoriasis; medicated shampoos and sunscreen preparations, in class 5. This Bureau
noticed that the goods indicated in the Respondent-Applicant’s trademark application,
i.e. for the treatment of perennial and seasonal allergic rhinitis, urticari and other
allergic dermatological disorders under Class 05, are closely-related to the Opposer’s.

A comparison of the competing marks reproduced below:

ALLERGAN Allergone

Opposer’s trademark Respondent-Applicant’s mark

shows that confusion is likely to occur. This Bureau noticed that the pharmaceutical
products covered by the marks are both medicinal preparations for anti-allergy. Both
marks have the same number of syllables: /AL/LER/GAN/ for Opposer’s and
/AL/LER/GONE for Respondent-Applicant’s, Although both have the same first two
(2) syllables /AL/LER, Opposer can not exclusively appropriate the first two syllables






