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BODY GLOVE INTERNATIONAL LLC, } IPC No. 14-2011-00117
Petitioner, } Cancellation of:
} Reg. No. 4-2006-012928
} Date Issued: October 01, 2007
“Versus- } TM: “BODY GLOVE”
}
;
EDWARD JUSTIN L. CANTOR, }
Respondent-Registrant. }
X X
NOTICE OF DECISION

HECHANOVA BUGAY & VILCHEZ
Counsel for the Petitioner

G/F Chemphil Building

851 Antonio Arnaiz Avenue

Makati City

EDWARD L. CANTOR
Respondent-Registrant

162 Northwest (pil Street
Marikina Heights, Marikina City

GREETINGS:

Please be informed that Decision No. 2015 - _ dated July 15, 2015 (copy enclosed)
was promulgated in the above entitled case.

Taguig City, July 15, 2015.

For the Director:

Atty. EDWIN DANILO A. DATIN.
Director 11|
Bureau of Legal Affairs
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BODY GLOVE INTERNATIONAL LLC, } IPC No. 14-2011-00117
Petitioner, }
} Cancellation of:
-versus- ] TM Reg. No. 4-2006-012928
) Registered on: October 01, 2007
) Trademark: “BODY GLOVE”
EDWARD JUSTIN L. CANTOR, }
Respondent-Registrant. }
X

X Decision No. 2015-

DECISION

BODY GLOVE INTERNATIONAL LLC! (“Petitioner”) filed a petition to cancel
Trademark Registration No. 4-2006-012928. ‘lhe registration issued in favor of Edward
Justin L. Cantor ?(“Respondent-Registrant”), covers the mark “BODY GLOVE” for use
on “clothing namely shirts, pants, jeans, polos, jackets and shorts; footwear namely shoes,
slippers, sandals; headgear namely hats and caps “ under Class 25 and “bags, wallets” under
Class 18 of the International Classification of Goods and Services.>

The Petitioner alleges:
X X X

“7. The registration of the mark “BODY GLOVE” in the name of the
Respondent-Registrant contravenes and viclates Section 123.1 {e) and (g) of the IP Cade,
as amended, because the mark is identical and confusingly similar to Petitioner’s trade
mark, which is owned, used and not abandoned by Petitioner as to be likely when
applied to or used in connection with the goods of Respondent-Registrant to cause
confusion or mistake, or deceive the purchasers thereof as to the origin of the goods.

“8. The contirued registration of the mark BODY GLOVE for goods under
class 18 and 25 in the name of Respondent-Registrant will cause grave and irreparable
injury and damage to the petitioner for which reason it seeks the cancellation of said
registration based cn the grounds set forth hereunder.

W OX X

9. Petitioner’s BODY GLOVE traces its origin to as far back as 1953 when
the Meistrell twins Bob and Bill took over one of Los Angeles, California’s earliest
marine/dive stores. The twins discovered an insulating material called neoprene used in
the back of refrigerators and fashioned from it the first practical wetsuits, The brand’s
distinction was the fif of its products - they fit the body like a glove.

'A foreign corporation organized and exisiing under the laws ofCalifornia, United States of Amenica, with principal address at 20) Herondo
Street, Redondo Beach, Californea, 90277, USA

"With address on record at 24 Libya $t., Bener Living Subdivision, Don BoscoBicutan, Paranaque City

*The Nice Classification is a classification of goods and services for the purpose of registering trademark and service marks, based on a
multilateral reaty administered by the World Intellectual Property Grgamization.  The treaty 1s called the Nice Agreement Concerming the
Internaugnal Classitfication of Goods and Services for the Purposes of the Registration of Marks concluded in 1957,
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“19. A visual comparison between the parties’ marks leaves no doubt that
Respondent-Registrant’s BODY GLOVE mark is, in every way, not only confusingly
similar but, in fact, IDENTICAL to Petitioner’s internationally well-known BODY
GLOVE trademark, for which Petitioner has already previously obtained registrations in
various countries worldwide.

“20.  The confusing similarity between Respondent-Registrant’s BODY
GLOVE mark and Pebtioner's well-known BODY GLOVE mark is highly likely to
deceive the purchasers of goods on which the mark is being used as to the origin or
source of said goods and as to the nature, character, quality and characteristics of the
goods to which it is affixed. Furthermore, the unauthorized use by others of a tfrademark
similar or identical to Petitioner's BODY GLOVE trademark will certainly dilute the
distinctiveness of the latter, and adversely affect the function of said trademarks as an
indicator of origin, and/or the quality of the product.

X X X

“21. The Supreme Court has ruled in Mirpuri vs. Court of Appeals, Director
of Patents and Barbizon Corp. that the ‘function of a trademark is to point out distinctly
the origin or ownership of the goods to which it is affixed; to secure to him, who has been
instrumental in bringing into the market a superior article of merchandise, the fruit of his
industry and skill; to assure the public that they are procuring the genuine article; to
prevent fraud and imposition; and to protect the manufacturer against substitution and
sale of an inferior and different article as his product.

“22. As having such identical or closely related goods, the registration of
Respondent-Registrant’s mark is in clear violation of Section 123.1 {e} and (g) of the JP
Code. According to Section 123.1 (e) and {f) of the IP Code, a mark cannot be registered
if it is identical with, or confusingly similar to a well-known mark, whether or not it is
registered here,to wit:

X X X

"23. As an intermationally well-known mark, Petitioner’'s BODY GLOVE
mark is further protected under Article 6bis of the Paris Convention, which provides:
X X X

“24,  The identicalness of Respondent-Registrant’s mark with Petiioner’s own
well-knewn BODY GLOVE trademarks can only lead to the conclusion that Respondent-
Registrant intends to ride on the popularity of Petitioner, thereby causing Petitioner to
incur monetary losses, and suffer the dilution of its trademarks.

“25.  Tetitioner is damaged by the registration of the mark BODY GLOVE
considering that Petitioner’s well-known trademarks have already obtained goodwill
and consumer recegnition throughout the world. For what other purposes would the
Respondent-Registrant choose the exact name ‘BODY GLOVE', of all possible names and
terms, to identify his goods which are undeniably identical or closely related to
Petitioner’s own products? x x x

"26. Thus, Respondent-Registrant’s registration of the mark BODY GLOVE
must be cancelled for having been fraudulently obtained. Respondent-Registrant does
not own the mark, and furthermore, as an internationally well-known mark, Respondent-
Registrant has no right to its registration, in accordance with Sections 123.1 (e), (f) and {g)
of the IP Code, which provide:



X XX

727.  The registration of the mark BODY GLOVE in the name of Respondent-
Registrant violates the exclusive proprietary rights of the Petitioner over its own marks
and irreparably injure or damage the interest, business reputation and goodwill of said
marks.

“28.  Clearly, the continuing registration of Respondent-Registrant’s mark,
which is identical to Petitioner’s own BODY GLOVE trademarks will not only prejudice
the Petitioner but will also allow the Respondent-Registrant to unfairly benefit from and
get a free ride on the goodwill of Petitioner’s well-known matks.

“29.  Under the IP Code, it is provided that a trademark applicant must
submit a Declaration of Actual Use (DAU) within three (3) years from filing date, and
failure to do so would render the applicaton as deemed withdrawn. The undersigned
requested for a copy of the DAU filed by Applicant Edward Cantor, and was given a
copy attached herewith x x x

271 As shown in the attached, the IPO stamped receipt date of the
said DAU is December 1, 2009, at nearly 3 p.m. Not having met the deadline of
November 30, 2009, the DAU filing was late by one (1) day. The period is
construed strictly by the [POPHL, hence, the DAU s deemed not to have been
filed.

“27.2  Even assuming that the DAU was timely filed, a verification
with the Notarjal Section of the Clerk of Court of Makati City to which the
Notary Public Atty. Fidel Evangelista belongs, shows that the document
purportedly notarized on November 27, 2009 by Atty. Fidel Evangelista under
Document number 318, Page Number 65, Book Number 127, series of 2009 is not
the DAU executed by Angel O. Olandres, Jr. representative of Respondent-
Registrant, but a Serviced Contract entered into by and between First Gateway
Real Estate Corp. and Jardine Energy Control Company notarized by the same
Atty. Fidel L. Evangelista. x xx

“27.3  Moreover, the DAU does not state the name and address of the
outlet selling good bearing the registered mark. Absent this information, this
DAU does not comply with the JP Code, hence, the registration must be
cancelled.

“30. Under the IP Code, Section 124.2 states that:
X X X

"31.  The regulation which was referred in the abovementioned section, The
Rules and Regulations on Trademarks, Service Marks, Trade Names, and Marked or
Stamped Containers, states that:
X X X

“32.  Respondent-Registrant’'s Declaration of Actual Use was executed
fraudulently, deemed not notarized, and did not contain the information as required by
Rule 205, and filed outside the required period. Such being the case, Registration No. 4-
2006-012928 should be cancelled.















