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NOTICE OF DECISION 

FEDERIS & ASSOCIATES LAW OFFICES 
Counsel for the Opposer 
2005 88 Corporate Center 
141 Valero cor. Sedeno Sts. 
Salcedo Village, Makati City 

ALEX MESINA 
Respondent-Applicant 
RS-12 A Podium Level, Primeblock Mall 
Tutuban Center, C.M. Recto Avenue 
Manila 

GREETINGS: 

Please be informed that Decision No. 2015 - .JJ!L dated June 29, 2015 (copy enclosed) 
was promulgated in the above entitled case. 

Taguig City, June 29, 2015. 

For the Director: 

. 
Atty. E~~rN'DA~LO ~ 

Director Ill 
Bureau of Legal Affairs 

Republic of the Philippines 
INTELLECTUAL PROPERTY OFFICE 

Intellectual Property Center, 28 Upper McKinley Road, McKinley Hill Town Center 
Fort Bonifacio. Taguig City 1634 Philippines 

T: +632-2386300 • F: +632-5539480 • www.ipophil.gov.ph 



BRIDGESTONE CORPORATION, 
Opposer, 

-versus-

ALEX MESINA, 
Respondent-Applicant. 

x-----------------~-------~----~-----~---------------------x 

DECISION 

IPC No. 14-2009-000188 

Opposition to: 
Application No. 4-2009-001882 
Date Filed: 20 February 2009 
Trademark: "SILVERSTONE" 

Decision No. 2015- /:3(/ 

BRIDGESTONE CORPORA TION1 ("Opposer") filed an opposition to Trademark 
Application Serial No. 4-2009-001882. The application, filed by Alex Mesina2 

("Respondent-Applicant"), covers the mark "SILVERSTONE" for use on "tires for 
motorcycles, bicycles automotive vehicles and inner tubes, flaps, retreads, repair kits for tires, 
tire casings, rims, ·wheels" under Class12 of the International Classification of Goods and 
Scrvices.3 

The Opposer alleges: 

x x x 

"GROUNDS 

"Bridgestone Corporation ('Opposer') submits that registration of the ma.rk 
SILVERSTONE in the subject application will damage and prejudice its rights as follows: 

"a. It is the registered owner of the well-known trademark BRIDGESTONE, 
and as such, under Secs. 147.1 and 147.2 of the Intellectual Property Code (of 'IP Code'), 
it has exclusive right to prevent others from using a mark identical or confusingly sirn.ilar 
to BRIDGESTONE both for related and unrelated goods or services; 

"b. The SILVERSTONE trademark of Respondent-Applicant is confusingly 
similar to BRIDGESTONE and thus, its registration can be prevented by Opposer under 
Secs. 147.1 and 147.2 of the IP Code, and such registration will be denied under Sections 
123.:1 (d), 123.1 (e), and 123.l(f) of the IP Code. 

"c. Opposer's BRIDGESTONE is already identified in the public m.ind as the 
mark of Opposer's well-known tires, and therefore, whether it is registered or not, it is 

' A foreign corporation duly organized 11nd exis1ing under and the laws of Japan. with principal office at IO· I Kyobashi I ·Chome, Chuo·ku 
Tokyo, Japan. 
l With address at RS· I 2 A Podium Level. Primcblock Mall. Tutuban Center, C.M. Recto Avenue. Manila. 
3
The Nice Classification is a classification of goods and services for the purpose of registering trademark and service marks. based on a 

multilateral treaty administered by the World Intellectual Property Organization. The treaty is called the Nice Agreement Concerning the 
International Classification of Goods and Services for the Purposes ol'lhe Registration ofl\·1arks concluded in 1957. 

Republic of the Philippines 
INTELLECTUAL PROPERTY OFFICE 

Intellectual Property Center, 28 Upper McKinley Road, McKinley Hill Town Center 
Fort Bonifacio, Taguig City 1634 Philippines 

T: +632-2386300 • F: +632-5539480 •www.ipophil.gov.ph 



' ' 

entitled to protection under Sec. 168.1 of the IP Code as against the confusingly similar 
SILVERSTONE trademark. 

"d. Opposer's BRIDGESTONE trademark is internationally well-known and 
should be protected from trademark dilution under Sections 123.l(e) and (f) of the IP 
Code and as held in the case of Levi Strauss vs. Clinton Apparel. 

e. BRIDGESTONE is also the corporate name of Opposer and hence, it 
must be protected as against SILVERSTONE under Section 165 of the IP Code. 

x x x 

"Discussion. 

"29. TI1ere is no question that the STONE portion of the BRIDGESTONE and 
FIRESTONE trademarks largely dominates the overall visual appearance of the 
trademarks such that one who perceives the BRIDGESTONE and PIRESTONE marks will 
inevitably be left with a commerciaJ impression that revolves around the STONE suffix of 
said marks. 

"30. In determining confusing similarity, the rules are summed up as follows: 

a. "The first step is to compare the contending marks side-by-side. And 
the next process is simply to make a visual comparison of the said 
dominant parts. lt is now a well-entrenched rule that confusing 
similarity is to be determined by the Dominancy Test, as held in 
McDonald's vs. Big Mak, and the dominant element to be considered 
can be in the form of the last word or suffix or even the last syllable, 
thus -

xxx 
b. "Trademarks bearing similar or identical last syllables or suffixes 

were held to be confus.ingly s imilar in the Philippines Supreme 
Court cases, namely: Marvex Conunercial Co. vs. Hawpia & Co and 
American Wire and Cable Co. vs. Director of Patents. Thus -

xxx 
c. "As to what kind of similarity will be sufficient to justify a 

conclusion of confusing similarity, the rule is that confusing 
similarity encompasses similarity in different planes, namely, aural 
or phonetic similarity (similarity in letters and/ or pronunciation), 
and visual similarity (or similarity in appearance), or both, as held in 
the Big Mak case, thus: 

xxx 
d . "Finally, as held in Heirs of Crisanta Y. Gabriel-Almoradie vs. CA, et 

al, where the contending marks have differences in some of their 
parts, they will nevertheless be ruled as confusing similar by the 
sheer weight of the fact that the contending mru:l<s will be used on 
related goods. 

"31. There is no question that a side-by-side examination of the contending 
marks will lead to the conclusion that SILVERSTONE is identical and/or confusingly 
sim.ilar to Opposer's well-known mark and trade name BRIDGESTONE as well as its 
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other well-known trademark FIRESTONE. The contending marks are reproduced 
below for comparison. 

x x x 

"32. In order to determine whether there is confusing similarity or not among 
the said marks, the test to be applied is the dominancy test as applied in the case of 
McDonaJds's Corporation vs. L.C. Big Mak Burger, Inc. wherein it was held that: 

"33. If there is proof of the intent to copy of the part of Hespondent-
J\pplicant, it is obvious from its use of STONE at the last part of its b·ademark. The 
maimer of Respondent-Applicant's use of STONE creates a critical and highly 
recognizable commercial impression on the consumers and/ or buyers and gives an 
impression that Opposer is the manufacturer and/ or d istributor of Respondent
A pplicant' s goods on which SILVERSTONE trademark is used. 

x xx 
"34. Further, Respondent-Applicant coined or applied for the registration of 

SILVERSTONE when Opposer's BRIDGESTONE and FIRESTONE trademarks for Class 
12 are already well-known internationally and in the Philippines. 

"35. And since ba<ied on the facts, it is Opposer which is the true and 
registered owner of the BRIDGESTONE and FIRESTONE trademarks, then the 
51 L VERSTON E of Respondent-Applicant, being confusingly similar to BRIDGESTONE 
and FJR~TONE, can no longer be registered, pursuant to the prohibition under Sections 
147.1and147.2 of the IP Code, and under .Sections 123.1(d),123. l (e), and 123.1 (f) of the 
fP Code. 

"36. Opposer's BRIDGESTONE and FIRESTONE marks have been declared 
well-known by this Hon. Bureau in Decision No. 2008-48, thus: 

xxx 
"37. And what is the effect of a mark that is well-known? 

"38. Under Art. 6bis of the Paris Convention, one of the protection accorded 
to a well-known mark declared as such, is that anothe r person carmot even copy the 
portion or essential part of such well-known mark, thus: 

xxx 
"39. The reason why even a fraction of the well-known mark caru1ot be 

copied and appropriated by another is that such copying will now constitute a 
disparagement or dilution of the well-known mark. 

"40. In the case of Levi Strauss vs. Clinton Apparel, the Supreme Court 
confirmed the protection given to well-known mark against dilution: 

xxx 
"41. Art. G bis of the Paris Convention is now written in the IP Code, as 

Section 123.l (e) and even (f) thereof. 

"42. Indubitably, because BRIDGESTONE and FIRESTONE are well-known, 
then under the Ja;,v, none of its dominant features can be copied by another. 

"43. The principle of Trademark Dilution prohibits the use and registration of 
a trademark when such trademark or an essential part of the b·ademark constitutes a 
reproduction of any well-known mark or an imitation liable to create confusion. The 



prohibition js to prevent Trademark Dilution from setting in, or the dilution of the 
distinctiveness of the said famous elements of the mark. 

''44. Preventing trademark dilution has a salutary pu rpose. The justification 
for the protection under the trademark dilution doctrine is that somehow the public 
benefits from protection against diluting the distinctiveness of a fanious mark and that it 
is simply not right to reduce the importance or value of a very valuable mark for the free 
ride of the newcom er even if the public is not confused. 

"45. Thus is the underlying reason why the Supreme Court has looked down 
on traders who 'ride on the coattails' of the more established mark. 

"46. The Levi case is very instructive on this point. T he Philippine Supreme 
Court noted that the trademark alleged to be infringed is 'Dockers and Design,' and that 
the device involved is a wing-shaped logo. It is alleged that makers of PADDOCKS 
pants are also using the same logo, attaching it to the word PADDOCKS. 

'' 47. The High Court then defined the issue as follows: will the registration of 
'Dockers arid Design' confer on the owner the right to prevent the use of a fraction 
thereof in trade? 

"48. The High Court ruled that tf it is proven that 'Dockers and Design' is 
world-famous, and this will render the fraction of the mark, particularly the logo, as 
world famous a1so, then there is such right to prevent in favor of the owner. The High 
Court stated that this is an instance of Trademark Dilution of a famous mark, and thus 
shifted the burden of prov ing 'Dockers and Design' as world-famous to the owner. 

"49. In the instant case, Opposer's BRIDGESTONE and the FIRESTONE are 
welJ -kllOwn marks, internationally and in the Philippines. Hence, if SILVERSTONE in 
Class 12 is allowed to be registered, then the famousness of the BRIDGESTONE and the 
FIRESTONE marks in the Philippines will be dil uted by the frac tion 'STONE' in 
SILVERSTONE. 

"SO. In other words, the STONE in BRIDGESTONE arid HRESTONE marks 
famously symbolizes Opposer, and if Respondent-Applicant will be allowed to use a 
confusingly similar version thereof, it will no lon ger symbolize Opposer and its business. 
Jn short, the use by Respondnet-Applicant of the SILVERSTONE and FIRESTONE marks 
of Opposer. 

"51. Opposer has been using BRIDGESTONE not only as a trademark but 
also as a trade name or company name form the inception of its business and to this day, 
continues to use the saine as its company name in all of its business dealings not only in 
its country of origin or domicile but in all countries around the world where it has 
business dealings or transactions. As a trade name, BRIDGESTONE is protected under 
Section 165 of the JP Code, as it is registered as a trademark in the Philippines. 

"52. As shown above, the subject trademark SILVERSTONE is confusingly 
s imilar to BRIDGESTONE and is used in cormection with goods in the same category for 
which Opposer uses and licenses its BRLDGESTONE trade.mark such that if allowed to 
register, SILVERSTONE will likely deceive or cause confusion, in contravention of 
Section 123.1 (d) of the IP Code. 
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"53. T11e trademark SILVERSTONE is therefore an affront to the right of 
Opposer over its trade name BRIDGESTONE. The registration and use of 
SILVERSTONE by Respondent-Applicant will falsely indicate a connection between the 
Opposer's and Respondent-Applicant's goods which will result in damage to Opposer in 
terms of, among others, the whittling away of Opposer's goodwill over its trade name 
BRIDGESTONE. 

"54. Opposer has clearly established goodwill in the Philippines from its long 
and extensive use of BRIDGESTONE and FIRESTONE as well as aggressive sales, and 
extensive promotions and advertising campaigns. The registration of SJLVERSTONE 
will permit Respondent-Applicant to ride on the reputation,popularity, and established 
goodwill of Opposer. 

"55. By appropriating SILVERSTONE which is almost identical and is 
confusingly similar to Opposer's well-known marks BRIDGESTONE and FIRESTONE, it 
is evidently clear that Respondent-Applicant's intent is to ride on the popularity of 
Opposer's trademarks. 

"56. As held in American Wire & Cable Co. vs. Director of Patents, 

"57. Supporting Affidavits are concurrently submitted herewith pursuant to 
the Rules. 

The Opposer's evidence consists of the affidavit of Yusuhiro Takedai copies of 
some of Opposer's certificates of trademark registrations for the BRIDGESTONE 
trademark issued in numerous countries worldwide; a database list of all Opposer's 
BRIDGESTONE trademark registrations and applications in numerous countries 
worldwide; copies of some of certificates of trademark registrations for the FIRESTONE 
trademark in Class 12; a database list of all the FIRESTONE trademark registrations and 
applications in numerous countries worldwide; the affidavit of Atty. Jan Abigail Ponce; 
the Special Power ofAttorney executed by Opposer in favor of Federis & Associates 
Law Offices; true copies of Philippine certificates of trademark registrations and 
applications and actual print out of the lP Philippines Database record of App. No. 4-
2008-010041i copy of the Verified Notice of Opposition filed in Inter Partes Case No. 14-
2006-00199 which was an opposition against the trademark "RIVERSTONE"; copy of 
the affidavit of Mr. Masao Kobayashi, General Manager of the Philippine 
Representative Office of Opposer; copy of the affidavit of Atty. Jan Abigail Ponce 
submitted in Inter Partes Case No. 14-2006-00199i a list of all trademark applications 
and registrations filed and/ or issued for the trademark FIRESTONE; a list of all 
trademark applications and registrations filed and/ or issued for the trademark 
BRIDGESTONE; a list of all domain names owned by Opposer or related companies 
which contains the word BRIDGESTONE or BRIDGESTONE derivative domanin 
names; printouts of various website of Opposer's BRIDGESTONE trademark; affidavit 
of use for the trademark BRIDGESTONE; invoice no. 6B92PHI, September 27, 2006, for 
5,250 tires and 1,900 tire tube and flap; invoice no. 62AXK63, October 10, 2006 for 4,320 
Hresi invoice no. 6L2137, October 11, 2006 for 1,110 tires; copies of representative sample 
of promotional materials published in Philippine magazines and newspaper; printouts 
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of the Bridgestone search results; photographs of Opposer's BRIDGESTONE products; 
copies of some of the registrations issued for BRIDGESTONE form different countries; 
photographs of the Bridgestone Tire Showroom; Opposer's Annual Reports for the 
years 2000 to 2005; News reports, articles and magazines relating to Opposer and its 
BRIDGESTONE mark and products; Bridgestone's Corporate Data for the year 2006; 
photographs of Bridgestone outlets in the Philippines; list of Bridgestone stores in the 
Philippines; printouts of search results of the www.ebay.ph and www.cbay.com for 
"Bridgestone'1 ; copy of Decision No. 2008-48 dated Marhc 24, 2008; and, copy of the 
Entry of Judgment/Execution of Decision in IPC No. 14-2006-00199.4 

This Bureau issued a Notice to Answer and served a copy thereof upon 
Respondent-Applicant on 22 October 2009. Said Respondent-Applicant, however, did 
not file an Answer. 

Should the Respondent-Applicant be allowed to register the trademark 
SILVERSTONE? 

The Opposer anchors its opposition on Sections 121.1, paragraphs (d), (e) and 
(f), Section 147.1 and 147.2, Section 165 and Section 168.1 of Republic Act No. 8293, also 
known as the Intellectual Property Code of the Philippines ("IP Code")1 to wit: 

Sec. 123.Registrability. -123.1. A mark cannot be registered if it: 
x xx 

(d) Is identical with a registered mark belonging to a different proprietor or a mark 
with an earlier filing or priority date, in respect of: 

(i) The same goods or services, or 
(ii) Closely related goods or services, or 
(iii) If it nearly resembles such a mark as to be likely to deceive or 

cause confllsion;" 

(e) Is identical with, or confusingly similar to, or constitutes a translation of a mark 
which is considered by the competent authority of the Philippines to be well
known internationally and in the Philippines, whether or not it is registered 
here, as being already the mark of a person other than the applicant for 
registration, and used for identical or similar goods or services: Provided, That 
in determining whether a mark is well-known, account shall be taken of the 
knowledge of the relevant sector of the public, rather than of the public at 
large, i.ncluding knowledge in the Philippines which has been obtained as a 
result of the promotion of the mark; 

(f) ls identical with, or confusingly similar to, or constitutes a translation of a mark 
considered well-known in accordance with the preceding paragraph, which is 
registered in the Philippin.es with respect to goods or service which are not 
similar to those with respect to which regisb·ation is applied for: Provided, That 
use of the ma.rk in relation to those goods or services would indicate a 

4 
Marked as fahibiis "A" Lo .. C", inclusive. 
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connection between those goods or services, and the owner of the registered 
mark: Provided further, That the interests of the owner of the registered mark 
are likely to be damaged by such use; 

Sec. 147.Rights Om/erred. - 147.1. The owner of a registered mark shall have the exclusive 
right to prevent all third parties not having the owner's consent form using in the course of 
trade identical or similar signs or containers for goods or services which are identical or 
similar to those in respect of which the h·ademark is registered where such use would result 
in a Hkelihood of confusion. In case of the use, of an identical sign for identical good.s or 
services, a likelihood of confusion shall be presumed. 

147.2. The exclusive right of the owner of the well-known mark defined in Subsection 
·123.1 (e) which is registered in the Philippines, shall extend to goods and services which are 
not similar to those in respect of which the mark is registered: Provided, That use of that mark 
in relation to those goods or services would indicate a connection between those goods or 
services and the owner of the registered mark: Provided further, That the interests of the 
owner of the registered mar.k are likely to be damaged by such use. 

Sec. 165. Trade Names or Business Names. - 165.1. A name or designation may not be used as a 
trade name if by its nature or the use to which such name or designation may be put, it is 
contrary to public order or morals and i.f, in particular, it is liable to deceive trade circles or 
the public as to the nature of the enterprise identified by that name. 

165.2. (a) Notwithstanding any laws or regulations providing for any obligation to register 
trade names, such names shall be protected, even prior to or without registration, against 
any unlawful act con:unitted by third parties. 
(b) In particular, any subsequent use of the trade name by a third party, whether as a trade 
name or a mark or collective mark, or any such use of a similar trade name or mark, likely to 
mislead the public, shall be deemed unlawfuJ. 

Records show that at the time the Respondent-Applicant filed its trademark 
application on 20 February 2009, the Opposer already owns trademark registrations for 
"BRIDGESTONE" and "FIRESTONE", under Reg. Nos. 039620 and 12205, respectively. 
The registrations cover "tires" in Class 12. 

A comparison of the competing marks reproduced below: 

IDJOGESTOOE SllVERSTONl 

Opposer's trademark Respondent-Applicant's mark 
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shows that confusion is likely to occur. The fact that the Respondent-Applicant's mark 
has the word SIL VER instead of the word BRIDGE is of no moment. TI1e distinctive 
feature of the Opposer's trademark is the STONE component. The Respondent
Applicant' s mark is a colorable imitation of the Opposer's trademarks is evident in the 
way it was coined. Because the Respondent-Applicant's trademark application covers 
goods that are similar to the Opposer's, particularly, tires in Class 12, it is likely that the 
consumers will have the impression that these goods originate from a single source or 
origin or the SILVERSTONE being a variation of the BRIDGESTONE and FIRESTONE 
mad~s, as if in launching a new line of products. That consumers will likely to commit 
such mistake or belief is underscored by the fact that the Opposer's BRIDGESTONE and 
FIRESTONE trademarks have been declared in Decision No. 2008-48 by this Bureau as 
well-known. The confusion or mistake would subsist not only on the purchaser's 
perception of goods but on the origin thereof as held by the Supreme Court, to wit: 

Caliman notes two types of contusion. The first is the confusion of goods in which event 
the ordinary prudent purchaser would be induced to purchase one product in the belief 
that he was purchasing the other. In which case, defendant's goods are then bought as 
the plaintiff's and the poorer quality of the former reflects adversely on the plaintiff's 
reputation. The other is the confusion of business. Here, though the goods of the parties 
are different, the defendant's product is such as might reasonably be assumed to 
originate with the plaintiff and the public would then be deceived either into that belief 
or into belief that there is some connection between the plaintiff and defendant which, in 
fact does not exists 

This Bureau is consistent when in Inter Partes Case No. 14-2008-00068 entitled 
"Bridgestone Corporation vs. Shandong Chengsan Tyre Co., Ltd.'' and in Inter Partes 
Case No. 14-2013-00428 entitled "Bridgestone Corporation vs. Jianxin Rubber (Fujian) 
Co., Ltd.'', it sustained the oppositions to the registration of the marks" AUSTONE" and 
"R-STONE", respectively. 

Lj.kewise, this Bu~ea~ has previously sustai1~ed the opposition for registration of 
trademalrk also appropnatmg the word "STONE . In Inter Partes Case No. 14-2010-
00110 entitled "Bridgestone Corporation vs. Deestone Lirnited"6, this Bureau held that: 

"That the Petitioner's marks begin with either the words "FIRE" or "BRIDGE" 
while that of the Respondent-Registrant's with the word 'DEE" is of no consequence. 
There is the likelihood of the consumers being confused. Confusion cannot be avoided 
by merely adding, removing or changing some letters of a registered mark. Confusing 
similarity exists when there is such a close or ingenuous imitation as to be calculated to 
deceive ordinary persons, or such resemblance to the original as to deceive ordinary 
purchasers as to cause him to purchase the one supposing it to be the other. 

~ Com•erse Rubber Corp. v. Unil'ersal Rubber Products. Inc:. et. ul .. G. R. No. L-27906. 08 Jan. 1987. 
6 Decision No. 2015·87, Tl May 2015. 
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The likelihood ot confusion is tmderscored by the fact that the competi.ng marks 
pertain to the same goods, i.e. tires and tubes. Thus, it is highly probable that the 
purchasers would be Jed to believe that Respondent-Applicant's mark is a mere variation 
of Opposer's mark .. " 

It is emphasized that the function of a trademark is to point out distinctly the 
origin or ownership of the goods to which it is affixed; to secure to him, who has been 
instrumental in bringing into the market a superior article of merchandise, the fruit of 
his industry and skill; to assure the public that they are procuring the genuine article; to 
prevent fraud and imposition; and to protect the manufacturer against substitution and 
sale of an inferior and different article as his product.7 This Bureau finds that the mark 
applied for registration by the Respondent-Applicant does not meet the function. 

Succinctly, the field from which a person may select a trademark is practically 
unlimited. As in all other cases of colorable imitations, the unanswered riddle is why of 
the millions of terms and combinations of letters and designs available, the Respondent
Applicant had to come up with a mark identical or so closely similar to another's mark 
if there was no intent to take advantage of the goodwill generated by the other mark.8 

The intellectual property system was established to recognize creativity and give 
incentives to innovations. Similarly, the trademark registration system seeks to reward 
entrepreneurs and individuals who through their own innovations were able to 
distinguish their goods or services by a visible sign that distinctly points out the origin 
and ownership of such goods or services. 

WHEREFORE, premises considered, the instant Opposition to Trademark 
Application No. 4-2009-001882 is hereby SUSTAINED. Let the filewrapper of the 
subject trademark application be returned, together with a copy of this Decision, to the 
Bureau of Trademarks for information and appropriate action. 

SO ORDER.ED. 

Taguig City, 29 June 2015. 

1 
Pribhdas ./. Mirpuri v. Co1m of.4ppeals, G.R. No. 114508, 19 November 1999, citing Ethepa v. Director o/Patents. supra. Gabriel v. Pere;, 55 

SCRA 406 (1974). See ab~i Article 15, par. ( l), Art. 16, par. (1). of the Trade Related Aspects of Intellectual Propeny (TRIPS Agreement). 

8 
American Wire & Cable Company v. Director of Patents, G. R. No. L-26557, 18 Fel>. 1970. 
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