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NOTICE OF DECISION
SYCIP SALAZAR HERNANDEZ & GATMAITAN
Counsel for the Opposer
105 Paseo de Roxas
Makati City
OEP PHILIPPINES, INC.
Respondent-Applicant
Unit 606 SEDCCO | Building
Corner Rada and Legaspi Streets
Legaspi Village, Makati City
GREETINGS:
Please be informed that Decision No. 2015 - dated June 29, 2015 (copy enclosed)

was promulgated in the above entitled case.

Taguig City, June 29, 2015.

For the Director:

Atty. EDWIN DANILO A. DATIN(
Director 1l
Bureau of Legal Affairs
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F. HOFFMANN-LA ROCHE AG, HIPC NQ. 14-2012-00097
Opposer, 1Oppaosition to:
}
-versus- YAppin. Ser. No. 4-2011-012988
}Date Filed: 27 October 2011
}

OEP PHILIPPINES, INC,, tTrademark: “KYTRON”
1

Respondent-Applicant.

!
----------------------------------------------------------- x iDecision No. 2015-

DECISION

F. HOFFMANN-LA ROCHE AG ., (Opposer}' filed an opposition to Trademark

Application Serial No. 4-2011-012988. The application, filed by OEP PHILIPPINES,
INC. (Respondent-Applicani)?, covers the mark “KYTRON?, for use on “pharmaceutical
product taken intravenously for the prevention and treatment of chemeotherapy induced
nausea and vomiting and post-operative nausea and vomiting” under Class 5 of the

International Classification of Goods®.

The Opposer anchors its opposition on the following grounds:

“1.  Opposer is the {irst user and true owner of the trademark
KYTRIL, being the successor-in-interest to the mark which was first
registered in the Philippines under Reg. No. 58221 issued on June 2,
1994 in the name of Beecham Group, ple. And subsequently assigned to
the Opposer which covers ‘preparations for the treatment of nausea and
vomiting induced by cstostatic therapy for cancer patients’ in class 5.
Mareover, Opposer has been using the trademark KYTRIL specifically in
respect of preparations for the ‘management of nausea and vomiting
induced by cytotoxic chemotherapy and radiotherapy and for the
prevention and treatment of post-operative nausea and vemiting” since
approval of its product launching by the then Bureau of Food and Drugs
in 2000, long before the Applicant appropriated the mark KTRON for use
on identical products. Opposer has been actively promoting and selling
KYTRIL in the Philippines since its launching and to date, it remains to
be one of the most recognized and accepted preparations for the

" A corporation duly organized and existing under the laws of Switzerland with principal address at F.
Hoffmann-la Rache AG, Grenzacherstrasse 124, 4070 Basel, Switzerland
7 A Philippine corporation with address at Unit 606 SEDCO Bldg I, cor Rada & Legaspi Sts., Legaspi

Village, Makati City

! The Nice Classification of Goods and Services is for registering trademarks and service marks based on
multilateval treary administered by the WIPQ, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registraticn of Marks concluded in 1957,
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treatment of chemotherapy-related nausea and vomiting by doctors and
patients in the country.

“2. Applicant’s trademark KYTRON, as used on pharmaceutical
preparations for the treatment of chemotherapy induced nausea and
vomitin, so closely, visually and aurally, resembles Opposer’s trademark
KYTRIL as also used on identical pharmaceutical preparations in class 5
as to be likely, when applied to or used in connection with the goods of
Applicant, to cause confusion, mistake and deception on the part of the
purchasing public. The registration and vse of a confusingly similar
trademark by the Applicant will tend to deceive and/or confuse
purchasers into believing that Applicant’s products emanate from or are
under the sponsorship of Opposer, for the following reasons:

i) The trademarks are closely or confusingly similar;
ii) The trademarks are applied on identical goods;
i)  The parties are engaged in competitive business; and

iv) The goods on which the trademarks are used are bought by the
same class of purchasers and flow through the same channels of
trade.xxx”

To support its opposition, the Opposer submitted as evidence the following:

—_—

Authenticated and notarized Affidavit of Tapio Blanc dated 3 April 2012;

2. Certified true copy of Certificate of Registration No. 58211 for the mark
“KYTRIL” issued on 2 June 1994;

3. Certified true copy of Certificate of Product Registration DR-XY25012 dated
15 June 2010 issued by the Bureau of Food and Drugs;

4, Certified true copy of Certificate of Product Registration DR-XY 15996 dated
17 August 2000 1ssued by the Bureau of Food and Drugs;

5. Customer list;

6. Sample label/package of “KYTRIL™; and

7. Medical Literature for “KYTRIL".]

Tins Bureau served upon the Respondent-Applicant a “Notice to Answer” on 16
May 2012. The Respondent-Applicant, however, did not file an Answer. The Hearing
Officer issued on 7 February 2013 Order No. 2013-219, declaring the Respondent-

Applicant in default.

Should the Respondent-Applicant be allowed to register the trademark
KYTRON?

Sec. 123.1. Registrability. A mark cannot be registered if it:

(d) is identical with a registered mark belonging to a different
proprietor or a mark with an earlier filing or priority date, in
respect of:

* Exhibits "A" to "I"









