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IPC No. 14-2009-00225 
Opposition to: 
Appln. Serial No. 4-2006-009191 
Date Filed: 22 August 2006 
TM: "SWJSS EXPEDITION 

AND DESIGN" 

NOTICE OF DECISION 

ANGARA ABELLO CONCEPCION REGALA & CRUZ 
Counsel for the Opposer 
22nd Floor, ACCRALAW Tower 
Second Avenue corner 301

h Street 
Crescent Park West, Bonifacio Global City 
Taguig City 

FELICILDA & ASSOCIATES 
Counsel for Respondent-Applicant 
Unit 1902-A Philippine Stock Exchange (PSE) Centre 
East Tower, Ortigas Center 
Pasig City 

GREETINGS: 

Please be informed that Decision No. 2015 -lM.._ dated June 29, 2015 (copy enclosed) 
was promulgated in the above entitled case. 

Taguig City, June 29, 2015. 

For the Director: 

~a.~ 
Atty. EDWIN DANILO A. DAT~ 

Director Ill 
Bureau of Legal Affairs 

Republic of the Philippines 
INTELLECTUAL PROPERTY OFFICE 

Intellectual Property Center, 28 Upper McKinley Road, McKinley Hill Town Center 
Fort Bonifacio, Taguig City 1634 Philippines 

T: +632-2386300 • F: +632-5539480 • www.ipophil.gov.ph 
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Case Filed: 14 September 2009 
Opposition to: 
TM App. No. 4-2006-009191 
Filed on: 22 August 2006 
Trademark: "SWISS 

ARISTON COMMERCIAL, INC., } EXPEDITION AND DESIGN" 
Respondent-Applicant. } 

x---~--~----~--~-------------~-----~---~----------~---x Decision No. 2015- 131 

DECISION 

FEDERATION OF THE SWISS WATCH INDUSTRY FH1 ("Opposer'') filed an 
opposition to Trademark Application No. 4-2006-009191. The application, filed by 
ARISTON CO:tvHvfERCIAL, INC.2 ("Respondent-Applicant''), covers the mark "SWISS 
EXPEDITION AND DESIGN" for use on "watches and their parts, horological and 
cfzronometric instruments" under Class 05 of the lntemational Classification of Goods and 
Services.~ 

The Opposer a lieges: 
"IV. GROUNDS 

"Opposer relies on the followi.ng grounds to support its Opposition: 

"4.1. The use of the word 'SWISS' in Respondent-Applicant's 'SWISS 
EXPEDmON AND DESIGN' mark is likely to mislead the public, particularly as to the 
geographical origin of the goods it seeks to identify as it creates a false impression that 
the said goods originate from Switzerland, in violation of Section 123.1 (g) of the IP Code. 

"4.2. The representation of the flag of Switzerland in Respondent-Applicant's 
'SWISS EXPEDITION AND DESIGN' mark is violative of Section 1231.1 (b) of the IP 
Code which prohibits the registration of a mark consisting of a flag of a foreign nation. 

"IV. DISCUSSION 

"5.1. The Swiss Federal Council, considering Article 50 of the Federal Law on 
the Protection of Trademarks and Indications of Source adopted the Ordinance 
governing the use of the appellation 'SWITZERLAND' or 'SWISS' for watches (the 
'Ordinance') on 23December1971 as amended on 01 July 2005. Copies of the Ordinance 
in French, as published in the Systematic Collection of Federal Law (SR/RS), and an 
English translation thereof, are attached hereto xx x 

1A non·profit organiiation organized and existing under the laws of Switzerland, with office address at CH-250 I Bienne. Switzerland. 
!With address at 541 Rizal Avenue comer Ronquillo St, Sta. Cruz, Manilu, Philippines. 
3
The Nice Classiflcation is a classification of goods and services for the purpo'e of registering trademark and service 111arks, based 011 a 

multilateral treaty administered by the World lntclkcrual Property Organization. The treaty is called the Nice Agreement Concerning the 
International Classification of Goods ant.I Services for the Purposes of the Regisua1ion of Marks concluded in 1957. 

Republic of the Philippines 
INTELLECTUAL PROPERTY OFFICE 

Intellectual Property Center, 28 Upper McKinley Road. McKinley Hill Town Center 
Fort Bonifacio, Taguig City 1634 Philippines 

T: +632-2386300 • F: +632-5539480 •www.ipophil.gov.ph 
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''5.2. The Ordinance regulates the use of the name 'SWlTZERLAND' or 
'SWlSS' for watches and sets out minimum conditions for a watch to be considered Swiss 
made. The following are the conditions for using the term 'SWlSS' as laid down in the 
Ordinance: 

xxx 

"5.3. Such is the protection accorded by Switzerland with respect to the use of 
the term 'SWITZERLAND' or 'SWISS' and the Swiss cross that a Federal Council Report 
was issued on 15 November 2006 on protecting 'MADE IN SWITZERLAND' 
designations and the Swiss cross. The said Report explains the concept of being 'SWJSS', 
to wit: 

xxx 

"5.4. There is no doubt that watches and other horological and chronometric 
instruments manufactured in Switzerland are highly regarded for their q ual ity, precision, 
reliability, tradition, and design, as the 'unparalleled reputation of Swiss w atches is the 
re.suit of over 500 years [of] hard toil and meticulou.s attention to detail. The quality for 
which Swiss-made watches are known for 'includes the technical quality of watches 
(accuracy, reliability, water-res istance and shock-resistance), as well as their aesthetic 
quality (elegance and originali ty of design). It covers both h·aditional manufacturing and 
new technologies (micro-electronics). 

"5.5. In this regard, the IP Code prohibits the registration of a mark if it is 
likely to mislead the public, particularly as to the nature, quality, characteristics or 
geographical origin of the goods covered thereby, to wit: 

xxx 

"5.6. Based on the foregoing p rovlSlon, Respondent-Applicant' s 'SWISS 
EXPEDrffON AND DESIGN' mark is geographically deceptive as the use of the word 
'SWISS' will clearly mislead the public into believing that the goods of Respondent­
A pplkant, specifically 'watches and their parts, horological and chronometric 
instrume.nts' under Class J.4, originate from Switzerland when, in fac t, they do not as 
Respondent-Applicant is a Philippine corporation. 

"5.7. Respondent-Applicant's Amended Articles of Incorporation, a certified 
copy of which is attached hereto and made an integral part hereof as Exhibit 'F', show 
that it is not authorized by its primary purpose to manufacture watches, and 
horological/ chronometric instruments. N either do its secondary purposes all.ow it to 
engage in the manufacture of such goods. It bears srressing that Respondent-Applicant 
primarily acts as 'general merchants, importers, exporters, wholesaler and retailers of all 
kinds of general merchandise such as but not limited to watches and clocks of any kind 
and description, jewelries and other similar items and products which may become 
articles of commerce.' 

"5.8. While Respondent-Applicant is evidently not engaged in the 
manufacture of watches bearing the 'SWISS EXPEDITION AND DESIGN' mark, it must 
be noted that neither the actual manufacturer of these watches nor Respondent­
Applicant belong to the Federation of the Swiss Watch Industry FH. The updated list of 
Opposer's current members includes, among others, manufacturers of famous brands 
such as Bauroe & Mercier, Breitling, Bulgari, Cartier x x x 
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"S.9. Accordingly, Respondent-Applicant's use of the term 'SWISS' and the 
representation of the flag of Switzerland in its 'SWISS EXPED1T10N AND DESIGN' 
mark are not sanctioned. Respondent-Applicant is a Philippine corporation whose goods 
do not originate from Switzerland. The only logical reason, therefore, for Respondent­
Applicant's use and adoption of the said components in its mark is to falsely convey to 
consumers the belief that its watches originate from Switzerland. 

"5.10. The use of the word 'SWISS' and the representation of the flag of 
Switzerland in Respondent-Applicant's 'SWl:SS EXPEDITION AND DESIGN' mark 
constitute a form of false advertising which is considered deceptive and, as such, must be 
prohibited not only because it is geographically nusdescriptive, but also because it is 
regarded as unfair competition. 

xxx 

"S.11. Significantly, the TRIPS Agreement provides for the protection of 
geographical indications. 'Geographical indications are, for the purposes of this 
Agreement, indications which identify a good as originating in the territory of a Member, 
or region or locality in that territory, where a given quality, reputation or other 
characteristic of the good is essentially attributable to its geographical origin. Relevant 
provisions of the TRIPS Agreement read: 

xxx 

"5.12. No less than the Swiss Federal lnstitutc of the Intellectual Property, in a 
letter addressed to the Director General of the IPO, Mr. Adrian S. Cristobal Jr., supports 
the instant opposition against the application for the registration of Respondent­
Applicant' s 'SWISS EXPEDITION AND DESIGN' mark which unduly uses the 
designation 'SWlSS' among others. A portion of the said letter reads: 

xxx 

"5.13. A copy of the said letter from the Swiss Federal Institute of Intellectual 
Property, signed by its Deputy Director General, Mr. Fe.lix Ad.dor and dated 07 
Septemebr 2009. is attached hereto xx x 

"S.1.4. Various foreign tribunals have sustained oppositions filed by Opposer 
against marks which use the appellation 'SWISS' without authority. To illustrate, the 
Intellectual Property Office of New Zealand, in resolving the opposition filed by Opposer 
against the trademark application for 'K-SWISS' in Class 14, held: 

xxx 

"5.15. Copies of the Decision of the Intellectual Property Office of New 
Zealand, and of the Decision of the Deparbnent de Marcas y Otros Signos Distintivos of 
Cuba in the opposition filed by Opposer against the trademark application for 
registration of the mark 'SWISS CELL' in Classed 9, 11 and 14 are attached hereto x x x 

"5.16. The Ordinance defines a Swiss watch and Swiss watch movement as 
follows: 

xxx 

"5.17. The Ordinance is based on a concept of Swiss quality depending 'on the 
amount of work actually carried out on a watch in Switzerland, even if some foreign 
components are used in it. It therefore requires that the assembly work on the movement 
{the motor of the watch) and on the watch itself (fitting the .movement with the dial, 
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hands and the various parts of the case) should be carried out in Switzerland, along with 
the final testing of the movement. ft also requires that at least 50% of the components of 
the movement should be manufactured in Switzerland. 

''5 .18. SvVISS EXPEDITION watches are available in the Philippines through 
online purchase at the local website www.sulit.com.ph. Copies of photographs of a 
SWISS EXPEDITION watch as posted on the said website are attached hereto x xx 

"5.19. The fact that the SWISS EXPEDITION watch is not accompanied the 
necessary authentication papers (i.e., care instruction booklet, warranty, etc.) is an 
indication that the said watch is unlikely to be Swiss-made or to fall under the definition 
of a Swiss watch as provided in the Ordinance. 

"5.20. Furthermore, as already discussed, the manufacturer of SWISS 
EXPEDlTlON watches does not appear to be member of the Opposer, the representative 
organization of the entire Swiss watch industry whose role under Swiss law was 
emphasized by the Swiss Federal Institute of Intellectual Property in its 20 November 
2007 general letter. Significant portions of the said general letter read: 

xxx 

"5. 21. ft is, therefore, not difficult to conclude that watches bearing the 'SWISS 
EXPEDITION AND DESIGN' have not complied with the cond itions for a watch to be 
considered Swiss-made, and accordingly, may not use the appellation 'SWISS.' 
Respondent-Applicant's application for the registration of the 'SWISS EXPEDITION 
AND DESIGN' mark, therefore, should be refused. 

"5.22. The IP Code prohibits the registration of a mark if it consists of the coat 
of arms of any foreign nation, or any simulation thereof, to wit: 

xxx 

"5.23. An examination of the device element fanning part of Respondent­
Applicant's 'SWISS EXPEDITION AND DESIGN' mar l< clearly shows that the said 
device is a representation of the coat of arms or flag of Switzerland. Jn fact, the said 
mark's application details make reference to the adoption of the coat of arms of 
Swit~erland in its disclaimer portion. A copy of the application details of Respondent­
Applicant' s 'SWISS EXPEDITION AND DESIGN' mark, available from the lPO electronic 
database, is attached hereto xx x 

''5.24. As aptly expressed by the Swiss Federal Institute of fntellectual Property 
in its 07 September 2009 letter to the IPO Director General, 'in the field of tl1e protection 
of geographical indications, Switzerland attaches great importance to the protection of 
indication of source including 'Swiss' designations, as well as of the Swiss flag and coats 
of armorial bearings and other State emblems, such as the Swiss cross, which consists of a 
perpendicular, free-standing, white cross, each arm of w hich is one-sixth longer than it is 
wide, on a red background. 

"5.25. Representations of the Swiss cross and Responcnt-A pplicant's 'SWCSS 
EXPEDITION AND DESIGN' mark are reproduced below for the reference of this 
Honorable Office. 

"5.26. The flag or coat of anns of other insignia of a ny foreign nation may well 
be distinctive; but they must be reserved for their nation's use. ln fact, in Switzerland, 
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the Federal Law on the Protection of Coat of Arms and other Public Insignia provides for 
an express prohibition on the registrntion of the Swiss cross as a trademark in connection 
with products. Furthermore, as a national symbol, the Swiss cross may not be used as a 
trademark or as an element of a h·ademark, as provided in the Paris Convention, thus: 

xxx 

"5.27. Based on the foregoing, the use of the Swiss cross and/or the coat of 
arms of Switzerland in Respondent-Applicant's 'SWISS EXPEDJTlON AND DESIGN' 
mark is without authority, thus warranting the refusal of the application for the 
registration of the said mark. 

"5.28. Notwithstanding Respondent-Applicant's disclaimer of the exclusive 
right to use the term 'SWISS' and the coat of arms of Switzerland in its trademark 
application, the 'SWISS EXPEDITION AND DESIGN' mark should still be denied 
registration. x x x 

"5.29. In Respondent-Applicant's 'SWISS EXPEDITION AND DESIGN' mark, 
likelihood of deception, regardless of the disclaimer on the exclusive right to use the term 
'SWISS' and the coat of arms of Switzerland, is certain considering that 'Swiss' watches 
are known throughout the world for their superior quality and craftsmanship. x x x 

"5.30. The foregoing grounds are more than sufficient bases for this Honorable 
Office to refuse the registration of Respondent-Applicant's 'SWISS EXPEDITION AND 
DESIGN' ma.rk. If registered, not only will the said mark misrepresent the h·ue origin of 
the goods covered thereby, but aJso unfairly ride on the unparalleled reputation of Swiss 
watches, with which ideas of quality and expectations of exclusive use are associated. 

The Opposer's evidence consists of a copy of the general letter issued by the 
latter's Deputy Director General, Mr. Felix Addor, on 20 November 2007; copy of 
Opposer's Bylaws; copies of the ordinance governing the use of the appellation 
"SWITZERLAND" in French, as published in the Systematic Collection of Federal Law 
(SR/RS) and an English translation thereof; a copy of the Federal Council Report; a 
copy of Respondent-Applicant's Amended Articles of Incorporation; a copy of the 
updated list of Opposer's current members; a copy of the letter from the Swiss Federal 
Institute of Intellectual Property addressed to Director-General Mr. Adrian S. Cristobal; 
copies of the decision of the Intellectual Property Office of New Zealand, and of the 
Decision of the Departmento de Marcas y Otros Signos; copies of photographs of a 
SWISS EXPEDITION watch as posted on www.sulit.com.ph; and, a copy of the 
application details of Respondent-Applicant's "S\iVlSS EXPEDITION AND DESIGN.4 

This Bureau issued a Notice to Answer and sent a copy thereof upon 
Respondent-Applicant on 09 October 2009. The Respondent-Applicant filed their 16 
February 2010 and avers the following: 

xxx 

•Marked as Exhibits "A" to ''N'', inclusive. 
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II. 

"AFFIRMATIVE AND/SPECIAL DEFENSES 

"12. Respondent repleads the foregoing allegations and in addition, it 
respectfully alleges: 

"13. Respondent filed Application Serial No. 4-2006-009191 in good faith 
and the same complies with the provisions of the IP Code, including Section 123.1 
(g) thereof. 

"14. Respondent's watches, horological and chronological instrwnents are 
manufactured, sourced from and originate from 'SWITZERLA ND'. Said products 
are manufactured by MULTlTIME QUARTZ SA (hereafter, Multitime Quartz) 
with address at Casella Postale 849 6616 Losone, SWITZERLAND via a trend 
common in today's business world called outsourcing between respondent 
Ariston and Multitime Quartz. 

"15. Outsourcing is an arrangement in which one company provides goods 
or services fo r another company that could also be or usually have been provided 
in-house. ln other words, outsourcing refers to the process of sub-contracting to a 
third party. 

"16. In respondent's case, it provides Multitime Quartz its desired watches 
and chronological instnunents as to their intended. designs, shapes, sizes, colors, 
and other physical dimensions and specifications. In turn, Multi time Quartz based 
in Switzerland, manufactures said watches and chronological products according 
to the instructions of respondent Ariston Commercial Inc. 

"17. After production, Multitime Quartz delivers the finished products-
watches and timepieces to respondent, which sells and distributes the same in the 
Philippines. It must be emphasized that in their arrangement, respondent Ariston 
is the principal and Multitime Quartz, the agent of the respondent. 

"18. Attached as Exhibit '1' of this Verified Answer is the Affidavit of Mr. 
Philip L. Yao, Director and Authorized Officer of the respondent, identifying a few 
delivery invoice/ receipts (x x x) between respondent and Multitime Quartz to 
prove the outsourcing service provided for by the latter and to prove that 
respondent's watches are manufactured, sourced from and originates from 
Switzerland. 

"19. The watches and chronological insh·uments of respondent having been 
manufactured, sourced from and actually originate from Switzerland, the claim of 
opposer of false designation of origin of goods is fa lse and without factual and 
legal basis. 

"20. The conditions set forU1 in the alleged 'Ordinance' stated by the 
opposer notwithstanding, it is a fact that respondent's watches by virtue of its 
outsourcing agreement with Multitime Quartz are manufactured, sourced from 
and originate from Switzerland. In the first place, the said Ordinance should find 
NO application before this proceeding, it being an internal rule of the Opposer and 
an alleged adopted law of a foreign country. 
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"21. Respondent's watches and other chronological instruments having 
been actually manufactured, sourced from and originate from Switzerland, the 
claim of opposer that respondent is misleading the public as to the source of its 
watches and other chronological instruments, should likewise fail, it being false 
and having no factual and legal basis Reason: the watches and timepieces of 
respondent are actually manufactured, sourced from and originate from 
Switzerland. 

"22. Opposer's claim that respondent's use and adoption of the word 
'SWISS' in its applied mark to falsely convey to conswners the belief that its 
watches originate from Switzerland is therefore, false and not true. 

"23. Again, opposer's claim that respondent in using the word 'SWISS' in its 
applied mark is engaged in false advertising and unfair competition is likewise 
false; not true, since respondent's watches and timepieces are actually 
manufactured, sourced from and originate form Switzerland. 

"24. for the information of the opposer, respondent has disclaimed the 
word 'SWISS' and further disclaimed the coat of arms of the Swiss Federation, in 
its application as can be gleaned by this Honorable Office in the file wrapper of the 
application, now in its possession. 

"25. Since the Bureau of Trademarks' allowance of the application (around 
first quarter of 2008) this Honorable Office can find out (through the file wrapper) 
that respondent is seeking the registration of the mark 'EXPEDITION AND 
DESIGN.' 

"26. Respondent, thus, manifests that opposer's main arguments in its 
Verified Opposition has, since the first quarter of 2008, become moot and 
academic. 

"27. It is thus mind boggling, if not a bit strange, that opposer with all its 
arguments and discussion on the keyword/component/factor 'SWISS' and on the 
coat of arms of Switzerland, seeks opposition of the mark 'EXPEDITION AND 
DESIGN.' 

'28. With that penultimate statement, opposer's opposition to the subject 
application, 'EXPEDITION& DESlGN,' clearly has no factual and legal basis. 

The Respondent-Applicanf s evidence consists of the affidavit of Mr. Philip L. 
Yao, Director and Authorized Officer of the respondent; copies of delivery 
invoices/receipts between respondent and Multi.time Quartz to prove the outsourcing 
service; actual guarantee card bearing the mark SWISS EXPEDITION AND DESIGN; 
and, the certificate of authentication issued by :tv1s. Margareth Schaeppi.s 

On 05 May 2010, Opposer filed a Reply to Respondent-Applicant's Answer. 

; '.'vtarked as Exhibits "1" and "5", inc.lusive. 
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On 26 May 2011, the Preliminary Conference was terminated and the parties 
were directed to file their respective position papers. Thereafter, the case was deemed 
submitted for resolution. 

Should the Respondent-Applicant be allowed to register fue trademark SWISS 
EXPEDITION AND DESIGN? 

The SWISS EXPEDITION AND DESIGN mark, subject of fuis opposition is 
reproduced below: 

.. 
~WIS:~ 
E::X.PEIC> 1-W-I c » ..._ 

Without a doubt, the mark applied for registration by the Respondent-Applicant 
is identical to the Swiss coat of arms or the Coat of Arms of Switzerland. 

Thus, Sec. 123.1 paragraphs (b) and 0) of Republic Act No. 8293, also known as 
the Intellectual Property Code of the Philippines ("IP Code") provide: 

Sec. 123. Registrability. -123.1. A mark cannot be registered if it: 
xxx 

(b) Consists of a flag or coat of arms or other insignia of the Philippines or any of 
its political subdivisions, or of any foreign nation or any simulation thereof; 

xxx 
G) Consists exclusively of signs or of indications that may serve in trade to 

designate the kind, quality, quantity, intended purpose, value, geographical 
origin, time or production of the goods or rendering of the services, or other 
characteristics of the goods or services; 

The fact that the Respondent-Applicant's mark disclaimed the word SWISS and 
the coat of arms of Switzerland is of no moment. The registration of SWISS 
EXPEDITION AND DESIGN in the name of Respondent-Applicant will likely mislead a 
purchaser so as to make him or her believe or assume that the mark or brand is 
sponsored by or is affiliated with the Goverrunent of Switzerland, it carries the coat of 
aims Switzerland with a notice to the effect that it has an official character. 
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Succinctly, the field from which a person may select a trademark is practically 
unlimited. As in all other cases of colorable imitations, the unanswered riddle is why of 
the millions of terms and combinations of letters and designs available, the Respondent­
Applicant had to come up with a mark identical or so closely similar to another's mark 
if there was no intent to take advantage of the goodwill generated by the other mark.6 

The intellectual property system was established to recognize creativity and give 
incentives to innovations. Similarly, the trademark registration system seeks to reward 
entrepreneurs and individuals who through their own innovations were able to 
distinguish their goods or services by a visible sign that distinctly points out the origin 
and ownership of such goods or services. 

It is emphasized that the function of a trademark is to point out distinctly the 
origin or ownership of the goods to which it is affixed; to secure to him, who has been 
instrumental in bringing into the market a superior article of merchandise, the fruit of 
his industry and skill; to assure the public that they are procuring the genuine article; to 
prevent fraud and imposition; and to protect the manufacturer against substitution and 
sale of an inferior and different article as his product.7 This Bureau finds that the mark 
applied for registration by the Respondent-Applicant does not meet this frmction. 

In conclusion, the subject trademark application is covered by the proscription 
under Sec. 123.1 paragraphs (b) and 0) of the IP Code. 

WHEREFORE, premises considered, the instant Opposition to Trademark 
Application No. 4-2006-009191 is hereby SUSTAINED. Let the filewrapper of the 
subject trademark application be returned, together with a copy of this Decision, to the 
Bureau of Trademarks for information and appropriate action. 

SO ORDERED. 

Taguig City, 29 June 2015. 

ATTY.~ . L. NIEL s. AREVALO 
Direct;it,'~eau of Legal Affairs 

6 
American w;,.e & Cable Company"· Director of P(lfents, G.R. No. t-26557, 18 Feb. 1970. 

7 
Pribhdas J. Mirpuri 1•. Court of Appeals, G.R. No. I I 4508. 19 November 1999, citing Ethepa v. Directo,. of Patents, supra. G"brief v. Pere~. 55 

SCRA 406 ( 1974). See also Article 15, par. (I). Art 16. par. (I), of lhe Trade Related Aspects of Intellectual Property (TRIPS Agreement). 
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