IPC No. 14-2010-00049
Opposition to:

Application No.4-2008-014174
Date filed: November 20, 2008
TM: “PC R US”

GEOFFREY LLC (formerly Geoffrey Inc.,),
Opposer,

=versus-

DENNIS ROSTATA,
Respondent-Applicant.
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NOTICE OF DECISION

VERALAW

[DEL ROSARIO RABOCA GONZALES GRASPARIL]
Counsel for the Opposer

A & V Crystal Tower, 105 Esteban Street

Legazpi Village, Makati City

DENNIS ROSTATA
Respondent-Applicant
No. 427 Bulacan Street
Tondo, Manila

GREETINGS:

Please be informed that Decision No. 2015 - _ _ dated June 29, 2015 {copy
enclosed) was promulgated in the above entitled case.

Taguig City, June 29, 2015.

For the Director:

Afty.

Bureau of Legal Affairs

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
Intellectual Property Center, 28 Upper McKinley Road, McKinley Hill Town Center
Fort Bonifacio, Taguig City 1634 Philippines
T +632-2386300 « F: +632-5539480 » www.ipophil.gov.ph
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GEOFFREY LLC (formerly Geoffrey Inc.), HPC NO. 14-2010-00049

Opposer, } Opposition to:
}
-versus- $Appln, Ser. No. 4-2008-014174
3Date Filed: 20 November 2008
DENNIS ROSTATA, }Trademark: PC R US
Respondent-Applicant. }
X e - -x }Decision No. 2015.
DECISION

GEOFFREY LLC (formerly Geoffrey Inc.), , (Opposet)' filed an opposition to
Trademark Application Scrial Ne. 4-2008-014174. The application, filed by DENNIS
ROSTATA, (Respondent-Applicant)®, covers the mark “PC R US”, for use on “Retail
Store Services” under Class 35 of the International Classification of Goods®.

The Opposer believes that it will be damaged by the registration of the mark “PC
R US” and that its registration is contrary to Sec. 123.1 pars. (d), (e), (f) and (g) of the
Rep. Act. No. 8293, otherwise known as the Intellectual Property Code of the
Philippines.

According to the Opposer:

“10.  TOYS R US and other stores under thc ‘R* ‘US’ group are
favorite destinations for kids and grown —ups alike with its impressive
assortment of toys, games, sporting goods, electronics’, software, baby
products, children’s apparel and juvenile furniture.

“l11.  'To date, Toys ‘R’ US and the ‘R US’ group is one of the leading
retailers of toys and baby products with more than 1,400 freestanding
destination toy and baby specialty stores worldwide. The company sells
merchandise through 586 toy stores in the U.S. and over 650
international toy stores, including licensed and franchised stores as well
as the internet site. xxx

“17. Opposer has registered the trademark TOYS ‘R* US and its
family of ‘R’ US marks not only in its home country, the United States of
America, but in other countries all over the world including the
Philippines. xxx

' A corporation organized and existing under the laws of Delaware with address at 2002 West 14” St.
Wilmington, Delaware, United States of America

: Filipino with address at 427 Bulacan St., Tondo Manila

* The Nice Classification of Goods and Services is for registering trademarks and service marks based on
multilateral treaty administered by the WIPQ, called the Nice Agreement Concerning the [nternational
Classification of Goods and Services for Registration of Marks concluded in 1957,
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Opposer's marks (Exhibit "D")

g}C G RS*!’;S

Respondent-Applicant’s mark

By allowing the Respondent-Applicant's marks "PC R US" to co-exist with the
Opposer’s marks TOYS “R” US, KIDS “R” US and other “R” “US” marks, there is a
likelihood that the buying public may confuse the Respondent-Applicant’s mark and/or
its services to be under the sponsorship or affiliated with the family of “R US" marks of
the Opposer or by the Opposer itself. The trademark "PC R US", particularly “PC” of the
Respondent-Applicant, although not identical with the Opposer’s mark TOYS R US, will
nevertheless, impress upon the unwary public that they are the same or related as to
source or mistaken to be an offshoot or a derivative of the Opposer’s trademark bearing
the “R” US compenent. Section 123 (d) of the IP Code provide:

Section 123. Registrability.- 123.1 A mark cannot be registered if
it:

(d) is identical with a registered mark belonging to a
different proprietor or a mark with an earlier filing or priority
date, in respect of:

(i) the same goods or services; or
(i) closely related goods or services; or
(iii) if it nearly resembles such a mark as to be likely to

deceive or cause confusion;

Succinctly, the Respondent-Applicant's retail stores could be mistaken as an outlet
for the Opposet’s various goods. The confusion or mistake would subsist not only the
purchaset’s perception of goods but on the origin thereof as held by the Supreme Court,
to wit:

Callman notes two types of confusion. The first is the confusion of goods in
which event the ordinary prudent purchaser would be induced to purchase one
product in the belief that he was purchasing the other. In which case, defendant's
goods are then bought as the plaintiff's and the poorer guality of the former
reflects adversely on the plaintiff's reputation. The other is the confusion of






