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KEMISTER CORPROATION, } IPC No. 14-2011-00514
Opposer, } Opposition to:
} Appln. Serial No. 4-2010-007510
) Date Filed: 9 July 2010
-Versus- } TM: “SHELTER 2, 4-D ESTER”
}
i
ALTACROP PROTECTION CORPORATION, H
Respondent-Applicant. }
X X

NOTICE OF DECISION

CHITO B. DIMACULANGAN
Counsel for the Opposer

Sutte 2018 Cityland Ten Tower One
5875 M. Ayala Avenue, Makati City

FELICILDA & ASSOCIATES LAW FIRM
Counsel for Respondent-Applicant

{dnit 1902-A Phil Stock Exchange (PSE) Center
Fast Tower, Exchange Road, Crtigas Center
Pasig City

GREETINGS:
Please be informed that Decision No. 2015 - 244 dated November 04, 2015 (copy
enclosed) was promulgated in the above entitled case.

Taguig City, November 04, 2015.
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KEMISTAR CORPORATION, VIPC NO. 14-2011-00514
Opposer, yOpposition to:
YAppln. No. 4-2010-007510
-Versus- YDate filed: 9 July 2010
}
ALTACROP PROTECTION CORPORATION, }Trademark: "SHELTER 2, 4-D
Respondent-Applicant. } ESTER"
}

X -- e - x}Decision No. 2015-

DECISION

KEMISTAR CORPORATION, (Opposer)’ filed an opposition to Trademark
Application No. 4-2010-007510. The application, in the name of ALTACROP
PROTECTION CORPORATION (Respondent-Applicant)?, covers the mark “SHELTER
2, 4-D ESTER™, for use on “herbicides” under Class 5 of the International Classification
of Goods”.

The Opposer cites the likelihood of confusion, fraud in procuring the registration
and bad faith to deceive and falsely suggest a connection with the opposer as grounds for
the opposition. It alleges, among other things, that:

“4, Opposer is and has been engaged in the manufacture, production
and sale of agrochemicals since 1994;

"5. Agrochemical (or agrichemical), a contraction of agricultural chemical, is
a generic term for the various chemical preducts used in agriculture. In most
cascs, agrochemical refers to the broad range of insecticides, herbicides and
fungicides, but it may also include synthetic fertilizers, hormones and othjer
chemical growth agents, and concentrated stores of raw animal manure;

"6. On 17 December 2004, opposer lodged an application with the Bureau of
Trademarks to register the wordmark SHELL 2, 4-D ESTER for goods [(alling
under International Class 5 namely, herbicide for the control of sedges and
broadleat weeds in rice, corn and sugarcane. The said application was docketed
as Application No. 4-2004-011937;

' A domestic corporation duly organized and existing under Philippine laws with business address at No.
62-E Wyh Building, Katipunan Street, Concepeion Dos, Marikina City

* A domestic corporalion duly organized and existing under Philippine laws with business address at Unit
403 Marcelita Building, 2560 National Highway, Brgy. Real, Calamba, Laguna

? The Nice Classification of Goods and Services is for registering trademarks and service marks based on
multilateral treaty administered by the WIPQ, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registration of Marks concluded in 1957.
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"7 Opposer started using in earnest the trademark SHELL 2, 4-D ESTER on
3 January 2005. The nationwide, extensive and widespread sale of products
bearing the SHELL 2, 4-D ESTER trademark attracted attention and gained notice
not only trom consumers but also from companies engaged in the marketing and
sale of pesticide products who saw a big potential of success and profit on the
product;

"8. On 28 June 2006, opposcr applied for the registration of the mark SHELL
2, 4-D ESTER & Logo, under Application No. 4-2006-006921, which is a
composite trademark consisting of the words, numbers and letter SHELL 2,4-D
ESTER in block capitals and the logo of the geometric patterns, design of
growing leaves and pictures of plants and bushes.

"0, On 15 February 2007, opposer was issued Certificate of Registration No.
4-2004-011937 for the wordmark SHELL 2, 4-D ESTER. Similarly, on 21 May
2007, the composite trademark SHELL 2, 4-D ESTER & LOGO was registered in
the name of the opposer under Certificatc of Registration No. 4-2006-006921;

"10.  Opposer is also the owner of record of Certificate of Registration No. 4-
2007-008098 for the mark SHELTER 2,4-D in respect of herbicides for the
control of sedges and broadleal weeds in rice, corn and sugarcane in International
Class 5. Opposer’s SHELTER 2,4-D mark has a date of registration of 28 April
2008, a filing date of 27 July 2007 and a date of first use of § March 2001, all of
which antedates the dates of registration, filing of the application and constructive
first use of respondent-applicant’s trademark;

“11.  Opposer acquired the rights, goodwill, title and interests to the trademark
SHELTER 2, 4-D from its original owner, Carmelito V. Roy, pursuant to an
Assignment of Mark dated 24 October 2011;

“i2.  Opposer has used its marks in commerce and has acquired a considerable
and valuable goodwill and wide-scale recognition for its trademarks. The public
has come to associate the opposer’s trademarks with oppose and opposer’s
herbicides and related goods. Opposer’s trademarks have acquired distinctiveness;

“13,  Opposer’s registrations are prima f{acie proof of ownership and use of the
mark from the original date of filing of the application and of the exclusive right
to use the registered mark in commerce;

“14.  Respondent-applicant’s trademark SHELTER 2, 4-D ESTER is identical
to the trademark SHELL'TER 2, 4-D of the opposer and is likely, when applied to
the identical goods of the respondent-applicant to cause confusion or to cause
mistake or (o deceive;

“]S.  On the other hand, respondent-applicant has appropriated the opposer’s
trademark SHELL 2, 4-D ESTER and SHELL 2, 4-D ESTER & Logo in its



entirety, and has vatied {rom opposer’s mark by merely substituting the last letter
‘L’ for the letter ‘I’ and adding the letters ‘ER’;

“16.  Consumers hearing the respondent-applicant’s mark will likely confuse it
with the opposer’s SHELL and SHELTER trademarks

XXX

“24.  Respondent-applicant has not acquired a lawful right of ownership in the
SHELTER trademark;

“25.  Ifrespondent-applicant has advised the Bureau of Trademarks of its status,
registration would have been refused;

“26.  Clearly, respondent-applicant procured approval of its application for
registration by fraud on the Bureau of Trademarks;

“27. It is also apt to underscore the respondent-applicant’s mark comprises of
the terms SHELTER 2, 4-D ESTER, 2,4-D ESTER’ is a generic term and as
such, does not add distinctiveness to respondent-applicant’s entire SHELTER 2,
4-D ESTER mark;

“28.  The term 2, 4-D’ is actually 2-4-Dichlorophenoxyacetic acid which is
common systematic pesticide/herbicide used in control of broadleaf weeds. It is
the most widely used herbicide in the world,

“29. 2, 4-D ESTER’ is one of the two major formulations of the 2,4-D
herbicides. The term 2,4-D ESTER is the chemical name or the most common
name for this herbicide product;

“30.  Clearly then, the 24-D ESTER element in respondent-applicant’s
trademark is unregistrable under Section 123.1 (h) of Republic Act No. 8293
which prohibits the registration of marks that are generic for the goods they seek
to identify and Section 123.1 91) which prohibits the registration of marks that
have become customary or usual to designate the goods or services in everyday
language or in bona fide and established trade practice.

XXX

“37.  In March 2005, respondent-applicant approached opposer with a proposal
to use the trademark SHELL 2, 4-D ESTER for a fee. The initial proposal of
respondent-applicant was followed by intense negotiations that culminated inte a
Memorandum of Agreement being entered into by the hercin parties on 23 May
2005;

"38. Under the said Memorandum of Agreement, opposer gave respondent-
applicant the right to use the trademark SHELL 2, 4-D ESTER f{or three
consecutive years from the date of the signing of the Memorandum of Agreement.
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