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DECISION

MEGA LIFESCIENCES PTY. LIMITED ! (“Complainant”), filed a complaint against .
INTERNATIONAL APEX MACEUTICALS, INC.2 {*Respondent’} for -Trademerk
Infringement, Unfair Competition and Damages on 11 Novemibet' 2011,

Complainant alleges, among others, the following:

"6, By virtue of Certificate of Product Registration No. DR - XY28739 issued by
the Bureau of Food and Druge on Septémber 1d, Mmﬁ&mﬁm&me.m
distributor and importer, complainant's mwmmmm&wﬁh -
mark Acnetrex was first used in Februsiry 2004,

"7. Complainant iz the owner of Acnetrex and Acnefrex 10 tre
Registration Noea. 4-2007-014040 and 4-2005-002571 issued by the
Property Office. Registration No. &m&lm;snbout_w mmﬁgmﬁﬂm&&_

hmheenmadaoenim&ﬁprﬂiﬁ 2006,
subsisting.

8. lsomﬁnoinmamucnphondmgﬂm:minnmpow&;@mof
Vitamin A prescribed by most dermatologist for the treat ﬂmm that
othmrwise could not be addressed with other milder form y : :
recommended if cysts mmtandwhgnthubady apaxt %hefwﬁia
affected. Isotretinoin has been regarded as revolutionary § ax it
scbaceous glands less productive, reducing the size of the »e gland
inflammation of the skin. It affecta the development of pimples. and biackhe
reduces the amount of the bacteria known &s propionibacteritun acnes.

"9, Acnetrex is an invented mark derived from combining ‘acne’ and 'trex’. "I‘mr:’r
in turn is a derivative of 'tretinoin’. There are several words selatinig to skin; which is
the organ of the human body directly affected by acne, that couki-be: Mw&h

! Fikiping with business address st 3-A Genersl Maxilom Avanue, 6000 Cebu City, Cebu.
' ? Filipino with business address at mmmmmmemmy Ttm(ﬁty



‘trex’ to come out with a trademark for any tretinoin-based pha 1 S
indicatad for the treetment of acne. Complainant chose Acmietrex; a eombmation of

‘acre’ and ‘rex’ to identify and by which it could market ite prodact. K had the mark

ghred and established a market for said preduct in the Philippities by reason. of the
nétion of the mark Acnetrex.

"10. Complainant first markcted in September 2005 and maﬁmm to mariet its
inotretomoin product in white rectsng: : : ’gﬁl '
piviant's Acnetrex 10 trmmk appeara “below the generic m m
enclosed i a rectangular frame, xx

"11. Sometime in July 2007, complainant was informed by the
healtheare representatives of Metro and on the basis of § ' |
directory, MIMS 3rd Issue 2007, that Apex was sellirig and di bﬁtmg 10 g w
capsule forms of isotretinoin under the brandname Acutrex. dr.l
application for, or certificate of, trademar¥ registration has
by Apex for its Acutrex brand,

"12. Apex's Acutrex product is likewise packaged in pink redtangulas packages
of 30 soft gel capsules. xoxx

"13. Of the numercus word associated with acne or the human skin that are -
available to respondent by which, in combination with 'trex’ it cotld come out with a
trademerk for its own isotretinoin-based pharmaceutical product for the. treatment of
severe acne, respondent deliberately chose the root word 'acy’, whith is s¢ s
acm!‘ Mmmandaumﬂy and combined it with ‘trex’ to coie up with Avittres

lemurk for its product. This is a classic case of trademark fnfringenment and W

"14. Thus, complainant, through the undersigned counsel, sent e letter dated.
August 28, 2008, demanding, among others, that respondent coasé desist fromt
us:mﬂeumﬁmrﬁapmdum,rmﬂaﬂAcutrexpmdﬁctthﬂhadk mmg
sold in the markst, and exscute an undertaking not to use compluinant's-tre :
and design or any colorable imitation thereof. However, respondent wigeatly and
wantonly disregarded complainant's valid and lawful demands.

"15. To date, respondent continues to use the Acutrex brand amd sell its

products in packaging materials that infringe and unfairly compete mthmmplainanfa
trademark, to the great damage, and Mudiumwﬁnﬂmmm
Further, Amtrestnlladmﬁsedmthemu?thmofmms

“First Caose of Aetion
"Complainant repleads the foregoing and further states;

"16. Section 155 of the IP Code grants the following rights in favor of the owner
of a registered mark, thus:

XXX

*17. Complainant's registered mark is composed of two. dimm,m (11 ‘.
the word Acne; md(ﬁ]mesuﬁxmftmuﬁﬁkembenmm,, RINANL'S:
Acristrex trade box is white and rectangular, &smmmdmm«mafﬂéw&:gel
capsules,




mark . The package in whjch respomident’s Acutrex products are sold hkmu&ﬁams
30 soft gel capsules and a combination of white and pitk colors with fading. effects
which easily may be mistaken for complainant's products,

"19. Likewise, the confusing similarity betweanthemwksm =)
effort to deliberately imitate complainent's merk and
uninistakebly clear in the former's promotional materials which surely ﬁ'
imitate complainant's marks. xxx

20. Quite clearly, respondent not only copied amd cohrgbly roitated
mmmanrs registered mark, but lkewige reproduced ond uysed such imitations in
commerce in connection with the sale, offering for sale, distribution or a&wm‘ﬁmaﬁtx
goodsor in connection which such use is likely to caizse confusion or i BEONgE,
or to-deceive , the public. Such act of reapondent were carried outwmmcmt
of, or authuriiy from, complainant, thus making respondent Bahle for tradernrk

infringement.

"21. Bmd onﬂwefote@mg,actaoftrademarkmﬁum
must be reco virificated. Respondent should thereiors
amount of PIOOOOGG(!& as and by way of nominal dameges atd m%aimd
comnmitting said act.

"Second Cause of Action
*Complainant repleads the foregoing and further states:

*22. Furthermore, by appropriating complsinent's trademark eand
imitating complainant's tradebox by whieh complainant has been  duing
through the. years, respondent committed scts, corstituting unfeir .competition
proscribed not only under Article 28 of the Civil Code, bt under Section 168 of the [P
Code as well, thus:

XXX

"23. Since complainant’s Acnetrex products first became. avsﬂab!%e in the market
in September 2005 , complainant has established a dak ! &
market and has, mgathermthtiwzmmr product Roast
pharmaceutical company, Roche, created the vital goodwill and
uying public to repose its trust on the revolutionary effects
undaubmdly entailed significant monetary investment, snong
complainant's Acnetrex, as well as its expertise in dealing with.
acquired goodwill and reputation that is valuable property right

*24. Respondent deceptively imitated complainant's brand, trademark and trade
box to stir great confusion among the conspming public , par iy aince
Awmmwmemmmmmm&ﬁwmbﬁm
the other by the doctors, pharmacists and patients alike. In fact, & mt has &
the occasion to clarify with its customers thatres nt’ammpwductsmm.
way related to Acnetrex. For causing dsmage 0 cmmmf!@odwm,amm
property right protected agginst invasion by unfair competition, respondent should b
nndemdmpaywmphmam&mmntofmﬁouoeommmdby,-mef i




damasges and enjoined from committing the said act.

"Third Cause of Action

*Complainant repleads the foregoing and further atatss:

"25. By way of example or correction for the public go
promoting respect for the intellectual property rights of the comy
mey bé similarly situsted, and to prevent others from’ cont
committed by respondent, respondent should be assessed ut |
exemiplary damages.

"Fourth Canse of Action
“Complainant repleads the foregoing and further states:

"26. On the account of willful and deliberate mm of mﬁpﬁnﬂam to mpect_' .

of
undersigned counsel and institute the instant nompinintw
ﬂnmtrmesafﬂuicmmmphumntexpamwer
P500,000.00 and litigation éxpenses of not less than P100,000.00.

'mm Bureau issued a Notice to Answer. On 06 January 2009, Respondent

g, among others, the following Affirmative Defenses, to wit:
A. Complainant lacks parmonali

"12. Complainent's ssif-serving averment is that it ia the fegistered
Acpetrex and Acnetrex 10 trademarks under Registration Nos. 4+ 14040 amd 4-
2005002571 issued by the Intzllectusl Property Office. It admitted, however, that the
owner of the CPR issued by the BFAD for Actietrex is a ceriain compeny called Metyo
Drug, Inc., which also marketed and sold the 10 mg soft gel capsule since September
2005,

“13. Complainant therefore is not the proper party-in-intereat to. file this action
a3 the CPR for the brand names Acnetrex and Acnetrex 10 is the name: . mua'.fm.

and not that of Complainant's. As merket authorization remains with
it-iismelatterwhichsmdsferwhichmsyc}ﬁim,mbeinjuxedmmpu;
trademnark infringement in so far as the drug product is concerned. As
expeetedthattheremaetandm‘dundermhngﬁnt}wpartﬁmmm‘ :
rights of the principal or trademark owner, Complaitan; W'-;?etxt onvenie
omits to attache acopyofﬁmdimibumhipﬁwmm’ﬁ

Metro Drug, to avoid scrutiny perhaps?

“14. Likewise, notable is the fact that if Metro Drug is not authorized mm
Distrfiutorship Agreement to institute this action befors the Intellectial Property Office,
then it should have been instituted in the name of MEGA NUTRACEUTICALS LiD.
which is clearly the name and style under which it has registered itself before the. '
msmmmofmmmsunmmm

*15. Thus, it i8 unavoidable that this action must be dismissed as it has been




mpmper}ymmtedbyanenutymtauﬂwmdmdow With the involvement of un.
improper perty, there is no basis for this action to proceed until this materin defect is°
cured.

reproduction, counterfeit, camfmooim-able imitation of, nor does i
mark 'ACNETREX'. Neither is there any confusing similarity betwesi:
that would cause, or 1 be likely to cause, mistake or deception on the
public.

k.4 X X

*22. xxx [Thhe case ath&ndcallafortheapph%ﬁmzafthetutaﬁ@rulﬁw
holistic test. Complainant's mere perception thaf the two brand.
'ACNETREX' and Awmmt'msdmtkﬁmmtamn&fwﬂ}ingn 1
infringement or unfair competition case.

"23. Additionally, even a siim possihility thatthemnwmmgpuhﬁcarmhaaer
would be confused or mistaken in choosing 'ACUTREX" -over {ETE undikely
considéring that the antibiotic drug ‘Isotretinoin’ that both brs iz
mmm drug and, thus, could not be chapemed‘ with o ‘other
fpat:eutwiﬁmutﬂmmqummmztmpmacnpmfmmam [OLieT.

"24. This peculiar characteristic of being &
those readily available over-the-counter that may ]
anyohe even without medics! prescriptions was Hkewis
Supreme Court in the Ethepa case, to wit:

X X X

aremtavaiﬁahiemtbetrmdechanmla avaﬂmioibythe COE
through its distributors {inégpmdem _cenﬁmmdm) and f

speuﬁeany prescribe ACUTRES (
mmmm\\dthotherdmmrswhnwmdpmwme%&e
even otier competing brands such as [SOTREX and ROACCHTS

*26. Incidentally, ACUTREX, ACNETREX and ROACCUT&NE
gtlcapsuh&mkagadasmmm%‘ Ag much, it is po -
camphinant to claim thet : its trade box for ACNE‘[‘RE@ saplainiat
does not have a monopoly ofm&ﬁmm lepackagmg happmsmhathewﬁt
logical and practical way to packsge the product.

“27. More importantly, the enactment into law of the Geperits Act compl
eliminates any possibility of confuzion e:therbythedmtm‘ the. i i .
consuming public. All doctors, whether in the public or pﬁmrm *W
under the Generics Act to use generic terminology or generic names ¥ i
related to purchasing, prescribing, dispensing and administering o .




ficines.

"28. Under the afore-cited law, even If the pharmacist misreads the pa
brand name preacribed by the doctor with bad handwriting, the phamacmia ta e
law to inform the buyer of any and all other products having the same- ‘generic name
together with their corresponding prices.

"28.1. Aside from the brand names, the more important factor that is made
svailable to the buyer in exercising his option is the price. The law has provided
safeguards againgt the likelhood of confusion among the velevant public {buyers,
doctors, mirges, pharmacists, ¢tc.)

*28.2. The purchaser of the drug and medicines, under the. Qenerice Act, as
amended by RA, 5302 is not the 'completely uawary
intelligent buyer who can consciously and deliberately dis ' N
among the choices presented to him by the pharmacist, Both the: &ndﬂzg
buyer, therefiire, perféem very deliberate acts mmmm '
confusion. A rigorous compliance of the law is expiocted from tﬁa pmm
otherwise, a violation thereof may result in the imposition of and
administrative sanctions.

"29. Given the foregoing circumstances, complainant must be aware that it has
to deploy medical sales representatives in most hospitals and: clifice to#
that.the brand nemes. of its products are specifically written ouit along with the g
name. There is, absolutely no room for confusion among the docters.’

*30. Under the misplaced assumption that there is here infifugeme
tradunark wmp@::ant went on o harp on, ymt another unfounded mp&m ﬂmﬁ“
n the:

goodwill over it and that respondent's selling.and distriby £
is an act calelated to produce confusion and, hence, constity

"31. Aa defined, 'unfair competition' is the employment of deception, other
MEanEs COMNYary to goodfmthbywhlchapemnslmﬂpmoﬂ'ﬂlaﬁo«eﬂs
by him or in which he deals, or his business, or services, for thoss of wx -
already established goodwill for his similar goods, business or services, or any am
caiculated to produce the same result.

X X X

“34, If anything, the Complaint only serves to clarify the fact that there is no
trademark infringement due to the differences pointed out mummmam_
printed words on the trade box, the color and the ; e of the tade
iteelf and the promotional materials of the two com: ' ;
promotional material highlights affordability of the product while
complainant's pmmumﬂmproductasﬁmlastopmnﬁrm )
sﬁdmmnﬁdmgmtltnsamscﬁpﬂwmcgmmm'
must necessarily fail.

"35, Succinctly, there is here no room to even

purchaser/patient already wary of his dermatological problem and

‘ that the
written medical prescription would mlymmdmmmmmwmm




buying, 'ACUTREX as 'ACNETREX' or vice-versa, Hence, in the abaence of
plausible probability that the deception or confusion is litely to arise, even the
ideaof'ACUTREX‘ pa.ssmga&as ACNETREX Mmmesand spossibility and therefore

*36. Additionally, even a slim possibility thit the consuming public or
purchaser would be confused or mistaken in choosing 'ACUTREX' over 'ACNETREX' is
unkkely considering that the antibiotic drug Tsotretingin’ that both brands carry is
categorized &8 prescriptive dmg ONLY. This prescnpﬁon drug is patient-gpecific in the
sense that the dose of Isotrétinoin a patient receives is dependent on his hody weight
and the severity of hias condition. As such, it could mﬁ&ﬁapmm with Iﬂ:ﬁw
purchaser/patient without the requisite writtan pr ‘
practiioner or skin specialist.

On 12 January 2009, Complainant filed a Reply. Respondent filed its R
raary 2006. On 13 January 2009, the Notice of Pre-Trial Conference v

te was issued by this Buresu. Complainant filed its Pre-Trial Brief
2009 while Respondent filed its Pre-Trial Brief on 16 February 2009. Upon the
of both parties, the case was referred to Mediation. It was later on referred
Bureau for Failure of Mediation. On 06 July 2009, Complainant filed a M]
of & Writ of Preliminary injunction. Respondent filed its Comment/Opposi
for Tssuance of a Writ of Preliminary Injunction. A Reply, Rejoinder and Sur-
filed therets. During the hearing on the application for issuance of a writ of préi
injunction,: Complainant presented four witness, namely, Dr. 5: ﬁintanma S
Eubanas, Mr. Brandomir Montiel, Ms. Michelle Roseil, Mr, Chy
Cielito Lazana-Bella who identified various documentary eviderice.
1tsms&taﬁonofewdcnoe it was directed to fle its formal offer of ¢
2009, Complainant filed its Offer of Documenitary and Object Eviderics:
following exhibits:

Exhibit "A" to "A-4-a" - Judicial Affidavit of Dr. Gina Anlxrmna Sm iage Fubanas;
Exhibit "B" to B-2" - Curriculum Vitae of Dr. Gina Antos ) Bubanas;
Exhibit "C" to "C-2-a" - Judicial Affidavit of Mr. Brando
Exhibit "D" - Small leave-behind folder of Acutrex;
Exhibit "E" to "E-2-a" - Judicial Affidavit of Ms. Michelle Rosell;
Exhibit "F” to "F-3" - Judicial Affidavit of Mr, Chiri:
Exhibit "G" to *G-1" - Promotional material (folder) of 7
Exbibit "H" - Box of Acutrex;

Exhibit "I" - Promotional material {folder) of Acnetrex;

Exhibit “J" - Bex of Acnetrex;

Exhibit "K" to "K-3" - Judicial Affidavit of Ms. Cielito Lazena- Bella;

Exhibit "L" - Dummy prescription for Acutrex which is the Certificate of Consent form
for Acutrex; _

Exhibit "M" - Mercury Drugstore Official receipt for Agnetrex instead a_mtrm and
Exthibit "N” to "N-3" - Acnetrex product together with the box and produét informatior
sheet, dispensed by the pharmacist of Mercury Drugtore.

On 10 August 2009, Respondent filed its Comment-Opposition to the offer of document
anid. object svidence and Complainant filed its Reply, Theréafter, the offer cfdomm
object evidence was admitted by this Bureau.




On the part of Respondent, it presented two witness in support of its oppisit o
prayer for issuance of a preliminary infunction, namely, Dr. Ma. Lourdes De\myraand Mr.
Jonds A. Depalac who identified various documentary evidence. After the presentation ufim
evidénce, Respondent filed its Formal Offer of Evidenice on 07 December 2009 which ¢onsists
of the following exhibits:

Exhibit "1" to "1-a" - Affidavit of Dr. Ma. Lourdes De Veyra (In Hew 'of Direct
Testimony}; '
Exhibit "2* - Curriculum Vitae of Dr. Ma. Lourdes De
Exhibit "3" - Certificate of membership from the 7 .
Exhibit "4” - Certificate from the Philippine Board of teido
Exhibit "5" - Certificate from Philippine Dermatological Sur.éety,
Extiibit "6" - Certificate from the Faculty of Medicine,
University, Bangkok, Thailand;

Extibit *7" - Certificete from the Professional Regulation
Medicine;

Exhibit "8" - Diploma (M.D.) from the West Visayan
Exhibit 9" - Affidavit of Jonas A. Depalac {In lieu of I
Exhibit "10"- Answer to Question 11 in the Judicial Al

 Complainant filed its Comment to the formal offer was filed by Respondent. or
2009, After which, this Bureau admitted Respondent's Formal Offer of
Wmmmepmsmmmmmmmm Netno]
Januery 2010, the parties filed their respective Memorzndum. A Re t
unmdm'mmd also. On 07 July 2010, this Bmmu msuad Orml% 2910-&6 nyin

s a;pphmuan fﬁr isspance of & pr _uam ihr" L

and 19 mg:stzmo mspacﬁmly In the meantime, Com ; te
witnm Ms. M&. kam Escano who identifisd :{mtary w&dm alw_

: to”D-ES"whichwwnamvaﬁousSmmtsﬁfw i
mwmmrmMan&Smemwamdm
Ms. Me. Flores Escano. An Omnibus Comment-Opposition was filed by Re
; %16 and Complahlantﬂledakeplythmﬁo On 26 Noventher 2
ed - nant's Offer of Bvidence. The hearing continued os.
ent's.evidlence on 24 February 2011. On 28 Febmmy 2011, &
; ftion and M:mm stating that 1twi§1mlmwmndu &
After résting ite case , Respond
mnfm@onzsmmmu adoptmgthaeudem&h
bythsmdﬁrmgmehmgontbemﬁmﬁmm
adchhon&ﬁgreﬁ Exhibit "11" which is the Affidavit of Jonas A. D
it filed its Comment on 15 April 2011. On 28 April huresd
_s:meammmmmepmwmwmz 5
ay 3011, Complainent filed its Memorandum. Hefice, the case is now sk
regolution,
~ The main issue in this case is whether Respondent is Hable for trader
infringement and/or unfair competition.

. bl angg“ e e
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Section 155. 1 of Republic Act No. 8293 otherwise kniown asg the Int
Code of the Philippines ("IP Code") provides:

Section 155, Remedies; Infringement. - Any person who shall, without the comsent of
the owner of the registered mark:

155.1. Use in commerce any reproduction, counterfeit, copy, mw«b@:le imiitation of 8
registered tark or the same container or a dominant featre the =
the sale, offering for sale, digtribution, advertising of -
mmmﬁqmnmywmwtthesmc
conméction with which such use is likely to cavse cof
deceive; or

155.2. Reproduce, connterfeit, copy or calambiy mnma
featare thereof and apply such reproduction, UL

laheia, signs, p:mtsa packages, wrappers, re

usﬁig’ﬁmmﬁingmg miaterial,
In Prosource International, Inc. v. Horphag Research Management SA3, the Supreme
Court enumerated the elements of infringetnent under the P Code to wit:

1) The trademark being infringed is registered in the ettire
Office; however, in infringement of trade name, mesmmmdﬁotbe'

{2) The trademark or trade name is reproduced, countetfeited, copied; or
colorably imitated by the infringer;

connection with such gmda Buamsa or senrices,

{4)The use or application of the infringing mark or trade name is wm: :

causecmﬂasmnormht&keortodeodvepumhasmwmhmmmtﬁ%

service themeelves or as to the source or originof such goods or servic
the idlentity of such business; and

¥ G.R. No. 186673 November 23, 2009.

BE
%




{5} It is without the consent of the trademark or trade namne owner or the
assigtiee thereof,

In trademark infringement, the existence of trademark
element. It is undisputed that Complainant has an registratic
ACNETREX 10 under Registration No. 4-2007-014040 issmd-‘an Eéay

"medical preparations coninining Isotretinoin as active ingree
used for human consumption.” On the other hand, ACUTRE
product of Respandent.

The element of "likelihood of confusion" is the gravamen of the offense.¢ The
a cgyse for infringement ia predicated upon colorable imitation. The phrage
imitation” dmﬁeaaucha“closeoringemmmumasmbecaimﬂatedwm"
persoms, o ' - ‘ r gt
anchatmumaaapmd:ﬁmusualbrgim andtoaenaehimtgpmﬂimtmm&-.
osing it to be the other ™ Thus, in order to determine colorable imitation, mw
“t6 compare the marks of the partiea which are herein reproduced:

Compilainant's Mark Respondent's Mark

Confusion is likely in this instance because of the resemblance of the
trademarks. Both marks contain contain almost the melmamptmelmw
"E* in Complainant's mark ACNETREX which was omitted in Respondent's mark
replaced With letter "U” to form the mark acumzx They mnmk'a : namamzm
“TREX" s0 much so that there are no appreciable disg ' " 5

nid the likelihood of confusing one for the other, Tr
mwmption of the eyes, but aEso to appeal to the oth -
hearing. Thits, when one talles about the Complainant’s '
thuean what reverberates is the sound made in prono
ractical mphcamdwlmm une Pronounces the Respmdmt‘

e at this Office, it is- anly Cum;ﬂainant who has
Wﬁwugmmnﬁtﬁemrkmmm up to the |

on  tretincin-based product uses the word "fretinoin” in combination
*GLUTA TRETINOIN” and “TRETINOIN DERM A"

* Philip Morris, Jnc. v. Fortune Tobaceo Corporation, G.R. No. 158589, June 27, 2006
¥ Btayha AG v, Director of Pasente, G.R. No. L-205635. March 31, 1946,




Confusion cannot be avoided by merely adding, removing er
registered mark. Confusing similerity exists when there is such a.
j n a8 to be calculated to deceive ordinary persons, or such reseink
as wdmvcordhmrypumhawastocausehlmtommmem g
othert. Colorable imitation does ndt mean such similitude au" Hunts to i

&admrkwﬁ&denamemtbﬁﬁ&tdﬂaeommmkarmdﬁm‘
presentation or in their essential, substantive and d:sunm%parbs aa wolild ]
or confuse persons in the ordinary course of purchasing the genuine article”,

In this case, the parties presented conflicting testim
confusion that thcir gimilar marks may cause on the pu i
ﬁms@wmcmpmmmmeuadammﬁm bt
created confusion because when the witness presented a Patient
phermacy assistant in Mercury Drug, it was given an ACW
hand, Respondent's witness testified that when he ap d a pharmacy
another Mereury Drug branch, he was told that they do not sell ACU'I‘REJ{ 80
there could not be confusion created as ACUTREX is not available in Mereusy D
Bureau cannot give weight or credence to thease testimonies as they are seli-s
pharmacy assistants did not testify on this matter and therefore the testime
wittiesses regarding the alleged confusion or non-confusion are mere hearsay..

Succinetly, the determination of whether the Responﬂmt’a use of the m
ikely to cauac confusion, mmtalme or deception has to 1

mﬁkelyfﬂmpubhctommzrﬁtmtake bé c¢onfused or

It must be emphasized that the determinative factor in a contest invelvmg tmd&@xk .
registration is not whether the challenged mark would acte iz S
of the purchasers but whether the use of such markwﬁilikeiymseﬂmf nor
the part of the buying public. To constitute an infringement of an existing tradems
mdwr&ntadenmlofmapphcaﬁmfwregmﬂnﬁon,timiawdmmme
competing trademarks must be so jdentical as to produce actual mwwwske itm:mlﬂ
sufficient, for purposes of the law, that the similarity between the:m abels. is su
thereiaaposa@:ﬁtyorhheﬁhmd of the purchaser of the clder brand mmstaking th
braxd for it.* The likebhood of confusion would subsist not only on the. purchaser’s
perception of goods but on the mginsthermfashelébythe%;au"”. Court?:

held time and again thet in cases ofgtavedmhtbemaﬁ
has nothing to lose and everything to gain and one who b
achieved favour with the public, any doubt should be resolved 4
much as the field from which he can select a desirable trademark to m&uateftﬁ eoﬁgin f his

product is cbviously a large one.10

6 See Societs Des Produits Nestle, S.A v. Court of Appeals, G.R. No.112012, 4 Apr. 2001, 336 SCRA 207, 217.
7 Sex Emerald Garment Mamfacuiring Corp. v, Court of Appeals. G R, No. 100098, 29 Dee. 1995,

8 See American ire and Cable Co. v. Direcior of Paients et al., G.R. No. L-26557, 18 Feb. 1970,

¥ Sve Canverve Rubber-Corporation v. Universal Rubber Producls, Inc., et al, G R. No. L-27906, 08 Jan. 1987,
H o Pt Monste Corporaion ef. of. v. Court of Appeals, GR No. 78325, 25 Jan, 1990,



_Aptly, the function of a trademark is to point out distinctly the origin or

ads to which it is affixed; to secure to him, who has tieen mstrumental in
e tarket a superior article of merchandise, the fruit of his industry and sidll; 4

yuﬁﬁnthaxtheyarepmmumgthﬂgenumeamde to prevent frand and |

protect the menufacturer againgt substitution and sale of an infésior and dif

his product.” The Respondent's mark did not satisfy this function test.”

As to the {ssue on unfair competition allegedly committed by Respondént
of the IP Code states:

Section 168, Unfair Competition, Rights, Regulaﬂoumdﬁemea‘i&s - lﬁlgﬁmm
who has identified in the mind of the public the goods he mgmufactt _ , his
bummmmu&mmuf&m-s,whethwmnata_;i tere

has a property right in the goodwill of the gaid goods, business or

which will be protected in the same manner as other property rights.

168.2, Any person who shaill employ deception or any other means contrary to: g
by which he shall pass off the goods manufactured by him or in which he deals,
bmm,wmhrﬂmmofmememvmgmbhmdmmwwwho_ [
comimit any acts caloulated to produce said result, shall be gailty of unfair competition;
and shall be subject to an action therefor.

168.3. In particular, mdwﬂhomlﬂmywayﬁmmngthzmufmagﬂﬂst
unfair competition, the foltowing shall bie deemed guilty of unfair
(a) Any person, who is selling his goods and gives them the gener :
of another manufacturer or dealer, either as to the goods themselves: mins
mmmmchtheymmmnﬁ or the devices or wonds the '_myﬂ'ﬁ!ﬁ?
featiire of their appearance, which would be likely to influence :
ﬂmguodseff‘em&arethomofammufm«zmor&eﬂer, other than
anivifacturer or dealer, or who otherwise clothes the goods with such appearsnce:
dmwﬂwpublmmﬂdefmﬂmofmxi@tmeuﬁc,ﬂrmy,,
ofsmhgﬂudsmmyagaﬁofmyvendormagedmsdﬁngmchm%..._
purpose;
(b) Any person who by any artifice, or device, or who emglqys any ofl
calculated to induce the false belief that sach person is offirinig the services of
who has identified such services in the mind of the public;or
(c) Any person who shafl make any false statement in the course of tade or
conmmit ay other act contrary to good faith of a nature calentated to discred
business or services of another,

168.4. The remedies provided by Sections 156, 157 and 161 shall apply miitatis

mutandis,

The essential elements of an action for unfair competition are (1} cnntuang iy
the general appearance of the goods and {2) intent to deceive the public
pcﬁtﬁr The confusing similarity may or may not maulfs frtan imilarity
iy result from other external factors in the pack - Oi* preset




A perusal of evidence submitted, it is found that Re
petition also. Aside from the cenfusing similarity of the

‘ent:aatﬁempﬁngtonde the gnudwﬂlafComplainﬁﬁf -
dmm the pﬁhﬁemd defraud the competitor. Complainant 1uass pire

1 pon-Ovt Biavper, Inc. ¥5. Sebwani, Inc., G R. No. 179127, 24 December 2008.
12 g\ perior Commercial Bnterprise, Inc. ve. Kiunnan Enterprize Lud, R No. 169974, April 20, 2010.



nparing the promotional materials, there is
ationial materials of Complainant, Of all th ors av
: et, it chose pink which is the color used by Comy
. mﬂ prwmuﬁanal material which is also present in Comp
strongly indicatés an intent to pass its goods as that of
sharlket smm: 2005 and which already gained loyalty and ¥
, prachhcnem as well gs the public aspecially thostc mth acny
arrange of images in the promotional materials, i.e: : with
ear g.on the inside of the material in complainant’s folder appam in
on of Respondent‘s material. However, these ‘changes does not avoid a1
competition.

Considering the ﬁndmg of trademark infri
Cmﬁplmnam is enhﬂed to an award of damages, -

committed ;u_h,y Rcspondmt and its deliberate. mtcn.t t6-engage & unfiir o
prope; the Gomplammt be awarﬂﬁd also axemplaxy; damages Article. 22

.--ﬁaegatfvc in twe to curh snmally delctcrious action."13 -1
compelled r:;shtute this case to protect its ﬁghtzs, under Article 2208(

1. Immediately cease and desist using the mark AC
signage, website and any other materials, whether electro

2, Immediately cease and desist from using all promot
Complainant.

3. To.pay Complainant as follows:

{Php200,000, 00;, and, |
c. Attarniey’s fees and cost of litigation in the amount of TmHundmd Th

(Php200,000.00).

H w0 Burger, inc. V5. Sehwani, Inc., G.R No. 179127, 24 December 2008.




s AR

All_signage, brochures and other materials used by Resp
trademark infringement and unfair compétition are hereby ordered cotide

SOORPERED.
02 December 2015, Taguig City.
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