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For the Director:
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MUHLE GMBH & CO. KG, } IPC NO. 14-2011-00562
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}
-versus- } Opposition to:
} App.Serial No. 4-2011-008525
RISHI N MIRANI, } Date Filed: 21 July 2011
Respondent-Applicant. } TM: “MUHLE GLASSHUTE”
}
K >4 Decision No. 2016- _
DECISION

MUHLE GMBH & CO. KG ! (“Opposer”), filed an opposition to Trademark Application Serial No. 4-
2011-008525. The application, filed by RISHI N MIRANI? (“Respondent-Applicant”), covers the mark
“MUHLE GLASSHUTE” for use on "jewelry, watches, precious metals, precious stones, horological and
chronometric instruments”, under Class 14 of the International Classification of Goods. 3

The Opposer alleges the following:

“6. The trademark MUHLE GLASSHUTE being applied for by respondent-applicant is
confusingly similar with Opposer's trademark MUHLE such that, when applied to or used in connection
with the goods of respondent-applicant, will most likely cause confusion, mistake and deception on the
part of the purchasing public.

“7. The registration of the trademark MUHLE GLASSHUTE in the name of respondent-applicant
will violate Sec. 123.1 (e) of Republic Act No. 8293, otherwise known as the Intellectual Property Code of
the Philippines.

“8. Likewise, under the Intellectual Property Code of the Philippines, the owner of a well-known
mark that us 'not registered in the Philippines’ has the legal standing and right to oppose the registration of a
mark that is 'identical' or 'confusingly similar' to its unregistered well-known mark. Sec. 131.3 of the
Intellectual Property Code of the Philippines provides:

X X X
“9, Opposer’s mark MUHLE qualifies as a 'well-known' mark under the criteria laid down in Rule

102 of the Rules and Regulations on Trademark, Service Marks, Trade Names and Marked or Stamped
Containers (‘Trademark Regulations'), implementing the Intellectual Property Code of the Philippines.

“12. The registration of the trademark MUHLE GLASSHUTE in the name of respondent-applicant
will also be in violation of the treaty obligations of the Philippines under the Paris Convention for the

! A corporation organized and existing under the laws Germany, with office address at Altenberger Strafie 35, D-01768 Glasshiite, Germany.

2 A Filipino resident with address at Kampri Bldg. 2254 Don Chino Roces Avenue, Makati City

*The Nice Classification is a classification of goods and services for the purpose of registering trademarks and service marks based on a multilateral
treaty administered by the World Intellectual Property Organization. This treaty is called the Nice Agreement Concerning the International Classification
of Goods and Services for the Purposes of Registration of Marks concluded in 1957.
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Nonetheless, even if Opposer’s mark is not a well —known mark in the Philippines and
internationally, still, Respondent-Applicant’s mark cannot be registered pursuant Section 165 of the
IP Code which provides:

Sec. 165. Trade Names or Business Names. -
X X X

165.2. (a) Notwithstanding any laws or regulations providing for any obligation to register trade names, such names
shall be protected, even prior to or without registration, against any unlawful act committed by third parties.

(b) In particular, any subsequent use of the trade name by a third party, whether as a trade name or a mark or collective mark, or
any such use of a similar trade name or mark, likely to mislead the public, shall be deemed unlawful.

The word "MUHLE" in Respondent-Applicant's trademark is Opposer's trade name since 1869,
It is also used as a trade name of its licensee, Miihle-Glasshiite naustische Instrumente und
Feinmechanik, which is engaged in the sale and distribution of watches, since 1996. Thus, the
registration of the Respondent-Applicant’s MUHLE GLASSHUTE mark, which is confusingly similar
to Opposer’s trade name, adopted and used prior its application, is contrary to the provisions of the
[P Code and is damaging and prejudicial to the best interest of the Opposer.

Furthermore, it is worth to note that registration of a mark is based on ownership. While
Republic Act No. 8293 espouses the first-to-file rule as stated under Sec. 123.1(d) which means that
the registration of a mark is prevented with the filing of an earlier application for registration. This
must not, however, be interpreted to mean that ownership should be based upon an earlier filing
date. While RA 8293 removed the previous requirement of proof of actual use prior to the filing of an
application for registration of a mark, proof of prior and continuous use is necessary to establish
ownership of a mark. Such ownership constitutes sufficient evidence to oppose the registration of a
mark.S :

In E.Y. Industrial Sales, Inc. et. Al. v. Shendar Electricity and Machinery Co. Ltd., the Supreme
Court held:

Sec. 134 of the IP Code provides that any person who believes that he would be damaged by the
registration of a mark x x x may file an opposition to the application. The term any person encompasses the
true owner of the mark, the prior and continuous user.

Notably, the Court has ruled that the prior and continuous use of a mark may even overcome the
presumptive ownership of the registrant and be held as the owner of the mark. As aptly stated by the Court
in Shangri-la International Hotel Management, Ltd. v. Developers Group of Companies, Inc.:

Registration, without more, does not confer upon the registrant an absolute right
to the registered mark. The certificate of registration is merely a prima facie proof that the
registrant is the owner of the registered mark or trade name. Evidence of prior and
continuous use of the mark or trade name by another can overcome the presumptive
ownership of the registrant and may very well entitle the former to be declared owner
in an appropriate case.

XX XX
Ownership of a mark or trade name may be acquired not necessarily by

registration but by adoption and use in trade or commerce. As between actual use of a
mark without registration, and registration of the mark without actual use thereof, the

5 Supra.






