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GREETINGS:

Please be informed that Decision No. 2016 - dated February 16, 2016 (copy
enclosed) was promulgated in the above entitled case.

Taguig City, February 16, 2016.

For the Director:

Atty.
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ROOSEVELT CHEMICAL, INC,, IPC No. 14-2013-00190
Petitioner,
Petition for Cancellation
-Versus- Registration No. 4-2010-007646
Date Issued: 22 July 2011
LINDSAY KAREN DY,

Respondent-Registrant. Trademark: “LOTUS"”
X === X Decision No. 2016- _
DECISION

Roosevelt Chemical, Inc.! (“Petitioner”) filed a petition to cancel Trademark
Registration No. 4-2010-007646. The registration issued on 22 July 2011 to Lindsay
Karen Dy? (“Respondent-Registrant”) covers the mark “LOTUS" for use on "spray
paints”under Class 02 of the International Classification of Goods.>

According to the Petitioner, it started operations in 1976 in Roosevelt Ave.,
SFDM, Quezon City, where it derived its name. The company’s former president,
Vicente Sy Seng Ho, initially manufactured and sold solvent products, then paint,
which gave birth to the "LOTUS"” product line. The same was later followed by other
brands like “TRITON"”, "ROSCO” and “ACRILUX". As early as 14 January 1977, Sy
filed with the then Philippine Patent Office ("PPQO") an application for registration of
the mark “LOTUS"” for paints and solvents, which was granted on 12 May 1978 under
Certificate of Registration No. 25864. Through inadvertence, he failed to file the
pertinent Affidavit of Use although he did not stop using the said mark. He then filed
for re-registration and was issued Certificate of Registration No. 39142 on 01 June
1988. He thereafter converted his sole proprietorship into Roosevelt Chemical, Inc..
Again, he inadvertently failed to renew his registration, causing the same to be
cancelled. The Petitioner filed Application No. 4-2013-002874 for the same mark.

In support of its petition, the Petitioner submitted the following as evidence:*

=

copy of Certificate if Registration No. 4-2010-007646;
2. copies of Certificate of Registration No. 39142 and the appurtenant Affidavits

of Use;

'A company duly organized and existing under the laws of the Philippines, with business address at 73 F.
Mariano Avenue, Bo., Dela Paz, 1600 Pasig City.
2 An individual with address at 1210 Severino Reyes St., Sta. Cruz, Manila.
3 The Nice Classification is a classification of goods and services for the purpose of registering trademark and
services marks, based on the multilateral treaty administered by the World Intellectual Property Organization.
The treaty is called the Nice Agreement Concerning the International Classification of Goods and Services for the
Purpose of the Registration of Marks concluded in 1957.
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3. copies of Certificate of Registration No. SR-7254 and the appurtenant Affidavit
of Use;

its Articles of Incorporation;

copy of Trademark Application No. 4-2013-002874;

labels of its "LOTUS” products; and

copies of sakes invoices, sample color charts, signages, advertising mockup,
calendar and packing lists with shipment wayhbill.

Nownhk

The Respondent-Registrant submitted its Answer on 08 July 2013 alleging,
among others, that is has been using the mark “LOTUS” for hardware and home
improvements products since 2000. On 20 October 2005, she registered the said
mark for goods under Classes 08, 20 and 21. Then on 15 July 2010, she applied for
registration the same mark for goods under Class 02, which was granted on 22 July
2011,

The Respondent-Registrant denies knowledge of the Petitioner’s use of the
“"LOTUS” mark. She contends that Registration Nos. 25864 and SR-7254 are not
registered in the Petitioner’'s name but to one Vicente Sy Seng Ho. She contends that
Sy’s registration cannot inure benefit to the Petitioner as a corporation has a
personality separate and distinct from that of its officers and stockholders. She
moreover denies that the competing marks are confusingly similar.

The Respondent-Registrant’s evidence consists of:’

copies of trademark registrations and Declaration of Actual Use ("DAU");
copy of the photo of her products;

copies of the logo design comparison of the competing marks;

photo of the actual spray paint;

copies of the DAUs for "LOTUS"; and

copies of delivery receipts.

ok

Pursuant to Office Order No. 154, s. 2010, the Hearing Officer referred the
case to mediation. This Bureau’s Alternative Dispute Resolution Services, |.../ever,
submitted a report that the parties refused to mediate. Accordingly, a Preliminary
Conference was conducted and upon termination thereof, the Hearing Officer
dit 7 1the parties to submit their respective position papers. Both parties - 1 their
position papers and the case was deemed submitted for resolution.

Essentially, the issue to be resolved is whether Registration No. 4-2010-
007646 should be cancelled. '
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3. Members may make registrability depend on use. However, actual use
of a trademark shall not be a condition for filing an application for
registration. An application shall not be refused solely on the ground
that intended use has not taken place before the expiry of a period of
three years from the date of application.

4. The nature of the goods or services to which a trademark is to be
applied shall in no case form an obstacle to registration of the
trademark.

5. Members shall publish each trademark either before it is registered or
promptly after it is registered and shall afford a reasonable opportunity
for petitions to cancel the registration. In addition, Members may
afford an opportunity for the registration of a trademark to be opposed.

Further, Article 16 (1) of the TRIPS Agreement states:

1. The owner of a registered trademark shall have the exclusive right to
prevent all third parties not having the owner’s consent from using in
the course of trade identical or similar signs for goods or services which
are identical or similar to those in respect of which the trademark is
registered where such use would result in a likelihood of confusion. In
case of the use of an identical sign for identical goods or services, a
likelihood of confusion shall be presumed. The rights described above
shall not prejudice any existing prior rights, not shall they affect the
possibility of Members making rights available on the basis of use.

Significantly, Section 121.1 of the IP Code adopted the definition of the mark
under the old Law on Trademarks (Rep. Act No. 166), to wit:

"121.1.'Mark’ means any visible sign capable of distinguishing the
goods (trademark) or services (service mark) f an enterprise and shall
include a stamped or marked container of goods; (Sec. 38, R.A. No. 166a)”

Section 122 of the IP Code states:

'Sec. 122, How Marks are Acquired. — The rights in a mark shall be acquired
through registration made validly in accordance with the provisions of this
law. (Sec. 2-A, R.A. No. 166a)”

There is nothing in Section 122 which says that registration confers ownership
of the mark. What the provision speaks of is that the rights in a mark sh: be
acquired through registration, which must be made validly in accordance with the
provisions of the law

Corollarily, it is provided in Section 138 of the IP Code that:






Therefore, the prima facie validity of Registration No. 4-2010-007646 has
been successfully attacked by Petitioner warranting the cancellation thereof. The
Respondent-Registrant’s earliest registration of the “LOTUS” mark under Certificate
of Registration No. 4-2002-009519 was issued only 20 November 2005 (Exhibit “1").
Her allegation that she has been using the said mark since 2000 is unsupported by
evidence and therefore, self-serving. Although the Petitioner only applied for
registration of the mark "LOTUS” in 2013, it was able to prove that it was in actual
use of the said mark way before the said period. The quotation for the “Lotus Color
Card” showing that the same was signed in conformity by the Petitioner dates way
back 13 January 1997. Also, the sales invoices for its “"LOTUS” products were issued
as early as 11 June 2002 (Exhibit “"H"” to “H-14"). This is further corroborated by the
price quotation of the color chart job issued by Centrum Charts Corp. on 22 July
2002 (Exhibit “I-5").

The intellectual property system was established to recognize creativity and
give incentives to innovations. Similarly, the trademark registration system seeks to
reward entrepreneurs and individuals who through their own innovations were able
to distinguish their goods or services by a visible sign that distinctly points out the
origin and ownership of such goods or services. To allow Respondent-Registrant to
maintain its registration will trademark registration simply a contest as to who files
an application first with the Office.

WHEREFORE, premises considered, the instant petition for cancellation is
hereby GRANTED. Let the filewrapper of Trademark Registration No. 4-2010-
007646 be returned, together with a copy of this Decision, to the Bureau of
Trademarks for information and appropriate action.

SO ORDERED.

Taguig City, 16 February 2016.

ATTY. REVALO

Bureau of Legal Aff: s



