





mark over the registered mark PEARL WHITE & DEVICE of the
Respondent.  That Petitioner is damaged by the registration of
Respondent’s mark. That Petitioner, pursuant to section 151 of the
Intellectual Property Code has within five (5) years from Registration of
Respondent’s mark file a petition for cancellation.

“II. ~ Respondent’s prima facie ownership of the mark PEARL WHITE
& DEVICE has been overcome by Petitioner’s prior, actual and
continuous commercial use of the mark.

“III.  Petitioner has likewise obtained an exclusive right to the use of
the mark PEARLIE WHITE by virtue of acquisitive prescription.

“IV. Petitioner’s mark has a protected goodwill over Respondent’s
mark.

“V.  Petitioner’s mark is well-known internationally and in the
Philippines and has acquired distinctiveness that requires protection

Petitioner relies on the following facts:

“1. Petitioner manufactures and sells goods as cosmetics oral care
products in Class 3 under the trademark PEARLIE WHITE. It exports
and sells its products to the Philippines, Brunei, Cambodia, Indonesia,
Malaysia, Myanmar, Nepal, Seychelles, Singapore, Taiwan and Vietnam,
Hongkong, Kuwait, Laos, New Zealand, Australia, Barain, Switzerland,
China, Egypt, European Union, Korea, Oman, Russian Federation,
Turkey and United States of America.

“2. Petitioner has been exporting its products and in continuous
commercial use of its trademark PEARLIE WHITE in the Philippines as
early as January 2002 through its distributor Philippine International
Commercial Corporation as evidenced by the following:

a. Non-disclosure Confidentiality Agreement, dated 1 January 2002
with Petitioner’s distributor Philippines Brands International
Commercial Corporation which attest that PEARLIE WHITE Oral
Care products were already being marketed and supplied in the
Philippines in year 2002.

b. Sales Reports of Brar *- Inter “ional Commercial Corporation for
sales of PEARLIE WHITE products in the Philippines for the years
2003 to 2009.

c. Report of purchases by Brands International Commercial Corporation
of PEARLIE WHITE Oral Care products for the year 2003 to 2005.
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Sales invoices for the purchase of PEARLIE WHITE Oral Care
products from the petitioner to Brands International Commercial
Corporation from 2004-2009.

Product Information Sheets of PEARLIE WHITE Oral Care Products
supplied by petitioner to its Philippine distributor in its
correspondence, dated 18 September 2003.

Correspondence between Ms. Daisy Yu, Category Manager of
Watsons with Brands International Commercial Corporation in 2007
confirming PEARLIE WHITE Oral Care products to be sold at
Watson Outlets in the Philippines.

. Overall Export Pricelist for 2007 and 2008 showing the PEARLIE
WHITE Oral Care Products being sold by Brands International
Commercial Corporation in the Philippines.

. Corlison Credit Note J2007 dated 31 December 2007 to Brands

International ~Commercial  Corporation for SD$16,800.00,
representing 10% advertising and promotion support based on 2007
sales of SD$168,002.00 of PEARLIE WHITE Oral Care products and
Watsons HWB Awards 2007, featuring PEARLIE WHITE Oral Care
Products and Export Price List for Brands International Philippines.

Terms and Conditions for the year 2008 for new PEARLIE WHITE
Oral Care products listed with Chain Outlets such as
Shopwise/Rustans, SM Hypermarket, SM Supermarket and Watsons.

Brands International Commercial Corporation letter, dated 20 August
2008, providing a summary report of all deductions made by Watsons
for the period 1 January to 12 August 2008 for PEARLIE WHITE
Oral Care products.

. Pictures of PEARLIE WHITE Oral Care display at the 96" Philippine
Dental Association Convention & Scientific Meeting & Exhibition
held in 2004 where the products were sold to dentists.

Articles on PEARLIE WHITE Oral Care products found on the
Watson website in 2008.

. Reports of Brands International Commercial Corporation on various
consumer promotions with Watsons in 2007.

. E-mail of herein petitioner dated 11 March 2008, funding support and
sample support for the 100" Philippine Dental Association Exhibition
in 2008.



o. E-mails of Brands International Corporation in 2008, attaching
advertising contracts, dated 5 March 2008, for PEARLIE WHITE
Oral Care products and signed Philippine Dental Association
Application/Contract Confirmation for Booth Reservation dated 17
March 2008, with official receipts.

p. E-mails dated 9 July 2008 from Watsons buyer and confirmation
dated 14 July 2008 regarding participation in the Watsons August
theme promotion.

q. Letter of Brands International Commercial Corporation dated 20
August 2008, showing sales of consumer price-off promotion of
PEARLIE WHITE Oral Care products sold in Watsons for the period
December 2007 to January 2008.

“3. On 8 January 2010, petitioner lodged a trademark application
under Class 3 which was docketed as follows:

Application No. :4-2010-000291
Filing Date : 8 January 2010
Mark : PEARLIE WHITE (Class 3)

Description of Goods : Cosmetics oral care products

“4. On 20 May 2010, the esteemed examiner in-charge issued a
registrability report stating that the petitioner’s trademark cannot be
registered because it nearly resembles the following marks with earlier
filing date or priority date, pursuant to Section 123.1 (d) (ii) of the
Intellectual Property Code. xxx

“8. Petitioner’s PEARLIE WHITE oral care products have been sold
in the Philippine market since 2002 through petitioner’s local distributor
Brand International Commercial Corporation. In fact, it has through its
local distributor, entered into contracts with the Philippine Dental
Association, Watsons, SM and other retailers in order to enhance the
distribution and sale of said products since 2003. To date, products sold
under PEARLIE WHITE continue to obtain popularity in the local
market through the local distributors and retailers. In consideration
thereof, the products under the PEARLIE WHITE has obtained goodwill
and business so identified with it through its prolonged commercial use
of said mark in the Philippines, and irrespective of the filing of any
trademark application, petitioner is entitled to protection afforded by the
[P Code under Section 168.1.

“9. On 12 August 2010, the esteemed examiner issued an office
action designated as Paper No. 5, stating:

‘The issue on the petitioner’s mark nearly resembles a registered mark (PEARL
WHITE & DEVICE Reg. No. 4-2008-002158, issued on 11 August 2008) with



an earlier filing date and the resemblance is likely to deceive or cause
confusion; hence proscribed under Sec. 123.1 (d) of RA. 8293 is hereby
reiterated because the examiner is not convinced of the reasoning of the
applicant. A slight difference in the spelling of the mark is so miniscule as to
remove it from causing confusion as to source and origin. Moreover, both
marks cover similar goods. This is without prejudice of filing cancellation of
the applicant against the cited mark.’

“10.  On 5 October 2010, petitioner requested for extension of time to
file its response to the office action, designated as Paper No. 5. Said
request for extension until 9 December 2010 was granted by the
esteemed examiner.

“Il.  On 30 November 2010, petitioner requested for suspension of
action on its trademark application for PEARLIE WHITE, and paid for
the prescribed fee, because it is intended to file a petition for cancellation
of the cited mark PEARL WHITE & DEVICE Reg. No. 4-2008-002158.

“12. On 5 January 2011, the esteemed examiner granted the request for
the suspension of action by petitioner, and issued a Provisional
Allowance pursuant to Rule 618 of the Trademarks Regulation.
Petitioner was given twelve months or until 9 December 2011 to submit
the required response to Paper No. 5 pending resolution of the petition
for cancellation to be filed by it with the Bureau of Legal Affairs. Xxx”

To support its petition, the Petitioner submitted as evidence the following: Non-
disclosure Confidentiality Agreements; Sales Reports of Brands International; Reports of
Purchases of Brands International Commercial Corporation; Sales invoices; Product
Information Sheets; Correspondence between Daisy Yu and Watsons dated 2007; Export
Price lists; Terms and Conditions for oral products; photographs of PEARLIE WHITE
products; Articles of PEARLIE WHITE products; various e-mails on advertising,
funding, participation at promotional activities; copy of Petitioner’s trademark
application for PEARLIE WHITE; print-out of trademark details of Respondent; copy of
Declaration of Actual Use filed Respondent.*

This Bureau served upon the Respondent-Registrant a “Notice to Answer” on 31
January 2012 but the same was not received by Respondent-Applicant because she
already transferred as attested to by the process server in his Affidavit of Personal Service
dated 9 February 2012.

The records show that the Respondent-Registrant filed her application for the
trademark PEARL WHITE AND DEVICE on 28 February 2008 for goods under classes
3, 5 and 30 and on 11 August 2008, Certificate of Registration No. 4-2008-002158 was
issued. The Petitioner’s goods, namely “cosmetics oral care products” are similar and/or
closely related to those covered by the Respondent-Registrant’s trademark registration,
which flow through the same channels of trade.

* Exhibits "A" to "J" inclusive of submarkings









