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GA MODEFINE S.A.,
Opposer,

IPC No. 14-2015-00369
Opposition to:
Applin. Serial No. 4-2006-007634

-versus- Date Filed: 14 July 2006

MARILOU O. CHUA,
Respondent-Applicant.
X X

TM: HARMAN JEANS & DEVICE

NOTICE OF DECISION

ORTEGA DEL CASTILLO BACORRO
ODULIO CALMA & CARBONELL
Counsel for Opposer

No. 140 L.P. Leviste Street,
Legaspi Village, Makati City

USTINA FRANCISCO
Respondent- Applicant’'s Agent
1515 Union Street, Paco
Manila

GREETINGS:

Please be informed that Decision No. 2016 - dated 23 December 2016
(copy enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 06 January 2017.
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significance (Co Tiong Sa vs. Director of Patents, 95 Phil. 1 citing Nims, The Law of
Unfair Competition and Trademarks, 4th ed., vol. 2, pp. 678-679). xxx

The following random list of confusingly similar sounds in the matter of trademarks,
culled from Nims, Unfair Competition and Trade Marks, 1947, vol. 1, will reinforce our
view that "SALONPAS" and "LIONPAS" are confusingly similar in sound: "Gold Dust"
and "Gold Drop"; "Jantzen" and "Jazz-Sea"; "Silver Flash" and "Supper-Flash";
"Cascarete" and "Celborite"; "Celluloid" and "Cellonite"; "Chartreuse" and "Charseurs";
"Cutex" and "Cuticlean"; "Hebe" and "Meje"; "Kotex" and "Femetex"; "Zuso" and "Hoo
Hoo". Leon Amdur, in his book "TradeMark Law and Practice", pp. 419-421, cites, as
coming within the purview of the idem sonans rule, "Yusea" and "U-C-A", "Steinway
Pianos" and "Steinberg Pianos", and "Seven-Up" and "Lemon-Up". In Co Tiong vs.
Director of Patents, this Court unequivocally said that "Celdura" and "Cordura" are
confusingly similar in sound; this Court held in Sapolin Co. vs. Balmaceda, 67 Phil. 795
that the name "Lusolin" is an infringement of the trademark "Sapolin", as the sound of
the two names is almost the same.

In the case at bar, "SALONPAS" and "LIONPAS", when spoken, sound very much alike.
Similarity of sound is sufficient ground for this Court to rule that the two marks are
confusingly similar when applied to merchandise of the same descriptive properties (see
Celanese Corporation of America vs. E. I. Du Pont, 154 F. 2d. 146, 148).

The records show that when the Respondent-Applicant filed her application on 14
July 2006, the Opposer already had existing registrations for the trademarks® namely:
GIORGIO ARMANI under Certificate of Registration No. 38154 issued on 12 February
1988 covering goods under Class 25, namely: “clothing articles for men and women, in
particular suits, and dresses, jackets, cloaks, coats, overcoats, trousers, talleurs,
waistcoats, manties, skirts, shirts, scarves, foulards, ties, neckerchiefs, belts and
footwear”. EMPORIO ARMANI under Reg. No. 59454 for goods in Class 25, namely:
“underwear, hoisery, petticoats, night gowns, pajamas, pullovers, dressing gowns,
bathrobes, gloves, cardigans, hats, caps, ties, foulards, scarves, sweaters, socks,
stockings, trousersa, skirts, jackets, jerkins, shirts, vests, jumpers, shorts, t-shirts, __.ties,
sweat shirts, suits and dresses, overcoats, cloaks, etc.” ; ARMANI EXCHANGE under
Reg. No. 4-1997-120653 issued on 24 August 2003 for goods under Class 25, namely:
“underwear ... jeans, pants, bermuda shorts etc.”; A/’X ARMANI EXCHANGE under
Reg. No. 4-2001-006864 for good under Class 25, namely: “clothing...shirts, t-shirts,
sweat pants, half length pants, pullovers, jeans..etc ” The Respondent-Applicant uses her
mark on goods under Class 25, that are similar or closely related to the Opposer’s,

Succinctly, because the Respondent-Applicant uses her mark on goods that are
similar or closely related to the Opposer's it is likely that the consumers will have the
impression that these goods originate from a single source or origin. The confusion or
mistake would subsist not only the purchaser's perception of goods but on the origin
thereof as held by the Supreme Court, to wit:

Callman notes two types of confusion. The first is the confusion of goods in
which event the ordinary prudent purchaser would be induced to purchase one
product in the belief that he was purchasing the other. In which case, defendant's
goods are then bought as the plaintiff's and the poorer quality of the former
reflects adversely on the plaintiff's reputation. The other is the confusion of

6 Exhibit “A”; Annex “A”-“E”






