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DECISION

MERCK KGAA.! (“Opposer”) filed an Opposition to Trademark Application
Serial No. 4-2013-005518. The application, filed by ATTY. AMBROSIO V. PADILLA III?
(“Respondent-App"-ant”) covers the mark NEURODIN for use on “pharmaceutical
products namely: vit....1in B-complex, which comprises the essential B vitamins needed for the
proper functioning of almost every process in the body” under Class 5 of the International
Classification of goods®

The Opposer alleges the following grounds:

“a. Respondent's ‘NEURODIN’ mark is confusingly similar with
Opposer's registered ‘'NEUROBION’ mark, covering the same or similar goods
and services.

“b. Because of the confusing similarity between the opposing marks,
Respondent's product maybe assumed to originate from Merck thereby
deceiving the public into believing that there is some connection between the
Respondent and the Opposer which, in fact, does not exist (confusion of
origin).

"c. Respondent's use of the 'NEURODIN’ mark, which is confusingly
similar to the Opposer's registered mark, blurs the distinctiveness of the
‘NEUROBION’ mark.

The Opposer’s evidence consists of the following:

1 A corporation duly organized and existing under the laws of the Germany with address at Frankfurter Strase 250 D-64293,

Darmstadt, Republic of Germany.

2 A Filipino citizen with address at Unit 1001, 88 Corporate Center, Sedeno corner Valero Streets, Salcedo Village, Makati City.

3 The Nice Classification is a classification of goods and services for the purpose of registering trademark and service marks, based
on the multilateral treaty administered by the World Intellectual Property Organization. The treaty is called the Nice Agreement
Concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks concluded in 1957.
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e essence of trademark registration is to give protection to the owners of
trad arks. The function of a trademark is to point out distinctly the origin or

ip of the goods to which it is affixed; to secure to him who has been
instrumental in bringing into the market a superior article of merchandise, the fruit of
his industry and skill; to assure the public that they are procuring the genuine article;
to prevent fraud and imposition; and to protect the manufacturer against substitution
and sale of an inferior and different article as his product.* Thus, Sec. 123.1 (d) of the IP
Code provides that a mark cannot be registered if it is identical with a registered mark
belonging to a diffr~>nt proprietor or a mark with an earlier filing or priority date, in
respect of the same oods or services or closely related goods or services or if it nearly
resembles such a mark as to be likely to deceive or cause confusion.

The records show that at the time the Respondent-Applicant filed its
application for the mark NEURODIN on 15 May 2013, the Opposer already has an
existing registration for the trademark NEUROBION issued on 24 February 1975, or 38
years earlier. Opposer's mark is used on "Pharmaceutical and Medicinal Preparations.
Especially Pharmaceutical Products Containing a Combination of the Neurotropic Vitamins
B1, B6 and B12" falling under Class 05, which is identical or closely related to the goods
upon which the Respondent's NEURODIN mark is being applied for namely,
“pharmaceutical products namely: vitamin B-complex, which comprises the essential B
vitamins needed for the proper functioning of almost every process in the body" also under
Class 05.

But are the mnark of the parties confusingly similar as to cause confusion,
mistake or deceptio on the part of the purchasers?

The marks or the parties are reproduced below:

Neurobion  Neurodin

Opposer's Marks Respondent-Applicant's Mark

It is very clear that both Opposer’s and Respondent’s marks contain the
identical prefix "NEURQO". The word "neuro" means nerve or the nervous system. The
prefix "neuro"is indicative of the pharmaceutical product which is used by Opposer,
that is, “neurotropic vitamins” which makes it a suggestive mark. Therefore its
distinctive mark is not in the prefix “neuro” but in the syllables or letters attached or
affixed to it. In Opposer's mark, the prefix "neuro" is followed by the letters "B-I-O-N"
while in Responde-*'s, it is followed by the letters "D-I-N". In coming up with his
mark, Respondent 1erely dropped the letters "B" and "O" in Opposer's mark and
replace it with lette D" to form his own mark "NEURODIN".

Confusion cannot be avoided by merely adding, removing or changing some
letters of a registered mark. Confusing similarity exists when there is such a close or

* Pribhdas J. Mirpuri v. Court of Appeals, G. R. No. 114508, 19 Nov. 1999.









