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Should the Respondent-Appli ter the mark XIOTAN PLUS?

Sec. 123.1 (d) of Republic Act No. 8293, also known as the Intellectual Property Code of the
Philippines ("IP Code") provides:

SECTION 123. Registrability. — 123.1. / cannot be registered if it:
X X X
d. Is identical with a registered mark be ; to a different proprietor or a mark with an earlier

filing or priority date, in respect of:
i. The same goods or services, or
ii. Closely related goods or services, or
iii. If it nearly resembles such a mark as to be likely to deceive or cause confusion;

The records of this case will show that at the time Respondent-Applicant filed its application
for registration of its mark XIOTAN PLUS on 15 January 2014, Opposer already has a pending
application for its mark DIOVAN & Device filed on 20 December 2013. Opposer's DIOVAN mark is
used on "pharmaceutical preparations for the treatment of and prevention of disorders of the nervous system,
the immune system, the cardiovascular system, the respiratory system, the musculoskeletal system, the
genitourinary system, for the treatment of inflammatory disorders, diabetes and metabolic diseases, for use in
dermatology, in oncology, in hematology, in transplantation, in ophthalmology, for use in the
gastroenterological area and in the prevention and treatment of ocular disorders and diseases, pharmaceutical
preparations for treating bacteria-based diseases, anti infective, anti-bacterial, antiviral, antibiotics, antifungal"
under Class 5 while that of Respondent-Applicant's XIOTAN PLUS mark is used for " Pharmaceutical
preparations for cardiovascular system" under Class 5 also. It appears that Respondent-Applicant's
goods is covered by Opposer's goods and therefore, their goods are similar, closely related and
competing.

But, are the competing marks, shown below, resemble each other such that confusion or even
deception is likely to occur?

‘1'/ DIOVAN Xiotan Plus
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A practical approach to the problem of similarity or dissimilarity is to go into the whole of the
two trademark pictured in their manner of display. Inspection should be undertaken from the
viewpoint of the prospective buyer. The trademark complained of should be compared and
contrasted with the purchaser's memory (not in juxtaposition) of the trademark said to be infringed.
Some such factors as "sound; appearance; form, style, shape, size or format; color; ideas connoted by
marks; the meaning, spelling and pronunciation, of words used; and the setting in which the words






