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PEDIATRICA, INC.! (“Opposer”), filed an opposition to Trademark Application Serial No. 4-2014-
000170. The application, filed by SANOFI? (“Respondent-Applicant”), covers the mark “ERCEFLORA”
for use on "Pharmaceutical preparations for the treatment of gastro-intestinal diseases, dietetic supplements,
vitamins, food supplements, mineral and biological active supplements" under Class 05 of the International
Classification of Goods.3

The Opposer alleges the mark ERCEFLORA applied for by Respondent-Applicant so
resembles the its own trademark EQUIFLORA which was applied for registration with this Office on
26 November 2013 or prior to the filing of the application for the mark ERCEFLORA on 06 January
2014. According to Opposer, the mark ERCEFLORA will likely cause confusion, mistake and
deception on the part of the purchasing public, most especially considering that the opposed mark
ERCEFLORA is applied for the same class and goods as that of Opposer's trademark EQUIFLORA
which is under Class 05. As such the registration of the mark ERCEFLORA will violate Section 123.1
(d) of the IP Code. Opposer also claims that the use and registration of the mark ERCEFLORA will
diminish the distinctiveness of its mark EQUIFLORA.

The Opposer’s evidence consists of the following;

1. Print-out of the relevant page of E-gazette dated 27 January 2014.
2. Certified copy of the Trademark Application for the mark EQUIFLORA;

This Bureau issued on 06 March 2014 a Notice to Answer and served a copy thereof to the
Respondent-Applicant's counsel on 12 March 2014. After several motions for extension, Respondent-
Applicant filed the Answer on 04 July 2014. In its Answer, Respondent-Applicant alleges that the
mark ERCEFLORA should be allowed registration based on the decision of the Honorable Director

! A domestic corporation with address at 3/F Bonaventure Plaza, Ortigas Avenue, Greenhills, San Juan City.
? A corporation organized and existing under the laws France with address at 54 Rue La Boetie, 75008 Paris, France.

The Nice Classification is a classification of goods and services for the purpose of registering trademarks and service marks based on a multilateral
treaty administered by the World Intellectual Property Organization. This treaty is called the Nice Agreement Concerning the International Classification
of Goods and Services for the Purposes of Registration of Marks concluded in 1957.
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neral in IPC Case No. 4-2008-00083. According to Respondent-Applicant, the "first-to-file" rule
could not have been intended to justify the approval of an application simply because the applicant
was the first to file, regardless of whether the person or entity has superior right over the mark being
applied for. Respondent-Applicant claims that despite the earlier filing by Opposer of its mark
EQUIFLORA, it was first to adopt and use the mark here in the Philippines. Respondent-Applicant
also claims that it was first to register the mark ERCEFLORA although it was later on cancelled
because it inadvertently failed to file the Declaration of Actual Use .

Respondent-Applicant's evidence consists of the following:

Legalized Special Power of Attorney;

Copy of Certificate of Registration No. 4-2005-008082 issued on 25 June 2007;

Copies of advertisement of Respondent's ERCEFLORA product;

Declaration of Actual Use filed on 27 June 2008 for the mark ERCEFLORA under
Trademark Application Serial No. 4-2005-008082; and

5. Affidavit of Reynaldo Pineda.
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Pursuant to Office Order No. 154, s. 2010, the case was referred to the Alternative Dispute
Resolution ("ADR") Services for mediation on 07 August 2014. However, the parties failed to settle
their dispute. On 27 October 2016, the preliminary conference was terminated and the parties were
directed to submit position papers. On 11 November 2016, the parties filed their respective Position
Papers.

Should the Respondent-Applicant be allowed to register the mark ERCEFLORA?

Sec. 123.1 (d) of R.A. No. 8293, also known as the Intellectual Property Code of the
Philippines ("IP Code") provides:

SECTION 123. Registrability. — 123.1. A mark cannot be registered if it:
X X 3

d. Is identical with a registered mark belonging to a different proprietor or a mark with
an earlier filing or priority date, in respect of:
i. The same goods or services, or
ii. Closely related goods or services, or
iii. If it nearly resembles such a mark as to be likely to deceive or cause
confusion;

The marks of the parties are reproduced below:

EQUIFLORA ERCEFLORA

Opposer's Mark Respondent-Applicant's Mark
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