








The words BAO JI and the Chinese characters are distinguishing elements
of the ‘PO CHAI PILLS Marks’ which are both embodied prominently in
Respondent-Applicant’s ‘JIN LING BAO JI PILL Package Label’.

“19. In the instant case, Respondent-Applicant took Opposer’s
registered Chinese characters of the ‘PO CHAI PILL Marks’ and the
registered word mark ‘BAO JI’ (mandarin translation of PO CHAI) and
appropriated it as her own by incorporating these elements as the
dominant elements of her ‘JIN LING BAO JI PILL Package Label’.
Despite the peripheral differences, the trademarks of Opposer are the
dominant elements in Respondent-Applicant’s mark.  Undeniably,
Respondent-Applicant’s ‘JIN LING BAO JI PILL Package Label’ is a
colorable imitation of Opposer’s ‘PO CHAI PILLS Marks’.xxx

“21.  The words ‘BAO JI’ in Respondent-Applicant’s ‘JIN LING BAO
JI PILL Package Label’ constitutes a translation or transliteration of the
Chinese characters (‘PO CHAI’ in Cantonese) and such translation is
likewise proscribed under Section 123.1 (e) of the IP Code.

“22. It is important to note that there is a strong distinction between
written Chinese and spoken Chinese. The Chinese language comprises
many regional languages, the primary ones being Mandarin (Putonghua),
Wu (Shanghainese), Yue (Cantonese) and Min (Hokkien). These
languages are distinct in their spoken forms only, and the language when
written is common. Therefore even though China is home to hundreds of
relatively unique spoken languages, literate people are usually able to
communicate through written language effectively.

“23.  The Chinese characters which are prominent in Opposer’s goods
and registered as one of Opposer’s marks have different ways of being
spoken, Using latin (a.k.a. Roman) alphabets to write Chinese is called the
romanization of the Chinese language. (Chinese character) (pronounced
‘PO’ in Cantonese and ‘BAO’ in Mandarin) means ‘to help’. (Chinese
character) (pronounced ‘CHAI’ in Cantonese and ‘JI’ in Mandarin)
means to maintain.  (Chinese character) (pronounced ‘YUEN’ in
Cantonese and ‘WAN’ in Mandarin) means ‘pills’. Collectively, they
have no specific meaning. In fact, as above stated, Opposer has deemed it
necessary to obtain registrations covering the different Chinese
pronunciation by which ‘PO CHAI PILLS Marks’ is known.

1) PO CHAIPILLS;

2) PO CHAI PILLS IN CHINESE CHARACTER;

3) BAO JI WAN (Putonghua or Mandarin transliteration of PO
CHAI PILLS) ;

4) PO CHAI YUEN (Cantonese transliteration of PO CHAI
PILLS);

5) PUIJIPILLS;






“8. Respondent-Applicant herself has consistently sold and promoted
the JIN LING BAO JI PILL remedy in the Philippines as far back as the
year 1993. This is much evident from Respondent-Applicant’s duly
issued License to Operate. Sales invoices and Bills of Lading evincing
proof of the consistent sale and distribution in the Philippines of goods
bearing the BAO JI PILL mark since the year 1993 onwards. Xxx

“l1. Firstly, even a simple or cursory perusal of Respondent-
Applicant’s JIN LING BAO JI PILL Package Label Mark vis-a-vis
Opposer’s marks shows that they are not similar and/or identical. xxx

“12.  More importantly, aside from the glaring discrepancy in spelling of
the corresponding marks, the stylized representation used by the Opposer
and the Respondent-Applicant are extensively different from one another,
as shown by side by side comparison. Neither does the composite
designation BAO JI, otherwise referring to an industrial city in China
where Respondent-Applicant’s endorsed product was originally
manufactured, refers to the same meaning as Opposer’s PO CHAI, (that
allegedly translates to ‘help’ and ‘to maintain’). xxx

“22. Assuming arguendo that this is correct, Opposer admits that
Respondent-Applicant may not be prevented from the use thereof as these
are clearly terms that are generic descriptors of the endorsed Chinese
herbal pills that help maintain favorable gastric states. xxx

“23.  Opposer failed to prove that its ‘PO CHAI’ mark is famous in
accordance with Rule 102 of the Rules and Regulations on Trademarks,
Service marks, Tradenames, and Marked or Stamped Containers. xxx

“28. Opposer, on its own, forsake protection under the TRIPs
Agreement as well known mark by its bold declarations of use and
promotion of its PO CHALI registrations in the Philippine commerce only
just this 15 May 2009, long after Respodent-Applicant has established
market presence and heavily promoted its JIN LING BAO JI PILL
Package Label mark since 1993. In the Philippines, therefore, the relevant
public first knew and were benefited by the effects of JIN LING BAO JI
PILL’s herbal remedy long before Opposer first penetrated the Philippine
market.

The Respondent-Applicant submitted as evidence, the following:

1. Certificate of Business Name Registration issued by the Department of Trade
and Industry issued to Grace aka Lee Biao Ling Lee;

2. Special Power of Attorney dated 29 July 2009;

3. Authenticated copy of Exclusive Distributorship Agreement dated 2
December 2008;

4. Guangzhou Wanglaoji Company Profile;















