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NOTICE OF DECISION

BENGZON NEGRE UNTALAN
Counsel for Opposer

Second Floor, SEDCCO Building,
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FIRST IP CONSULTANCY & TECHNICAL
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Counsel for Respondent- Applicant

59 Giardini Street, L13 B152 Casa Milan Neopolitan V,
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Quezon City

GREETINGS:

Please be informed that Decision No. 2016 dated 23 December 2016
(copy enclosed) was promulgated in the above entifiea case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten {10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 06 January 2017.
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SAN MIGUEL PURE FOODS HPC NO. 14-2012-00564
COMPANY, INC,, }Opposition to:
Opposer, }
}Appln. Ser. No. 4-2012-008309
-Vversus- }Date Filed: 10 July 2012
}
KING SUE HAM & SAUSAGE CO., INC,, }Trademark: MALINAMHAM
Respondent-Applicant. }
X x }Decision No. 2016-
DECISION

SAN MIGUEL PURE FOODS COMPANY, INC. (Opposer),' filed an opposition
to Trademark Application Serial No. 4-2012-008309. The application, filed by KING
SUE HAM & SAUSAGE CO., INC. (Respondent-Applicant)’, covers the mark
“MALINAMHAM?”, for use on “frozen, refrigerated, preserved, canned, cooked, or pre-
cooked processed meat falling under Class 29 only: ham, sausages, salami, pepperoni,
bacon and meat loaf” under Class 29 of the International Classification of Goods®.

The Opposer based its opposition on Section 134 of Republic Act 8293, otherwise
known as the Intellectual Property Code of the Philippines ("IP Code") in relation to
Section 123.1 par. (d) and (j) because it believes that it will be damaged by the
registration of the Respondent-Applicant's mark. Section 123.1 (d) and (j) provides:

Sec. 123.1. Registrability. A a mark cannot be registered if it:

(d) is identical with a registered mark belonging to a different
proprietor or a mark with an earlier filing or priority date,
in respect of:

(1) the same goods or services; or
(ii)  closely related goods or services; or
(iii)  if it nearly resembles such a mark as to be
likely to deceive or cause confusion.
XXX

()] Consists exclusively of signs or of indications that may
serve in trade to designate the kind, quality, quantity, intended

' A domestic corporation with address at IMT Corporate Condominium, ADB Avenue, Ortigas Center,
Pasig City

% A domestic corporation with address at 402 Tandang Sora St., 1** Ave., Grace Park, Caloocan City, 1400
Metro Manila

3 The Nice Classification of Goods and Services is for registering trademarks and service marks based on
multilateral treaty administered by the WIPO, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registration of Marks concluded in 1957.
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purpose, value, geographical origin, time or production of the
goods or rendering of the services, or other characteristics of the
goods or services

The Opposer alleges, among other things, the following:

“21.  The mark 'Malinamham' nearly resembles 'Linam-ham’, because
they have the same aural/phonetic and visual similarities, as well as
commercial impressions. The phonetic similarity of the marks may
become the basis of finding of confusing similarity. Marks may sound the
same to the ear, even though they may be readily distinguishable to the
eye. XXX

“22.  Although the trademark has other features, the dominant portion
thereof is the term 'Linam-ham,' which in fact serves as the brand name of
its products. Under the Dominancy Test, which focuses on the similarity
of the main, prevalent or essential features of the competing trademarks
that might cause confusion arising from the adoption of the dominant
features of the registered mark, there is no doubt that the use and
registration of 'Malinamham' will cause confusion because it is similar to
the dominant portion of Opposer's trademark in terms of its aural, visual
and commercial impressions. xxx

“34, 'Malinamham' is a phonetic equivalent of 'malinamnam,’ which
translates to 'delicious’. As such, 'Malinamham' should not be registered
because it merely expresses a desirable quality or a characteristic of food
products. Pertinently, Respondent-Applicant's application for registration
refers to goods under Class 29 which consist of food items. The use of
the word 'Malinamham' describes the quality of the goods and in no way
distinguishes it from other goods belonging to the same class. xxx”

To support its opposition, the Opposer submitted as evidence the following:

1. Verification and Certification signed by Mr. Jose Gabriel S. Cruz;

2. Special Power of Attorney signed by Atty. Alexandra B. Trillana;

3. Special Power of Attorney Mr. Jose Gabriel S. Cruz;

4. Certified copy of Certificate of Registration No. 4-2011-501274 for the mark
“PUREFOODS STAR LINAM-HAM LABEL DESIGN” for “ham” under
Class 29;

5. Certified true copy of Trademark Application No. 4-2012-008309;

6. Affidavit of Mr. Jose Gabriel S. Cruz;

7. Copy of Articles of Incorporation of Purefoods-Hormel Company; and

8. Sample packaging of Linam-ham*

* Exhibits "A" to "J" inclusive of submarkings



The Respondent-Applicant filed its Answer on 21 May 2013, alleging among
other things, the following affirmative defenses:

“SENIOR REGISTRANT VS. SENIOR USER

“2. Undeniably, Opposer is the senior registrant for having obtained
trademark registration for its label design comprising of the words ‘Purefoods’
and ‘STAR’ in addition to ‘Linam-HAM’. But Opposer failed to establish that it
is a senior user in respect of the mark MALINAMHAM, which was used in
commerce by the applicant in 2009.

“3.  In the Affidavit of Mr. Jose Gabriel S. Cruz, the marketing manager who
managed the promotion of Purefoods Hormel products, he proferred that the
nationwide sales of Purefoods Star Linam-hams amounted to Php 22,150, 176 in
2012. As no other date earlier than 2012 was alleged and claimed by the Opposer,
it is a plausible presumption that the composite mark was actually used for the
first time in 2012.

“4, Respondent-Applicant actually sold its MALINAMHAM hams in 2009.
As proof of use, copies of sales invoices and official receipts are attached and
marked xxx”

“NO LIKELIHOOD OF CONFUSION OR DECEPTION x x x

“13. At a glance, the subject mark and the Opposer’s mark are not
identical nor confusingly similar, whether viewed using the holistic test or
the dominancy test.

“14. In view of the aural and visual impressions conveyed by the
features of the competing marks, an ordinary intelligent purchaser will not
be likely deceived that MALINAMHAM resembles Opposer’s registered
mark.

As per the Competing marks Actual Use in Commerce X X X

“16. At a glance, the two marks above will immediately convey to the
ordinary purchaser that the marks are not the same or confusingly similar.
XXX

“NO LIKELIHOOD OF CONFUSION AS TO SOURCE OR
AFFILIATION OF GOODS x xx

“21.  Although there is identity in goods in respect of the goods ‘ham’ it
is worthy to note that there is no identity and/or confusingly similarity
between the two marks. When there are differences in their respective
labels in relation to the good to which they are attached, an intelligent
purchaser will not be likely led to buy Respondent-Applicant’s ham
product believing that it is the Opposer’s ham product.



“22.  Looking back at table 2, there is not a single word in Opposer’s
composite label mark which matches Respondent-Applicant’s word mark.
Needless to say, MALINAMHAM is not the same as PUREFOODS
STAR LINAM-HAM’, compared one at a time as a whole.

“23.  Contrary to Opposer’s imagined ‘confusion of goods’, an ordinary
prudent purchaser will be able to distinguish the source and affiliation of
the ham he/she is purchasing because the affiliation of the goods is already
suggested/indicated in their actual labels, that is, ‘KING SUE’ for
Respondent-Applicant and PUREFOODS for Opposer.

“24.  As the one-word mark MALINAMHAM is clearly far different
from the composite mark PUREFOODS STAR LINAMHAM Label
Design, it is improper to raise confusion of goods as a valid ground to
preclude the registration of the subject mark. xxx

“RESPONDENT-APPLICANT’S USE AND APPLICATION FOR
REGISTRATION FOR THE MARK MALINAMHAM WAS DONE IN
GOOD FAITH

“27. Opposer asserts that it has developed goodwill and good business
reputation in the Philippines for over half a century (50 vyears).
Respondent-Applicant asserts that it has also painstakingly built its
goodwill and business reputation over 80 years, hence, it does not need to
ride on the name of or be falsely associated with the business of Opposer.
XXX

“MALINAMHAM IS NON-DESCRIPTIVE

“32. Malinamham is a coined mark consisting of the Tagalog word for
delicious, which is ‘malinamham’ and the flagship product of Respondent-
Applicant, which is ‘ham’. It is a unique, fanciful oneword mark which is
not found in English or Tagalog dictionaries.

“33. Respondent-Applicant believes that it is entitled to obtain
protection for the mark only because it is fanciful but because it was
already used in commerce before Opposer obtained registration for its
mark. xxx

“ESTOPPEL

“35. Opposer claims that the dominant portion of its composite mark is
‘Linam-ham’.

36.  However, in Opposer’s description of the mark contained in the
Certification of Registration, it was declared that the word STAR is the
dominant term. The Description of the Mark is quoted below:



‘A STYLIZED WORD °‘STAR DOMINANTLY WRITTEN ABOVE
THE TERM ‘LINAMHAM WITH A FANCIFUL REPRE 'NTATION
OF A SLICED HAM AND A SANDWICH xxx’

“37. Based from the Description, it is clear that Opposer has already
declared that the dominant portion of its composite mark is ‘STAR’ and
not ‘Linam-Ham’ as later alleged by the Opposer. Opposer is therefore
stopped to declare otherwise. xxx”

The Respondent-Applicant submitted as evidence, the following:

1. Sample sales invoices, official receipts issued by Respondent-Applicant;
2. Sample official receipts issued by Supplier; and

3. Sample product labels/packaging of “MALINAMHAM”®

The Preliminary Conference was terminated on 12 September 2013 were the
parties were directed to submit their position papers.

Should the Respondent-Applicant be allowed to register the trademark
MALINAMHAM?

Sec. 123.1. Registrability. A mark cannot be registered if it:

(d is identical with a registered mark belonging to a different
proprietor or a mark with an earlier filing or priority date, in respect of:

(i) the same goods or services; or
(ii) closely related goods or services; or
(iii) if it nearly resembles such a mark as to be likely

to deceive or cause confusion.

Records show that at the time Respondent-Applicant applied for registration of
the mark “MALINAMHAM?” the Opposer already registered the mark “PUREFOODS
STAR LINAM-HAM LABEL DESIGN” under Certificate of Registration No. 4-2011-
501274 for the goods, “ham”.® The goods covered by the Opposer’s trademark
registration are also under Class 29, same as indicated in the Respondent-Applicant’s
trademark application7.

But are the competing marks, depicted below closely resembling each other such
that confusion, even deception, is likely to occur?

5 Exhibits “17- “3” inclusive of submarkings
¢ Exhibit “D”
7 Exhibit “E”









