1w i v siwwsHA KABUSHIKI (also trading } IPC No. 14-2012-00313
As TOYOTA MOTOR CORP.), } Petition for Cancellation:
Petitioner, }
} Reg. No. 059854
-versus- } Date Issued: 31 January 1995
}
ANGELITA LIM (substituted by TONY LIM, } TM: LEXUS
\ssignee), }
Respondent-Registrant. }
X X
NOTICE OF DECISION
VIRGILAW (Virgilio M. Del Rosario & Partners)
Counsel for Petitioner
The Peak, Unit 602 L.P. Leviste Street,
Salcedo Village, Makati City
SANTOS PILAPIL & ASSOCIATES
Counsel for Respondent- Registrant
Suite 1209, Prestige Tower
Emerald Avenue, Ortigas Center, Pasig City
GREETINGS:
Please be informed that Decision No. 2016 - ~dated 15 December 2016

(copy enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 16 December 2016.
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Exhibit “D” - Certified copy of Certificate of Registration for the mark “LEXUS”
as Exhibit “D” in IPC No. 14-2012-00029;

Exhibit “E” -~ Certified copy of Certificate of Registration for the mark LEXUS as
Exhibit “E” in IPC No. 14-2012-00029;

Exhibit “F” - Certified copy of Certificate of Registration for the mark LEXUS as
Exhibit “F” in IPC No. 14-2012-00029;

Exhibits “G-1" to “G-168" - Printout of certificate of registrations for the mark
LEXUS mark issued by various jurisdiction;

Exhibit “G-19" - List of certificates mentioned in Exhibits “G-1" to “G-168";
Exhibit “H" - Certificate of registrations issued in South Korea Reg. No. 0204768;
Exhibit “I” - Certificate of registration issued in Israel Reg. No. 80635;

Exhibit “]” - Certificate of registration issued in India Reg. No. 523027;

Exhibit “K” - Certificate of registration issued in U.S.A. Reg. No. 1,574,718;
Exhibit “L” - Certificate of registration issued in Hong Kong Reg. No. 300975718;
Exhibit “M” - Certificate of registration issued in Saudi Arabia Reg. No. 1108180;
Exhibit “N” - Certificate of registration issued in Mexico Reg. No. 707597;
Exhibit “O” - Certificate of registration issued in Argentina Reg. No. 1914702;
Exhibits “P-1” to “P-10” - Printouts/representative sample of newspapers and
magazines published in 2009;

Exhibits “P-11” to “P-20” - Printouts/representative samples of newspapers
magazines published in 2010;

Exhibits “Q” to “S” - Certified copies of representatives samples of Trademark
Registrations in IPC No. 14-2012-00029; and

Exhibit “T” - Affidavit of Kasuhiro Nagashima.

On 17 August 2012, this Bureau issued a Notice to Answer. On 04 October 2012,
Respondent-Registrant filed his Verified Answer alleging his mark “LEXUS” was obtained in
good faith and his commercial use thereof was previous and not subsequent to the use of the
Petitioner in the Philippines. Further, Respondent-Registrant stated that the petition is
dismissible insofar as it invokes confusing similarity because Petitioner’s goods are in Class 12
of the International Classification of Goods and Services, hence no confusing similarity and/or
likelihood of confusion is not present.

Respondent-Registrant's evidence consists of the following:
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Exhibit “1” - Affidavit of Tony K. Lim;

Exhibit “2” - Copy of the Assignment of Trademark LEXUS executed by
ANGELINA LIM in favor of TONY K. LIM;

Exhibit “3” - Request for the recordal of Assignment of the mark LEXUS filed on
22 February 1997;

Exhibit “4” - Affidavit of Use / Non Use;

Exhibit “5” - Declaration of Actual Use;

Exhibit “6” - Declaration of Actual Use filed on 28 January 2011;

Exhibit “7” - Paper No. 3 mailed on 11 March 199%4;

Exhibit “8” - Response to Paper No. 3 received by the IPO on 17 March 1994; and
Exhibit “9” - Business Permit issued by the Office of the Mayor of Malabon.
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is the former who first filed an application for registration of the mark LEXUS. Petitioner filed
its application on 30 March 1990 while Respondent-Registrant filed its application on 02 July
1993. So between Petitioner and Respondent-Registrant, Petitioner was the first to use the mark
LEXUS.

Nonetheless, even if Petitioner was first to use the mark, a junior user may use a similar
trademark when used in connection with non-related or non-competing goods.

In Philippine Refining Co., Inc. vs. Ng Sam and The Director of Patents5, the Court ruled:

A rudimentary precept in trademark protection is that "the right to a trademark is a
limited one, in the sense that others may use the same mark on unrelated goods." 1 Thus, as
pronounced by the United States Supreme Court in the case of American Foundries vs. Robertson
2, "the mere fact that one person has adopted and used a trademark on his goods does not prevent
the adoption and use of the same trademark by others on articles of a different description.”

Such restricted right over a trademark is likewise reflected in our Trademark Law. Under
Section 4(d) of the law, registration of a trademark which so resembles another already registered
or in use should be denied, where to allow such registration could likely result in confusion,
mistake or deception to the consumers. Conversely, where no confusion is likely to arise, as in this
case, registration of a similar or even identical mark may be allowed.

In Faberge, Incorporated v. Intermediate Appellate Courts, the Supreme Court sustained the
Director of Patents which allowed the junior user to use the trademark of the senior user on the
ground that the briefs manufactured by the junior user, the product for which the trademark
“BRUTE” was sought to be registered, was unrelated and non-competing with the products of
the senior user consisting of after shave, lotion, shaving cream, deodorant, talcum powder and
toilet soap.

The above-cited rulings of the Supreme Court applies squarely to the instant
cancellation proceeding. Respondent-Registrant's LEXUS mark used on amplifier, tuner, sound
system under Class 9 is unrelated or non-competing to the motorcars, parts and accessories of
the Petitioner under Class 12. As such, the registration of the similar mark of Respondent-
Registrant used on unrelated goods was not prohibited.

Moreover, the likelihood of deception on the purchasing public is very remote. The
potential purchaser of Petitioner’s products luxury cars cannot be considered as the “completely
unwary consumer” but rather as the “ordinarily intelligent buyer” considering the type of
product involved’ and besides, the Petitioner’s and Respondent-Registrants’s products move
through different channels of trade which make possibility of deception or confusion even more
remote.

Accordingly, since the registration of Respondent-Registrant's LEXUS mark was made
in accordance with the Trademark Law, there is no reason or basis to cancel the registration.

> G.R. No. L-26676, July 30, 1982
®G.R. No. 71189. November 4, 1992. 215 SCRA 326
7 Emerald Garment Manufacturing Corporation v. Court of Appeals, 251 SCRA 600.






