vr wneww e~ HER PRODUCTS CO., INC. and IPC No. 4307

IP HOLL IGS LLC,
Petitioner, Petition for Cancellation of:

Reg. No. 59718

-vVersus- Date Issued: 10 January 1995

LENCO SALES, INC., TM: CANDIE'S

Respondent-Registrant.

X X

NOTICE OF DECISION

AGCAOILI AND ASSOCIATES
Counsel for Petitioner

7t Floor, Citibank Center
Paseo de Roxas, Makati City

O.M. MANAHAN AND ASSOCIATES
Counsel for Respondent- Registrant

Unit 709, 7t Floor Globe Telecom Plaza Il
Pioneer Street, Mandaluyong City

GREETINGS:

Please be informed that Decision No. 2016 - dated 16 December 2016
(copy enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten {10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 20 December 2016.

I
IPRS IV
Bureau of Legal Affairs

nes
] JFFICE
Intellectual Property Center # 28 1 cKinIeY Hill ToYvn Center, Fort Bonifacio,
Taguig Cit [dpo T
T: +632-23863 ail@ 1



oo AL, INC,, } IPC No. 14-2014-00001
Petitioner, } Petition for Cancellation of:
} Reg. No. 4-1980-043019
-versus- } Date Issued: 16 December 2005
}
EL GRECO LEATHER PRODUCTS CO., INC. and } TM: CANDIE’S
IP HOLDINGS LLC, }
Respondent-Registrant. }
X X
ZENCO SALES, INC., } IPC No. 14-2014-00002
Petitioner, } Petition for Cancellation of:
} Reg. No. 4-1981-043932
-versus- } Date Issued: 05 August 2004
}
EL GRECO LEATHER PRODUCTS CO., INC. and } TM: CANDIE'S
IP HOLDINGS LLC, }
Respondent-Registrant. }
X X
NOTICE OF DECISION
O.M. MANAHAN AND ASSOCIATES
Counsel for Petitioner
Unit 709, 7 Floor Globe Telecom Plaza |l
Pioneer Street, Mandaluyong City
AGCAOILI AND ASSOCIATES
Counsel for Respondent- Registrants
7t Floor, Citibank Center
Paseo de Roxas, Makati City
GREETINGS:
Please be informed that Decision No. 2016 - dated 16 December 2016

(copy enclosed) was promulgated in the above entitied case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days ofter receipt of the decision together with the payment of
applicable fees.

Taguig City, 20 December 2016
M,

IPRS IV
Bureau of Legal Affairs

Rej es
INTELI FFICE o
Intellectual Property Center # 28 Uppe :Kinley Hill Town Center, Fort Bonifacis
Taguig City 16 pophil.gov.ph

T: +632-2386300 e il@ipophil.gov.ph
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EL GRECO LEATHER PRODUCTS CO., INC. YIPC NO. 4307

And IP HOLDINGS LLC., }Cancellation of :
Petitioner, }Registration No. 59718
}Date of Reg.: 10 January 1995
-versus- } Trademark: CANDIE’S
)
ZENCO SALES, INC., }
Respondent. }
X X}
}
}
ZENCO SALES, INC,, } IPC NO. 14-2014-00001
Petitioner, }Cancellation of:
} Registration No. 4-1980-043019
-versus- } Date of Reg. 16 December 2005

+ Trademark: CANDIE’S
EL GRECO LEATHER PRODUCTS CO., INC. }

And IP HOLDINGS LLC., }
Respondent. }
X X}
}
ZENCO SALES, INC., } IPC NO. 14-2014-00002
Petitioner, }Cancellation of:
} Registration No. 4-1981-043932
-versus- } Date of Reg. 5 August 2004

} Trademark: CANDIE’S
EL GRECO LEATHER PRODUCTS CO., INC. }
And IP HOLDINGS LLC., }
X x}Decision No. 2016-

DECISION

IP HOLDINGS LLC (Petitioner)'and/EL GRECO LEATHER PRODUCTS
CO., INC. filed an Amended Petition for Cancellation of Registration No. 59718,
pursuant to Resolution No. 2008-09 dated 17 September 2008, which ordered the
Petitioner to file amend its Petition if necessary. The registration, in the name of
“TNCO SALES, INC,, (Respondent-Registrant)z, covers the mark “CANDIES”, for

" A limited liability company organized and existing under the laws of the State of Delaware, with address
at 103 Foulk Road, Wilmington, Delaware 19803

% A corporation organized and existing under the laws of the Philippines with address at 6™ Floor, King’s
Court Bldg., Pasong Tamo, Makati City

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
Intellectual Property Center # 28 Upper McKinley Road, McKinley Hill Town Center, Fort Bonifacic
Taguig City 1634 Philippines swy  .ipophil.gov.ph
T: +632-2386300 o F: +632-5539480 email@ipophil.gov.ph




use or13 “rubber shoes, sandals” under Class 25 of the International Classification of
Goods’.

Based on records, a Verified Petition for Cancellation and/or Compulsory
Assignment was filed by Petitioner on 1 July 1997. A Notice to Answer was issued and
in the meantime, the Respondent requested to be furnished copies of the verified petition
for cancellation. Order No. 97-572 dated 16 October 1997 granted Respondent’s request
and Order No. 97-545 dated 23 October 1997 required the Petitioner to furnish the
Respondent copies of the annexes of its petition. BPTTT Order No. 99-349 dated 7 July
1999 admitted the Respondent’s Motion to Admit Answer. The Notice of Pre-Trial dated
22 September 1999 set the pre-trial on 17 November 1999 at 2:00 pm. For failure of the
parties to appear, Order No. 99-625 dated 1 December 1999 was issued requiring the
parties to explain why the case should not be dismissed for failure to prosecute. Order
No. 2000-132 dated 16 February 2000 dismissed the case for failure to prosecute. A
Motion for Reconsideration of said order was filed on 9 March 2000. The Petitioner filed
a request for reconstitution of the records of the subject case as the same could no longer
be located. In said Resolution No. 2008-09 dated 17 September 2008, the Bureau
granted the Motion for Reconsideration of Order No. 2000-132, which dismissed the
petition for cancellation filed by EL GRECO LEATHER PRODUCTS CO., INC. against
ZENCO SALES, INC. for failure to prosecute. In said Resolution, the Petitioner was
allowed to amend its petition for cancellation, pursuant to Section 7 of Office Order No.
79, Series of 2005 and submit, as necessary, affidavits of witnesses, supporting
documents and evidences.

The Petitioner relied on the following grounds in support of its Amended Petition
for Cancellation dated 30 October 2008:

“A.  The registration of Respondent’s trademark was obtained fraudulently
and/or misrepresentation.

“B.  The Respondent does not have the right to register its trademark under
Section 4 (d) of Republic Act 166 and under Section 4 (d) Republic Act
166 and under Section 123 and 123.1 (par. (d), (i), (ii) and (iii) of the
Intellectual Property Code.

“C. The Respondent’s continued use in commerce of the trademark
CANDIE’S amounts to an infringement of Petitioner’s intellectual
property rights.

“D.  The Petitioner’s goods are identical or related to those of Respondent and
the latter’s use of the marks thereon will likely mislead the buying public
into believing that its goods are produced by, originate from, or are under
the sponsorship of the Petitioner.

The Petitioner alleges, among other things, the following:

? The Nice Classification of Goods and Services is for registering trademarks and service marks based on
multilateral treaty administered by the WIPO, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registration of Marks concluded in 1957.






























