














genuine article; to prevent fraud and imposition; and to protect the manufacturer against substitution and
sale of an inferior and different article as his product.*

The records and evidence show that the Petitioner filed the application for the registration of the
mark HYSOC in the Philippines in 2004 and was issued Certificate of Registration No. 4-2004-004934
on 18 December 2006°, covering goods under class 29: palm kernel oil for food; palm oil for food, liquid
cooking oil, butter oil substitutes, cocoa butter substitutes, cooking oil, edible oils for use in cooking
foodstuffs, edible oils for providing a coating to cooking utensils by brushing, edible oils for providing a
coating to cooking utensils by spraying, edible oils and fats. The Petitioner also holds registration and
application for registration of the mark HYSOC in various foreign countries.® The Respondent-Registrant
on the other hand, was registered for the subject mark i-soc in the Philippines under Reg. No. 4-2011-
009364 dated 05 January 2012 for use on the abovementioned goods under class 29. It has also
registration in foreign countries for the marks [-SOC,” i-SOC?, i-soc’ and HYSOC'®.

A comparison of the competing marks shows that the Respondent-Registrant's mark has a striking
resemblance to the Petitioner's. Both marks have almost the same numbers of letters and syllables. The
two (2) marks look and sound alike notwithstanding that the first syllable of the Petitioner's mark is "HY"
and the first syllable of the Respondent-Registrant's is "i". In fact, "HY" rhymes with the sound of long

"t
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Considering that both marks are used on exactly the same goods, these marks therefore, are
confusingly similar. It is likely that the consumers will confuse one party's product with that of the other.
Moreover, the consumers will have the impression that these products originate from a single source or
the origin thereof are connected or associated with one another. The likelihood of confusion therefore,
would even subsist on the purchaser's perception of the goods but on the origin thereof as held by the
Supreme Court."' The consumers may tend to believe that there is a connection or affiliation between the
parties.

Section 138 R.A. No. 8293, also known as the Intellectual Property Code of the Philippines ("IP
Code") provides:

Sec. 138. Certificate of Registration. - A Certificate of Registration of a mark should be prima
facie evidence of the validity of the registration, the registrant's ownership of the mark, and of the
registrant's exclusive right to use the same in connection with the goods or services and those that
are related thereto specified in the certificate.

Corollarily, Sec. 151 of the IP Code, states, in part that:
Sec. 151. Cancellation. - 151.1. A petition to cancel a registration of a mark under this Act may

be filed with the Bureau of Legal Affairs by any person who believes that he is or will be damaged
by the registration of a mark under this Act. x x x

4 Pribhdas J. Mirpuri v. Court of Appeals, G.R. No. 114508, 19 Nov. 1999. See also Atticle 15, par. (1), Art.

16, par. 91.

of the Trade-related Aspect of Intellectual Property (TRIPS Agreement).

Exhibit "I-12" of Petitioner.

Exhibits "G", "H", "I", "J" and series of Petitioner.

Exhibits 4 of Respondent-Registrant.

Exhibits 5 6, 7, 8, 8-A, 9, 9-A, 10, 10-A, 11, 20, 21, 23, 25 and 26 of Respondent-Registrant.

Exhibit 18 of Respondent-Registrant.

19 Exhibits 19, 22 and 27 of Respondent-Registrant.

""" Converse Rubber Corporation v. Universal Rubber Products, Inc. et al., G.R. No. L-27906 dated 08 January 1987.
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