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FrUKEVEK 21, INC., } IPC No. 14-2015-00375
Opposer, } Opposition to:
} Appln. Serial No. 4-2015-002189
-Versus- } Date Filed: 27 February 2015
}
}
EDMON NGO, } TM: FASHION 21
Respondent-Applicant. }
X X

NOTICE OF DECISION

GANCAYCO BALASBAS AND ASSOCIATES
Counsel for Opposer

7t Floor, 1000 A. Mabini corner

T.M. Kalaw Streets, Ermita, 1000 Manil

ORTEGA BACORRO ODULIO CALMA & CARBONELL
Counsel for Respondent- Applicant

No. 140 L.P. Leviste Street,

Salcedo Village, Makati City

GREETINGS:

Please be informed that Decision No. 2017 - dated 06 February 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 07 February 2017.

MAR
IPRS IV
Bureau of Legal Affairs
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FOREVER 21, INC. IPC NO. 14-2015-00375
Opposer,
Opposition to:
versus- Appln. Ser. No. 4- 2015-002189
Filing Date: 27 February 2015
EDMON NGO , Trademark: FASHION 21
Respondent-Applicant.
X x  Decision No. 2017 -
DECISION

FOREVER 21, INC.! (“Opposer”) filed an Opposition to Trademark Application Serial No. 4-
2015-002189. The application, filed by EDMON NGO? (“Respondent-Applicant”) covers the mark
FASHION 21 for use on “make-up, eyeshadow, lipstick, blush-on, pressed powder, cake foundation,
mascara, eye pencil, lip pencil, concealer, stick foundation, lotions, creams, soaps, facial cleansers, perfumes,
facial wash, hot oil, shampoo, conditioner, make up remover, hair gel, hair wax, cologne, EDT, hair dye, hair
spray, face mask, nail polish" under Class 3; "sponges, eyebrow brushes, eye shadow brushes, blush-on
brushes" under Class 21; and "retail sale services of make-up, eyeshadow, lipstick, blush-on, pressed powder,
cake foundation, mascara, eye pencil, lip pencil, concealer, stick foundation, lotions, creams, soaps, facial
cleansers, perfumes, facial wash, hot oil, shampoo, conditioner, make up remover, hair gel, hair wax, cologne,
EDT, hair dye, hair spray, face mask, nail polish; sponges, eyebrow brushes, eye shadow brushes, blush-on
brushes" under Class 35 of the International Classification of Goods.

Opposer alleges the following grounds for opposition:

“A. REGISTRATION OF RESPONDENT-APPLICANT’S FASHION 21 IS PROSCRIBED UNDER SEC. 123.1 (G)
OF THE IP CODE AS THE SAME IS LIKELY TO MISLEAD THE PUBLIC, PARTICULARLY AS TO THE NATURE,
QUALITY, CHARACTERISTICS OR GEOGRAPHICAL ORIGIN OF THE GOODS OR SERVICES CONSIDERING
THAT OPPOSER IS THE OWNER OF THE US REGISTERED MARK FASHION 21 FOR CLASS 35.

"B. REGISTRATION OF RESPONDENT-APPLICANT'S FASHION 21 IS PROSCRIBED UNDER THE IP CODE
AND ARTICLE 685 OF THE PARIS CONVENTION FOR THE PROTECTION OF INDUSTRIAL PROPERTY AS IT

IS CONFUSINGLY SIMILAR WITH OPPOSER’S INTERNATIONALLY WELL KNOWN AND REGISTERED
MARK: FOREVER 21."

Opposer's evidence consists of the following:

1. Certified opy of opposer’s U.S. Registration No. 2,848, 238 of the trademark  Fashion 21

issued on 01 June 2004;

2. Certified copy of Opposetr’s Certificate of Registration No. 4-2005-003126 for classes 14,
18 and 25;

3. Certified copy of Opposer’s Certificate of Registration No. 4-2010-006096 for class 35;

'A corporation organized and existing under the laws of the State of Delaware, U.S.A.
2 A Filipino citizen with address at 601 Peony Tower, Numancia Street, Galleria de Binondo, Manila.
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Records will show that at the time Respondent-Applicant filed its trademark application for
the mark FASHION 21 on 27 February 2015, Opposer already has an existing registration for the
mark FOREVER 21 granted on 15 January 2007. Opposer's goods consists of "precious metals and
their alloys and goods in precious metals or coated therewith, not included in other classes; jewellery, precious
stones; horological and chronometric instruments" under Class 14; "leather and imitations of leather, and
goods made of these materials and not included in other classes; animal skins, hides; trunks and travelling
bags; umbrellas, parasols and walking sticks; whips, harness and saddlery" under Class 18; "clothing,
naniely men’s wear, children’s wear, women’s wear, women’s separates, coats, robes pajamas, night shirts,
night gowns, tank tops, jerseys, pants, jeans, shorts, overalls, shirts, t-shirts, blouses, vests, skirts, jackets,
conts, sport coats, sweaters, sweatshirts, sweatpants, neckties, belts, socks. footwear namely leather shoes,
athletic shoes, rubber shoes and sandals. headgear namely visors, baseball caps, berets, derby, bonnets" under
Class 25 and "retail sales of clothing, undergarments, lingerie, belts, ties, footwenr, headwear, scarves, gloves,
socks, accessories, jewelry, bags, luggages, cosmetics, umbrellas, and stationery" under Class 35. On the
other hand, Respondent-Applicant's goods consists of “make-up, eyeshadow, lipstick, blush-on, pressed
powder, cake foundation, mascara, eye pencil, lip pencil, concealer, stick foundation, lotions, creams, soaps,
facial cleansers, perfumes, facial wash, hot oil, shampoo, conditioner, make up remover, hair gel, hair wax,
cologne, EDT, hair dye, hair spray, face mask, nail polish" under Class 3; "sponges, eyebrow brushes, eye
shadow brushes, blush-on brushes" under Class 21; and "retail sale services of make-up, eyeshadow, lipstick,
blush-on, pressed powder, cake foundation, mascara, eye pencil, lip pencil, concealer, stick foundation, lotions,
creams, soaps, facial cleansers, perfumes, facial wash, hot oil, shampoo, conditioner, make up remover, hair
gel, hair wax, cologne, EDT, hair dye, hair spray, face mask, nail polish; sponges, eyebrow brushes, eye
shadow brushes, blush-on brushes" under Class 35. Opposer's goods are mostly fashion items and
apparels while that of Respondent-Applicant are mostly cosmetics. Thus, the goods upon which
the respective marks are used are different or non-competing.

But are the marks of the parties confusingly similar as to likely cause confusion, mistake or
deception on the part of the public?

The competing marks are hereunder reproduced:

FOREVER 21 fashion

Opposer's Mark Respondent-Applicant's Mark

A practical approach to the problem of similarity or dissimilarity is to go into the whole of
the two trademark pictured in their manner of display. Inspection should be undertaken from the
viewpoint of the prospective buyer. The trademark complained of should be compared and
contrasted with the purchaser's memory (not in juxtaposition) of the trademark said to be infringed.
Some such factors as "sound; appearance; form, style, shape, size or format; color; ideas connoted by
marks; the meaning, spelling and pronunciation, of words used; and the setting in which the words
appear' may be considered.* Thus, confusion is likely between marks only if their overall
presentation as to sound, appearance or meaning would make it possible for consumers to believe

4 Etepha A.G. v. Director of Patents, G.R. No. L-20635, 31 March 1966.









