





upheld the decision of the Director of the Bureau of Legal Affairs ('BLA") finding ‘IN-N-
Out’ a well-known mark merely on the basis of: (1) a handful of foreign trademark
registration for the ‘In-N-Out’ trademark; and (2) evidence of the advertising activities
for the ‘In-N-Out’ trademark. Please note that none of the registrations or advertising
presented in the ‘In-N-Out’ case occurred in the Philippines.

“7. As the only Supreme Court case applying Rule 102 of the Trademark
Regulations, the ‘In-N-Out’ case sets the benchmark for which all other marks vying for
well-known mark status should be judged. The decision sets a judicial precedent that
must be followed in the absence of strong and compelling reasons to deviate from this
sacred rule.

X X X

“8. As will be shown hereunder, Opposer’s JOLLIBEE mark significantly
exceeds the benchma . set in the ‘In-N-Out’ case and is therefore entitled to be officially
recognized as a well-known mark.

“9. The JOLLIBEE mark was first used in the Philippines on 26 January 1978
for quick-service restaurants serving food and beverages. After thirty-four (34)
continuous years in business, there are now about 765 JOLLIBEE restaurants in the
Philippines alone. There are now 87 JOLLIBEE restaurants abroad located in the United
States of America, Hong Kong, Brunei, Vietnam, Jeddah, Qatar and Kuwait. In total,
there are more than 850 JOLLIBEE restaurants worldwide serving an estimate of more
than 2 million customers on a daily basis. The patronage for the JOLLIBEE products is so
strong that Filipinos, especially overseas, always form long lines to welcome every store
opening. Just an example, a video of the opening of Opposer’s store in New York, USA
can be viewed on YouTube and it shows that long lines and excitement of customers
waiting to enjoy Opposer’s food and services. Comments therein refer to lines ‘going for
blocks’ long after the store opened.

“10.  Following are some of the highlights in the Opposer’s history:
X X X

“11.  On 10 October 2012, Opposer hosted the delegates of the Follow-up
Session to the WIPC “weden Advanced Training Course on Industrial Property in the
Global Economy fror Asia, Africa, Europe and Latin America, at he request of the IPO.
This event is a testament as to how the Company has successfully leveraged the use of its
intellectual property rights to gain business competitive advantage not only in the
Philippines but also internationally. A group photo from the said event is shown below:

X X X

“12. It is worth emphasizing that Opposer has continuously used the
JOLLIEE Trademarks in each Jollibee outlet and in almost all product packaging,
advertising and promotional materials. Its products and services can also be viewed
online through its website www jollinee.com.ph where the JOLLIBEE Trademarks are
prominently featured. This shows that the JOLLIBEE mark and the other JOLLIBEE
Trademarks have been used and promoted for a long time, and that such use and
promotion are extensive and cover a wide geographical area.

“13, It should also be noted that building brand awareness and identity has
been central to Opposer’s business from its early years. Opposer has invested more the
PHP 1 Billion for advertising and promotions for each of the years 2010 and 2011. Ow:

2






pending applications for the JOLLIBEE Trademarks abroad, among others. The details of
some of these marks are, as follows:
XXX

“20.  Opposer has invested heavily not only in registering its trademarks but
also in enforcing its intellectual property rights. Opposer has achieved notable successes,
including one againsi mark that appropriated the ‘JOLLY’ element in the case entitled
Jollibee Foods Corpo ion vs. Atlas Publishing Company, Inc. (IPC No. 14-2006-00113).
This is a trademark o, , osition case decided on 25 February 2007 against the mark JOLLY
KID covering goods v der Class 16. In this case, the Honorable Office already recognized
the well-known statu: f the JOLLIBEE Trademarks and stated that:

X X X

“21.  Insum, the foregoing conclusively shows that JOLLIBEE is a well-known
mark. Not only has: net the standard set in the ‘In-N-Out’ case, i.e. foreign trademark
registrations and adv isements, the evidence presented shows that the JOLLIBEE mark
has exceeded this standard, having been registered, used and promoted extensively in
the Philippines and abroad. Equally noteworthy is the degree of recognition and brand
value attributable to the JOLLIBEE name and mark, as evidenced by the numerous third-
party publications and awards recognizing the brand’s success. Lastly, this Honorable
Office itself in Jollibe« ‘oods Corporation vs. Atlas Publishing Company Inc. has already
recognized the well- 1own mark status of the JOLLIBEE mark and this judgment is
further reinforced by the evidence submitted with this opposition.

“22.  The JOLLIBEE Trademarks are arbitrary trademarks used on Opposer’s
goods and services. e terms ‘JOLLY" and ‘JOLLI as attached to various products and
services in the food i1 astry are unique and very much associated with the Opposer. It is
therefore surprising that notwithstanding a boundless choice of words, phrases and
symbols, Respondent-Applicant has chosen a mark that closely resembles Opposer’s
JOLLIBEE Trademarks for use on similar and related goods. In the absence of a plausible
explanation from Respondent-Applicant as to how this happened, it is only logical to
conclude that Respor “ent-Applicant deliberately appropriated the similar mark JOLLY
to trade on the alreac  established goodwill of the JOLLIBEE Trademarks. As stated by
the Supreme Court:

XX X

“23.  Respondent-Applicant’s mark JOLLY is confusingly similar to Opposer’s
well-known JOLLIBEE Trademarks, as shown below:
X X X

“23.1 Respondent-Applicant’'s mark JOLLY is confusingly similar to
Opposer’s J( LIBEE trademark owing to the identity of the first two (2)
syllables, i.e. JOL-LY vis-a-vis JOL-LI. In McDonald’s Corporation vs. Macjoy
Fastfood Corporation, where the MACJOY & DEVICE mark was held to be
confusingly similar to the McDonald’s marks, the Supreme Court held:

X X X

“23.2. The dominant word element ‘JOLLY’ in Respondent-Applicant’s
mark is identical in appearance, spelling, pronunciation and meaning to
Opposer’s prior and subsisting registrations for the marks JOLLY SHAKES.
JOLLY KRUNCHY TWIRL, JOLLY CRISPY FRIES, JOLLY CHEEZY FRI
JOLLY ‘ZERTS, and JOLLY HOTDOG.
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connection, association or affiliation with the Opposer when none exists, thereby causing
substantial damage to the goodwill and reputation associated with the JOLLIBEE
Trademarks. Hence, the registration of Respondent-Applicant’s mark will be contrary to
Section 123.1 (d) of th P Code.

“28.  Being the owner of the internationally well-known and registered
JOLLIBEE Trademarks. Opposer is likewise entitled to protection against marks of third
parties that are liable to create confusion in the minds of the public or used in bad faith
under Article 6bis of the Paris Convention for the Protection of Industrial Property, thus:

XX X

“29.  Respondent-Applicant’s use of the mark JOLLY on ‘plastic housewares
namely furniture, particularly: chairs, benches, tables, stools, cabinets, shelves, drawers,
frames, cases’ in Class 20 and ‘plastic housewares namely household and kitchen utensils
made of plastic particularly containers, bins, boxes, trays, baskets made of plastic’ in
Class 21, which are the same as, related to and within the normal potential expansion of
business of Opposer, will mislead the purchasing public into believing that Respondent-
Applicant’s goods are produced by, originate from, or are under the sponsorship of
Opposer. Therefore, potential damage to the Opposer will be caused as a result of the
Opposer’s inability to control the quality of the goods put on the market by the
Respondent-Applicant under the mark JOLLY.

“30.  Moreover, the use by Respondent-Applicant of the mark JOLLY in
relation to goods which are similar and/or closely related to Opposer’s goods and
services for which the JOLLIBEE Trademarks are used and known for will take unfair
advantage of, dilute the goodwill, and diminish the distinctive character or reputation of
Opposer’s JOLLIBEE Trademarks.

“31. The Supreme Court, in Levi Strauss & Co. vs. Clinton Apparelle, Inc., has
defined trademark dilution, as follows:
X X X

“32.  Opposer’s use of the JOLLIBEE Trademarks in relation to goods and
services in the food : lustry is unique and distinctive. Respondent-Applicant’s use of
JOLLY in relation to ..milar and related goods in Classes 20 and 21 will indubitably
detract from this uniqueness and, ultimately, diminish the ability of the JOLLIBEE
Trademarks to distinguish Opposer’s goods and services from those of other businesses.

“33.  Opposer’s goodwill on its JOLLIBEE Trademarks is a property right
separately protected under Philippine law, and a violation thereof amounts to unfair
competition proscribed under Article 10bis of the Paris Convention, Article 28 of the
Civil Code and Section 168 of the IP Code, Article 10bis of the Paris Convention provides:

X X X

“34,  Moreover, considering the substantial investment incurred by Opposer
in promoting its goods and services and in identifying itself throughout the world using
the JOLLIBEE Trademarks, Respondent-Applicant’s attempt to register a mark similar to
Opposer’s and in exploiting the same can only result in Respondent-Applicant unduly
enriching himself at the expense of Opposer.

“35.  The foregoing discussion indubitably shows that Respondent-Applica
has no right whatsoever to register the confusingly similar mark JOLLY in his name {
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or name for goods and for business. On the other hand, the logo or the device in
the JOLLY & DEVICE trademark which is a representation of four colors revolving
around a diamond design symbolizes wealth and dynamic and colorful life.

“30.  Contrary to opposer’s claim, the JOLLY & DEVICE trademark of the
respondent is visually, aurally and conceptually different from the JOLLIBEE or
any of the JOLLIBEE trademarks of the opposer. The trademark JOLLY & DEVICE
trademark of the respondent is a composite mark consisting of the word JOLLY
which is a common dictionary term and a very distinctive DEVICE of four colors
(red, green, blue and orange) revolving around a diamond design. This
combination makes respondent’s trademark, as a whole, not confusingly similar
with the JOLLIBEE and various JOLLY trademarks of the opposer.

“31.  Resprndent’s products for which the trademark JOLLY & DEVICE is
used are plastic aouse wares and furniture. On the other hand, opposer’s
JOLLIBEE trader...rks are used for food products. The fact that respondent and
opposer’s products are far from being related makes respondent’s JOLLY &
DEVICE mark not confusingly similar with the JOLLIBEE trademarks.

“32.  Moreover, opposer is engaged in food and fast food restaurants
business while respondent is engaged in the manufacture and sale of plastic house
wares and furnit'ire a line of business that is far from being related to the business
of the opposer. This factor is sufficient to prove that likelihood of confusion
between the part..s” products, trademarks and business would not exist.

“33.  The registration of the JOLLIBEE trademark in favor of the opposer
does not vest in its favor the exclusive right to prevent others, like the herein
respondent, who is engaged in different trade and goods from using the word
JOLLY as a trademark or part of a trademark. No less than this Honorable Office
has recognized the rights of other parties to use and register the mark JOLLY as a
trademark or part of a trademark even for goods that are closely related to the
goods of the opposer. The records of the Intellectual Property Office readily show
that different parties have registered JOLLY as a trademark or as part of their
trademark for the same class or closely related goods. To name a few: Fly Ace
Corporation has registered the mark JOLLY Spreads and Sandwich Design
(‘Spreads’ & ‘Sa__iwich design’ are disclaimed) in Class 29 for bottled packed
spreads under Reg. No. 4-2005-009938 on April 14, 2008; JOLLY Pure Goodness &
Design (‘Pure Goodness’ is disclaimed) in Class 29 for canned goods, namely: fruit
cocktail and tropical fruit cocktail with guava under Reg. No. 4-2005-002871 on
November 14, ""08; JOLLY COW & Device (‘{COW’ & ‘Rep. of Cow’ are
disclaimed) in C s 29 for dairy products, fresh milk products in can and boxes
under Reg. No. 4-7009-005014 on December 16, 2010; JOLLY Pure Goodness Heart
Mate & Design « 'ure Goodness’ is disclaimed) in Class 29 for edible oil, under
Reg. No. 4-2009-011061 on September 9, 2010; Dynamix, Inc. has registered the
mark JOLLY PONG in Class 30 for wheat based snack food, under Reg. No. 4-
2010-004667 on October 28, 2010; Crown Prime Asia Corporation has registered the
mark JOLLY Ole Chef with Chef Illustration in Class 30 for cornstarch, all purpose
flour and breading mix under Reg. No. 4-2009-10931 on May 19, 2011; Huhtamaki
Finance B.V. has registered the mark JOLLY RANCHER in Class 30 for Candy,
cookies, chewing gum, under Reg. No. 4-2007-010168 on February 11, 2!
Copies of the above-mentioned trademark registrations are attached to
Affidavit of the lone witness of the respondent.
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Hence, the question, does JOLLY & DEVICE resemble JOLLIBEE Trademark/s
such that confusion or deception is likely to occur? The marks are shown below:

JOLLIBEE {2 JOLLY

Opposer’s _trademark Respondent-Applicant’s mark

This Bureau finds that confusion or deception is unlikely to occur at this instance.
An examination and comparison of the competing marks shows that both marks start
with the letters J, O, L, L. However, apart from the letters J, O, L, and L, there are
other essential features in the Respondent-Applicant’s mark consisting of revolving
drops/splash around a crystal design before the word JOLLY. Both marks are similar
only in the use of the letters J,O,L,L, but they vary substantially in the composition and
integration of the other main and essential features, in the general design and their
overall appearance. Itis observed that an ordinary consumer’s attention would not be
drawn on the minute similarities that were noted but on the differences or
dissimilarities of both service marks that are glaring and striking to the eye and ring to
the ears conferred on it visual and aural projection that would easily distinguish one
from the other.

Moreover, in the Trademark Registry, the contents of which the Bureau can take
cognizance of via judicial notice, there are several trademarks consisting of the word
“JOLLY” or in pair with other word or device that are registered or applied for
registration and these are the JOLLY trademarks such as Jolly Ole Chef with Chef
[llustration with Reg. No. 4-2009-10931, Jolly Rancher with Reg. No. 4-2007-10168, Jolly
Shandy with Reg. No. 4-1987-414213, and Jolly-C with Reg. No. 4-1993-428975, which
are owned by entities ot" ~r than the Opposer. Further, the issue of whether or not the
mark with the word JO LY is confusingly similar to the JOLLIBEE Trademarks has
already passed upon in PC No. 14-2006-00165. This Bureau in the Decision on 15
October 20075, held that wie use of JOLLY may constitute a valid trademark particularly
in combination with another world, to wit:

“xxx JOLLY is an ordinary and generic word and no one has exclusive use to it.
The use of JOLLY may constitute a valid trademark particularly in combination
with another word, such as the word DAY in the case at bar. The combinatior
words and syllables can be registered as trademarks for as long as it
individualize the goods of a trader from the goods of its competitors. xxx”

¢ Decision No. 2007-143,
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The essence of t—-demark registration is to give protection to the owners of
trademarks. The funci n of a trademark is to point out distinctly the origin or
ownership of the goods to which it is affixed; to secure to him, who has been
instrumental in bringing into the market a superior article of merchandise, the fruit of
his industry and skill; to assure the public that they are procuring the genuine article; to
prevent fraud and impo~*4ion; and to protect the manufacturer against substitution and
sale of an inferior and _ifferent article as his product.” This Bureau finds that the
Respondent-Applicant’s mark sufficiently serves this function.

WHEREFORE, premises considered, the instant Opposition is hereby
DISMISSED. Let the filewrapper of Trademark Application Serial No. 4-2011-009482
together with a copy of this Decision be returned to the Bureau of Trademarks (BOT) for
information and appropriate action.

SO ORDERED.

Taguig City, _ -

7 Pribhdas J. Mirpuri vs. Court of Appeals, G.R. No. 114508, 19 Nov. 1999.
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