MEDICHEM PHARMACEL CALS INC.,
Opposer,

IPC No. 14-2014-00043
Opposition to:

Appln. Serial No. 4-2013-012874

-vVersus- Date Filed: 24 October 2013

ZYDUS PHILIPPINES, INC.,
Respondent-Applicant.
X X

TM: ZOLDAC

NOTICE OF DECISION

OCHAVE & ESCALONA
Counsel for Opposer
No. 66 United Street,
Mandaluyong City

ZYDUS PHILIPPINES, INC.
Respondent- Applicant

Unit 903 & 904, 9t FIr., ECotower
32nd Street corner 9t Avenue,
Bonifacio Global City, Taguig

GREETINGS:

Please be informed that Decision No. 2017 - dated 10 March 2017 (copy
enclosed) was promulgc =d in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten {10} days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 13 March 2017.
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IPRS IV
Bureau of Legal Affairs

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
Intellectual Property Center # 28 Ug / Road, McKinley Hill Town Center, Fort Bonifacio,
Taguig City es swww.ipophil.gov.ph
T: +632-2386300 - .. - v <.39480 email@ipophil.gov.ph




MEDICHEM PHARMACEUTICALS INC,, IPC NO. 14-2014-00043

Opposer,
versus- Appln. Ser. No. 4-2013-012874
Filing Date: 24 October 2013
ZYDUS PHILIPPINES, INC.,, Trademark: ZOLDAC
Respondent-Applicant.
X X Decision No. 2017 - _
DECISION

UNITED MEDICHEM PHARMACEUTICALS INC.! (“Opposer”) filed an Opposition to
Trademark Application No. 4-2013-012874. The application, filed by ZYDUS PHILIPPINES, INC2
(“Respondent-Applicant”), covers the mark ZOLDAC for use on “Alprazolam (pharmaceutical product:
anxiolytics)” under Class 05 of the International Classification of goods*

Opposer alleges that the mark ZOLDAC filed by Respondent-Applicant so resembles its own
mark ZOLDEM registered with the Intellectual Property Office (IPO) prior to the publication of the
application for the mark ZOLDAC. According to Opposer, the mark ZOLDAC will likely cause
confusion, mistake and deception on the part of the purchasing public especially that it is being
applied for the same class and goods, in violation of Section 123.1(d) of the IP Code.

The Opposer’s evidence consists of the following:

Copy of the printout page of IPOPHL's E-Gazette dated 06 January 2014;

Certified true copy of Registration No. 4-2006-005900 for the mark ZOLDEM;

Certified true copies of Declaration of Actual Use;

Sample product label bearing the mark ZOLDEM;

Certified true copy of the Certificate of Product Registration for ZOLDEM issued by the
Food and Drug Administration; and

6. Certified true copy of Certification and sales performance issued by IMS Health.

Gl BN

On 17 February 2014, this Bureau issued a Notice to Answer and personally served a copy
thereof to the Respondent-Applicant on 19 February 2014. The Respondent-Applicant, however, did
not file the Answer. On 03 June 2014, this Bureau declared Respondent-Applicant in default.
Accordingly, pursuant to Rule 2 Section 10 of the Rules and Regulations on Inter Partes Proceedings,
as amended, the case is deemed submitted for decision on the basis of the opposition, the affidavits of
witnesses, if any, and the documentary evidence submitted by the Opposer.

Should the Respondent-Applicant be allowed to register the mark ZOLDAC?

The essence of trademark registration is to give protection to the owners of trademarks. The
function of a trademark is to point out distinctly the origin or ownership of the goods to which it is

1 A corporation duly organized and existing under the laws of the Philippines with principal address at No. 132 Pioneer Street,
Mandaluyong City.

2 A domestic corporation with office address at Unit Penthouse 1, 19th Floor, Goldloop Tower A, Escriva Drive, Barangay San
Antonio, Ortigas Center, Pasig City.

3 The Nice Classification is a classification of goods and services for the purpose of registering trademark and service marks,
based on the multilateral treaty administered by the World Intellectual Property Organization. The treaty is called the Nice
Agreement Concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
concluded in 1957.
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Succinctly, because re Respondent-Applicant, like the Opposer, will use the mark ZOLDAC
on closely related pharmaceutical products, there is the likelihood that the public will likely believe
or be mistaken that Respondent-Applicant's goods, if and when its mark will be allowed to be
registered, is manufactured or sourced from Opposer and that the variations in the respective marks
is just a branding strategy to market a closely related product.

Accordingly, this Bureau finds that the Respondent-Applicant's trademark application is
proscribed by Sec. 123.1 (d) of the IP Code.

WHEREFORE, premises considered, the instant opposition is hereby SUSTAINED. Let the
filewrapper of Trademark . iplication Serial No. 4-2013-012874, together ~ha copy of this Decision,

be returned to the Bureau o. [rademarks for information and appropriate action.

SO ORDERED.

Taguig City, . -



