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GREETINGS:

Please be inform~ 1 that Decision No. 2017 - _dated 14 March 2017 (copy
enclosed) was promulgc. 2d in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party 1ay appeal the decision to the Director of the Bureau of Legal
Affairs within ten {10) di s after receipt of the decision together with the payment of
applicable fees.

Taguig City, 15 March 2017.
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“23. Recently, this Honorable Office, in observance of the above cited
jurisprudence held = it, Biomedis, Inc. and Biomed, Lexapro and Dexapro, Axillin and
Excillin, Myra and .Jdyrevit, Luxottica and Luxotica are confusingly or deceptively
similar marks and similarly ruled in this wise:

X X X

“Considering that both marks are composed of the identical letters ‘A’, ‘Z’, and
‘O’ it cannot be denied that the two marks are aurally and visually similar and would
likely cause confusic among Filipino consumers. It cannot be denied that the Opposer’s
Products will be se... as mere variants of the Respondent-Applicant’s goods since the
Respondent-Applic: : appropriated the word ‘AZO’ to the utter detriment of the
Opposer who develc | ed the market for these goods.

“It also cannot be denied that the Consuming public may take the reverse tack
and find that the Re rondent-Applicant’s goods are variants of the Opposer’s thus also
causing the Oppose: rave injury since the use by the Respondent-Applicant of the mark
AZO will allow the Respondent-Applicant to ‘ride-on’ the popularity of the Opposer’s
goods.

“24. Of all the possible combinations of the letters of the alphabet and words,
the Respondent-Applicant chose to use the mark AZO to identify its goods in
International Class 05, which are in direct competition with the Opposer’s goods, also in
International Class 05 and identified by the internationally well-known trademark AZO
MARKS. It cannot b jainsaid that confusion will arise inasmuch as the goods are similar
to the same kind of goods and flow through the same channels of trade, thus making the
Opposer and the Re ondent-Applicant competitors in the same product industry. No
conclusion can be d__wn surrounding the case other than the fact that the Respondent-
Applicant is knowingly and deliberately attempting to trade on the valuable goodwill
and to ride on the notoriety of the Opposer’s internationally well-known AZO MARKS
that has been used throughout the world for several decades.

“25.  Clearly, the registration and use of the Respondent-Applicant’s mark’s
AZO is a usurpation of the internationally well-known mark AZO MARKS, a mark
legally owned by the Opposer, as well as the goodwill associated therewith and/or
passing off its own products, as those manufactured by the Opposer.

“25.1. By the Respondent-Applicant’s attempt to register and use the
mark AZO for its goods in International Class 05, it is plain that the Respondent-
Applicant seeks to take advantage of the worldwide and nationwide reputation
of the internationally well-known mark AZO that the Opposer has gained by
ingenious and persistent marketing and the expenditure of considerable sums of
money to promote the same, by confusing and misleading the trade and the
Filipino public in passing off its own products as those of the Opposer and/or
suggesting that they are being sold or are approved by the Opposer.

“26.  The Respondent-Applicant seeks to register the mark AZO which is
confusingly or deceptively identical to the Opposer’s internationally well-known AZO
MARKS, as to be likely, when applied to the goods of Respondent-Applicant, to cause
confusion, mistake ¢~ deception to the Filipino public as to the source of goods, and v
inevitably falsely su est a trade connection between the Opposer and the Responde
Applicant, is simply violative of the Intellectual Property Code of the Philippines.



“27. Verily, the two marks can easily be confused for one over the other, thus
confusing the purck~sing public into believing that the Respondent-Applicant’s products
emanate from or @ under the sponsorship of, or are promoted or licensed by, the
Opposer, for the fol wing reasons:

“18.1 The trademarks are aurally and visually identical;

“18.2  The trademarks are applied on identical or closely related goods
under Class 05 of the International Classification of Goods;

“18.3 The parties are direct competitors in the market;

“18.4  The goods on which the trademarks are applied for, used or
intended to be used will be made available through the same
channels of trade.

“28.  The two types trademark confusion was discussed by the Supreme Court
in Mighty Corporation, et. al. vs. E. & J. Gallo Winery, et.al., supra, thus:
X X X

“Allowing the Respondent-Applicant to use the mark AZO on its goods under
International Class 0% would not only allow it to take a free ride and reap the advantages
of the goodwill anc ‘eputation of the Opposer’s mark, but it would also confuse the
consuming public wuo would be led to believe that the products sold by the Respondent-
Applicant are produced and manufactured by the Opposer, or at the very least, are a
variant of the Opposer’s products. Clearly, the risk of damage is not limited to a possible
confusion of goods * 1t also includes confusion of reputation, if the general purchasing
could reasonably be aisled into believing that the goods of the parties originated from
one and the same source.

“29.  Goods bearing the Opposer's mark AZO and the Respondent-
Applciant’s mark AZO are commercially available to the public through the same
channels of trade such that an undiscriminating buyer might confuse and interchange the
products bearing the Respondent-Applicant's mark AZO for goods bearing the
Opposer’s internationally well-known AZO MARKS. There is a great similarity and not
much difference between the Opposer’s well-known AZO MARKS and the Respondent-
Applicant’s mark AZO. Thus, confusion will likely arise and would necessarily cause the
interchanging of one product with the other.

“30.  The Respondent-Applicant's mark AZO so closely resembles the
Opposer’s internationally well-known AZO MARKS that the Filipino public will
undoubtedly confuse one with the other or worse, believe that goods bearing the
Respondent-Applicant's mark AZO originate from the Opposer or at least originate from
economically linked undertakings. If the products of the Respondent-Applicant are
inferior in quality, 2re will be further irreparable injury to the Opposer’s valuable
goodwill and its  ernationally well-known AZO MARKS will suffer from an
unfavorable connota_on created by the association of the Respondent-Applicant’s mark
AZO to the Opposer’s well-known AZO MARKS.

“31.  The Respondent-Applicant seeks to register the mark AZO which is
confusingly or deceptively identical to Opposer’'s AZO MARKS, so as to be likely, when
applied to the goods of the Respondent-Applicant, to cause confusion, mistake o
deception of the other the public as to the source of the goods, and will inevitably falsely
suggest a trade connection between the Opposer and the Respondent-Applicant.






the Philippines and established jurisprudence. Thus, the denial of the registration of
Trademark Applica n No. 4-2015-003860 for the mark AZO by this Honorable Office is
warranted under thi remises.

XX X

The Opposer’s e 'dence consists of the Special Power of Attorney executed by
the Opposer in favor of _esar C. Cruz and Partners Law Offices; copies of the Opposer’s
registered trademarks i different jurisdictions worldwide; and, the Affidavit executed
by Sunny Van Goetherr Trademark Attorney of DSM IP ASSETS B.V .4

This Bureau issued a Notice to Answer and served a copy thereof upon
Respondent-Applicant on 05 January 2016. Said Respondent-Applicant, however, did
not file an Answer.

Should the Respondent-Applicant be allowed to register the trademark AZO?

The Opposer &—-chors its opposition on the following provisions of Republic
Act No. 8293, also kn« vn as the Intellectual Property Code of the Philippines (“IP
Code”):

Sec. 123 Registrability. - 123.1. A mark cannot be registered if it:
X X X
(d) Is identical with a registered mark belonging to a different proprietor or a mark
with an earlier filing or priority date, in respect of :

(i) The same goods or services, or

(ii) Closely related goods or services, or

(iii) If it nearly resembles such a mark as to be likely to deceive or
cause confusion;”

(f) Is identical with, or confusingly similar to, or constitutes a translation of a
mark cor dered well-known in accordance with the preceding paragraph,
which is 1 _gistered in the Philippines with respect to goods or service which
are not similar to those with respect to which registration is applied for:
Provided, That use of the mark in relation to those goods or services would
indicate a connection between those goods or services, and the owner of the
registered mark: Provided further, That the interests of the owner of the
registered mark are likely to be damaged by such use;

A comparison of the competing marks reproduced below:

*Marked as Annexes “A” to “C”.












