OFFICIAL PILLOWTEX LLC, } IPC No. 14-2014-00368
Opposer, } Opposition to:
} Appin. No. 4-2014-004541
} Date Filed: 11 April 2014
-versus- } TM: “REDCANNON”
)
ANGELLA A. ZHUO, }
Respondent- App" -ant. }
X X

NOTICE OF DECISION

BUCOY POBLADOR & ASSOCIATES
Counsel for the Opposer

21% Floor, Chatham House

Valero corner Rufuino Streets

Salcedo Village

ATTY. MONTINI FELICII )A/CILDA LAW
Counsel for Respondent- aplicant

Unit 1902-A Philippine St_ -k Exchange Center
East Tower, Exchange Road

Ortigas Center, Pasig City

GREETINGS:

Please be inforr d that Decision No. 2017 - _ dated March 20, 2017 (copy
enclosed) was promulga..d in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007 series of
2016, any party may apg -1l the decision to the Director of the Bureau of Legal Affairs within ten
(10) days after receipt of e decision together with the payment of applicable fees.

Taguig City, March 20, 2017.

Moo ... —._..iL
IPRS IV
Bureau of Legal Affairs
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OFFICIAL PILLOW EXLLC, IPC No. 14-2014-00368

Oppos._, Opposition to Trademark
Application No. 4-2014-004541
-versus- Date Filed: 11 April 2014

ANGELLA A. ZHUC Trademark: "REDCANNON"
Respot .. ent-Applicant.

X x Decision No. 2017-__

DECISION

Official Pillov*ex LLC! (“Opposer”) filed an opposition to Trademark
Application Serial N¢ 4-2014-004541. The contested application, filed by Angella A.
Zhuo? (“Respondent \pplicant”), covers the mark “REDCANNON” for use on "pillow,
bed and table covi s; textile articles not included in other classes, namely bed
sheets, fitted bed s*2et covers, bed flat sheets, and pillow cases used in bedding,
bed a/;d table cover. and towels”under Class 24 of the International Classification of
Goods’.

The Opposer alleges, among others, that its company and its predecessor-in-
interest have been a leading manufacturer and licensor of high quality sheets and
pillow cases as well ~s towels and allied products for more than one hundred (100)
years. Its mark "C# NON AND DEVICE" is widely used in international commerce
and in the Philippin . It first used and registered its mark in the United States of
America (USA) sinc. 1921, In the Philippines, its predecessor-in-interest first used
the said mark since 1930. It also registered “CANNON AND DEVICE"” under
Certificate of Registration No. 4-1997-403387 with the last renewal date on 02
December 1997. In ~ipport of its Opposition, the Opposer submitted the affidavit of
Jeff Lupinacci, with w..nexes.*

The Respondent-Applicant filed her Answer on 02 March 2015 alleging,
among others, that *he marks "REDCANNON"” and “CANNON” are not confusingly
similar because of t ir respective different devices and words. She claims that her
application was nol intended to confuse, mistake and deceive the public or to

IA limited liability company rganized and existing under the laws of the State of Delaware, USA, with business
address at 1450 Broadway, " Floor, New York, New York 10018, USA.

2With known address at 47 3iak na Bato, Damar Village, Quezon City.

*The Nice Classification is _ classification of goods and services for the purpose of registering trademark and
services marks, based on @ multilateral treaty administered by the World Intellectual Property Organization.
The treaty is called the Nic_ .\greement Concerning the International Classification of Goods and Services for the
Purpose of the Registration of Marks concluded in 1957.

“Marked as Exhibits “C”, inclusive.
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The Opposer~ mark consists of the "CANNON & DESIGN” with a depiction of
a cannon. As such, ‘ANNON” is what is impressed in the eyes and mind when one
encounters the m..k. Perusing the Respondent-Applicant’'s mark, the same
conclusion may be v-**hdrawn. The addition of the word "RED" and the alterations in
the latter’s device ¢ pears insignificant as even the positioning of the respective
wordmarks and the levices of the competing marks is the same. Therefore, the
marks are confusine  Succinctly, confusion cannot be avoided by merely adding,
removing or changit some letters of a registered mark. Confusing similarity exists
when there is such close or ingenuous imitation as to be calculated to deceive
ordinary persons, ¢ such resemblance to the original as to deceive ordinary
purchased as to cau._ him to purchase the one supposing it to be the other.®

Noteworthy, the competing marks are intended to be used on similar goods.
Thus, the slight dif” rences in the marks will not diminish the likelihood of the
occurrence of confi iion, mistake and/or deception. After all, the determinative
factor in a contest irvolving registration of trade mark is not whether the challenged
mark would actually cause confusion or deception of the purchasers but whether the
use of7such mark w Ild /ikely cause confusion or mistake on the part of the buying
public.

But who has the better right to register the mark?

The Respond 1t-Applicant filed the contested application for "REDCANNON &
DESIGN” on 11 Apru 2014. On the other hand, the Opposer registered “CANNON
AND DEVICE"” unde Certificate of Registration No. 4-1997-403387 with the last
renewal date on 02 )ecember 1997. The latter, however, has not shown that the
said registration in t| : Philippines remains valid and existing.

Be that as it 1 1y, this opposition may still prosper on the issue of ownership.
It is stressed that t : Philippines implemented the TRIPS Agreement when the IP
Code took into force and effect on 01 January 1998. Article 15 of the TRIPS
Agreement reads:

Section 2: Trademarks
Article 15
Protectable subject Matter

1. Any sign, —~ any combination of signs, capable of distinguishing the
goods or s. vices of one undertaking from those of other undertakings,
shall be ci,. able of constituting a trademark. Such signs, in particular
words, inc'-ding personal names, letters, numerals, figurative elements

6 Societe des Produits Nest!  3.A. vs. Court of Appeals, GR No. 112012, 04 April 2001.
7 American Wire & Cable Cc  pany vs. Director of Patents, G.R. No. L-26557, 18 February 1970.






Section 122 ¢ the IP Code states:

"Sec. 122. F'~w Marks are Acquired. — The rights in a mark shall be
acquired thre_gh registration made validly in accordance with the
provisions of this law. (Sec. 2-A, R.A. No. 166a)”

There is nothi 3 in Section 122 which says that registration confers ownership
of the mark. What :he provision speaks of is that the rights in a mark shall be
acquired through reystration, which must be made validly in accordance with the
provisions of the law.

Corollarily, Section 138 of the IP Code provides:

"Sec. 138. Ce¢ ificates of Registration. — A certificate of registration of a
mark shall be , fima facie evidence of the validity of the registration, the
registrant’s o ‘ership of the mark, and the registrant’s exclusive right to
use the same *~ connection with the goods or services and those that are
related theret. specified in the certificate.” (Emphasis supplied)

Clearly, it is not the application or the registration that confers ownership of a
mark, but it is owne ship of the mark that confers the right to registration. While
the country’s legal r jime on trademarks shifted to a registration system, it is not
the intention of the jislators not to recognize the preservation of existing rights of
trademark owners al he time the IP Code took into effect.® The registration system
is not to be used i committing or perpetrating an unjust and unfair claim. A
trademark is an indu..rial property and the owner thereof has property rights over it.
The privilege of being issued a registration for its exclusive use, therefore, should be
based on the concer* of ownership. The IP Code implements the TRIPS Agreement
and therefore, the =2a of “registered owner” does not mean that ownership is
established by me  registration but that registration establishes merely a
presumptive right ol )wnership. That presumption of ownership yields to superior
evidence of actual ai._ real ownership of the trademark and to the TRIPS Agreement
requirement that no existing prior rights shall be prejudiced. In Shangri-la
International Hotel Management, Ltd. vs. Developers Group of
Companies’, the Supreme Court held:

"By itself, registration is not a mode of acquiring ownership. When the
applicant is not the owner of the trademark applied for, he has no right to
apply the regis*-ation off the same.”

8 Gee Section 236 of the I ode.
% G.R. No. 159938, 31 Marc  2006.






Applicant to register the subject mark makes trademark registration simply a contest
as to who files an application first with the Office.

WHEREFORI premises considered, the instant Opposition to Trademark
Application No. 4-20 1-004541 is hereby SUSTAINED. Let the filewrapper of the
subject trademark a, Jlication be returned, together with a copy of this Decision, to
the Bureau of Tradei irks for information and appropriate action.

SO ORDERED.

Taguig City,

Atty. Z'S/ 3EJANO-PE LIM
et Ifficer
Bureau of Legal Affairs



