EVELYN C. ALANDY-DY, IPC No. 14-2013-00008
Petitioner, Cancellation of:
Registration No. 4-2011-014341
Issued on: 26 July 2012
-versus- TM: “EVEX BY KRIZIA”

SANYO SHOKAI, LTD.,
Respondent- Regi -ant.
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NOTICE OF DECISION

ATTY. ESTRELLITA BEI RAN-ABELARDO
Counsel for Petitioner

Blk. 22, Lot 13 Singkil Street

Lagro Subd., Novaliches

Quezon City

ROMULO MABANTA BU'"NAVENTURA
SAYOC & DELOS ANGE =S

Counsel for Respondent-Registrant

21% Floor, Philamlife Tow

8767 Paseo de Roxas

Makati City

GREETINGS:

Please be informed that Decision No. 2017 - _ dated April 27, 2017 (copy enclosed)
was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007 series of
2016, any party may appeal the decision to the Director of the Bureau of Legal Affairs within ten
(10) days after receipt of the decision together with the payment of applicable fees.

Taguig City, May 02, 2017.

IPRS IV
Bureau of Legal Affairs

Republic of the Philippines
INTELLECTUAL PROPERTY OFFICE
intellectual Property C~nter # 28 Upper McKinlev Road, McKinley Hill Town Center, Fort Bonifacio,
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“11.  In this regard, Section 236 of Republic Act 8293 or the
Intellectual Property Code provides that the rights in marks acquired in good
faith prior to the effective date of Rep. Act No. 8293 is preserved under such law.
It states that:

X X X

“1.2.  On the other hand, Sec. ‘2-A of Rep. Act No. 166 which was the
law existing in 1988 when Petitioner first adopted and used the trademark
"KRIZIA AND K DEVICE' and before effectivity of Rep. Act No. 8293 provides as
follows:

X X X

“13. By actual use of the mark ‘KRIZIA AND K DEVICE' in
commerce it he Philippines since January, 1988, Petitioner Evelyn C. Alandy-
Dy, has acquired ownership of the trademark ‘KRIZIA AND K DEVICFE’ and the
subsequent registration of such mark ‘KRIZIA AND K DEVICE’ on August 28,
2000 in her favor confirms her title or ownership over the same. The mere failure
of Petitioner to comply with a formal requirement in the filing of her 5t
anniversary Affidavit of Use does not divest her of such ownership because she
has been continuously using the mark ‘KRIZIA AND K DEVICE’ since January,
1988 up to the present.

“14. Respondent Sanyo Shokai Ltd, is not entitled to register the
trademark EVEX BY KRIZIA, because at the time of filing of its application and
even at the time of registration thereof, the trademark KRIZIA AND K DEVICE
is owned and has been continuously used by Petitioner Evelyn C. Alandy-Dy
since 1988 continuously up to the present.

“2. Petitioner is the real and rightful owner of the mark ‘KRIZIA AND K
DEVICE' for ladies wear such as dresses, pants and blouses, being the prior adopter and
actual user of the mark ‘KRIZIA AND K DEVICE’ in commerce in the Philippines since
1988 up to the present. The PRIOR ADOPTER AND ACTUAL USER of the mark in
commerce in the Philippines is the basis for acquiring ownership over the mark, as
provided under Section 2-A which provision of law was not repealed by Rep. Act No.
8293 as it not inconsistent with any provision of R.A. No. 8293.

“21.  Inthis regard, Sec. 239 of R.A. No. 8293 provides that-
X X X

“3. On the other hand, Respondent’s trademark ‘EVEX BY KRIZIA’ is not
being used in commerce in the Philippines and therefore, Respondent is NOT the rightful
owner thereof, considering that the mark ‘KRIZIA AND K DEVICE' has already been
exclusively appropriatad, owned and has been continuously used by the Petitioner in
commerce in the Pt ppines as early as 1988 to present and even in 2011 when
Respondent, Sanyo S™~kai Ltd. filed its trademark application for EVEX BY KRIZIA up
to the present when s ject registration was fraudulently registered by Respondent.

“3.1. Itis a fundamental principle in Philippine Trademark Law that
actual use in commerce in the Philippines is a pre-requisite to the acquisition -
ownership of a trademark or tradename. Adoption alone of a trademark wou
not give rise to the exclusive right thereto. Such right grows out of their actu
use. Mere adoption is not use.



“3.2.  Inregards to actual use of trademarks in commerce, Section 2-A
of Republic Act No. 166 clearly provides that:
X X X

“3.3. As aptly enunciated by the Supreme Court in the case of
Kabushiki Kaisha Isetan vs. Intermediate Appellate Court, et al. G.R. No. 75420,
November 15, 1991:

XXX

“34. Respondent Sanyo Shokai Ltd, has not actually used the
trademark EVEX BY KRIZIA in commerce in the Philippines. As shown by the
Certificate of Registration, there is no manner of use and no Declaration of
Actual Use  :d by Respondent Sanyo Shokai Ltd. in connection with the use of
its trademai~ 'EVEX BY KRIZIA’ in commerce in the Philippines. As per records
of the Bureau of Trademarks, Respondent, Sanyo Shokai Ltd. only filed its
application for EVEX BY KRIZIA on December 1, 2011 and that it has not filed
any Declara*sn of Actual Use (DAU). This will show that Respondent, Sanyo
Shokai Ltd. 1s not used the trademark EVEX BY KRIZIA in commerce in the
Philippines.

“4. Peti ner Evelyn C. Alandy-Dy was the first to adopt and actually use in
commerce in the Phuppines the mark ‘KRIZIA AND K DEVICE’ since 1988 up to the
present, so that Peti ner has already established a good name and goodwill for the use
of the mark ‘KRIZI/ \ND K DEVICE' for her ladies wear products as will be shown by
the evidence.

“5. The ownership acquired by petitioner Evelyn C. Alandy-Dy over the
mark ‘KRIZIA AND K DEVICE' by virtue of her actual use in commerce in the
Philippines since 1988 up to the present has been preserved under Section 236 of
Republic Act No. 8293 and protected under Section 168 of the same law.

X X X

“6. Petitioner Evelyn C. Alandy-Dy is the registered owner of the mark
‘KRIZIA AND K DI [CE’ used on ladies wear such as dresses, pants, and blouses and
that she has authorized the following companies to use, distribute and sell her ladies
wear products bearing the trademark ‘KRIZIA AND K DEVICE' (Exhibit ‘B-1') in all SM
outlets in the Philippines since 1988 up to the present:

XXX

“7. Petit’ ner has authorized the abovementioned companies successively
because everytime :re is a reorganization in the company, it has to change the
company name, so from Fashion and Stitches, the company was changed to Apparel
House, then to KKL Fashion Inc., then to Dansig Trading, Inc. and finally to Bimelech,
Inc. At present, Petitioner is the Chief Executive Officer (CEO) of Bimelech, Inc.

“8. Petitioner has actually been using, distributing and selling ladies wear
such as dresses, pants and blouses as shown by Summary of Sales prepared and duly
signed by Dalla Ralla, the Accounting In-Charge of Bimelech Inc., showing sales of lac”
wear bearing the trademark ‘KRIZIA AND K DEVICE' in all SM outlets from 1988 ug
2012 (Exhibits ‘G’, ‘G-1’ to ‘G-5").



“9. Petitioner’s KRIZIA AND K DEVICE for ladies wear has also been
advertised in newspapers such as the Philippine Graphic and Woman’s Home
Companion and also advertised television, particularly in ABS-CBN Broadcasting
Corporation Television Studio 23 under Contract No. BO1011155143 consisting of the
following:

X X X

“91. In 2005, KRIZIA has also been recipient of awards such as THE
MOST OUTSTANDING AND FASHIONABLE WOMEN'S APPAREL BRAND, a
national award given by Philippine Marketing Excellence (Exhibit ‘M’);

“10.  Petitioner Evelyn C. Alandy_Dy filed the Affidavit of Use on February
16, 2006 together with the corresponding receipt from the IPO (Exhibits ‘C’ and ‘C-1") for
her 5% anniversary registration of her KRIZIA AND K DEVICE trademark registered
under Certificate of Registration No. 4-1988-067141 issued on 28 August 2000, which
Affidavit of Use was due for filing from August 28, 2005 to August 28, 2006. The said
Affidavit of Use was acted upon by Records Officer Marjorie Pescasio (Exhibit ‘D’) who
required Petitioner to submit the list of establishments where ‘KRIZIA AND DEVICE'
are being sold and likewise, to submit a notarized Affidavit. Petitioner complied to said
official action by submitting a notarized Supplemental Affidavit with the list of the
establishments attached as (Annex ‘A’) (Exhibits ‘E’ and ‘E-1') on April 20, 2006 showing
the SM outlets or es slishments where KRIZIA AND K DEVICE are being sold, within
the reglementary pe..od to file the Affidavit of Use, and that is, from August 28, 2005 to
August 28, 2006, hence Petitioner was surprised to know that her registration for
'KRIZIA AND K DEVICE’ was cancelled without valid reason and despite compliance.
Moreover, Petitioner was not even informed of the reason why her registration was
cancelled.

XX X

The Petitioner’s evidence consists of the Affidavit of Evelyn C. Alandy-Dy,
owner of the trademark KRIZIA and K DEVICE; copy of Certificate of Registration No.
4-1988-067141 for the trademark KRIZIA AND K DEVICE issued on 28 August 2000;
sample cloth and paper labels or tags showing the trademark KRIZIA AND K DEVICE;
copy of Affidavit of Use filed on 16 February 2006 for Certificate of Reg. No. 4-1988-
067141; copy of official action dated 23 March 2006; copy of supplemental affidavit of
Evelyn C. Alandy Dy dated 19 April 2006; copy of Application No. 4-2012-002397 for
the mark KRIZIA filed o~ 27 February 2012; copy of summary of sales of KRIZIA AND
K DEVICE ladies wear from 1988 to 2012; the name and signature of Dalla Ralla,
accounting-in-charge appearing on the summary sales; copy of advertisement of
KRIZIA ladies wear in 1 yman’s Home Companion, Vol. XIX No. 16 Issue of March 13,
1991; copy of advertisement of KRIZIA ladies wear in Philippine Graphic, Vol. 2 No. 16
Issue of November 4, 1991; copies of ABS-CBN Broadcasting Corporation Television
Studio 23 Ads under Contract B01011155143 for the following periods: 3/19/2011-
3/25/2011,  3/26/2011-3/31/2011,  4/2/2011-4/8/2011,  4/9/2011-4/15/2011,
4/16/2011-4/22/2011, 4/30/2011-4/30/2011, 5/14/2011-5/20/2011, 5/7/2011-
5/13/2011 and 5/21/2011-5/27/2011; copy of Certification from Goldever Printine
dated 7 December 2012; copy of Certification from Quality Labels, Inc. dated
December 2012; copy of the Philippine Marketing Excellence Award in 2005 given
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KRIZIA as the Most Outstanding Fashionable Women's Apparel Brand; copy of
Certificate of Appreciation from Centro Escolar University to KRIZIA for being a
sponsor during the Sc ool's Mr. & Ms AM 2008; copies of Certificates from SM
Harrison awarded to KiiZIA for achieving its sales plan for 2010, 2011 and 2012; copy
of Affidavit of Dalla Ralla, accounting-in-charge of Bimelech Inc. notarized on 23
January 2013 and copy Hf Certificate of Registration No. 4-2011-014341 issued on 26
January 2012 for the tri._emark EVEX BY KRIZIA AND K DEVICE in favor of Sanyo
Shokai Ltd.4

This Bureau issued a Notice to Answer and served a copy thereof upon
Respondent-Registrant on 22 February 2013. Said Respondent-Registrant, however, did
not file an Answer.

Should Trademark Registration No. 4-2011-014341 be cancelled?
Sec. 151, IP Code, states in part that:

Sec. 151. Cancellation. - 151.1. A petition to cancel a registration of a mark
under this Act may be filed with the Bureau of Legal Affairs by any person
who believes thz he is or will be damaged by the registration of a mark
under this Act as follows:

(a) Within five (5) years from the date of the registration of the mark
under this Act. x x x

This provision allows any person to file a petition to cancel a trademark
registration if that person believes that he would be damaged by the registration.
Once filed, the cancellation proceeding becomes, basically, a review of the trademark
registration in question to determine if the legal requirements for registration have been
satisfied and if the mai enance or continuance of Respondent-Registrant’s trademark
in the principal register would damage Petitioner.5

Section 138 of the IP Code provides:

Sec. 138. Certificates of Registration. - A certificate of registration of a mark
shall be prima facie evidence of the validity of the registration, the registrant’s
ownership of the mark, and of the registrant’s exclusive right to use the same
in connection with the goods or services and those that are related thereto
specified in the certificate.

*Marked as Exhibits “A” to “P”, inclusive.
*Sec. 154 of the IP Code provides:

154. Cancellation of Registration. — If the Bureau of Legal Affairs finds that a case for cancellation has been made out, it shall or
the cancellation of the registration. When the order or judgment becomes final, any right conferred by such registration upon the registrant
any person in interest of record shall terminate. Notice of cancellation shall be published in the IPO Gazette.  (Sec. 19, R.A. No. 166a)
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The trademark registration issued in favor of respondent-registrant constitutes
prima facie evidence, hence, it is not conclusive and may be overturned by
controverting evidence. Because of the presumption of validity, the burden of proof
rests on Petitioner to pr e that the registration of subject mark was invalid and that the
original registrant is no e owner of the subject mark. Petitioner is required to submit
substantial evidence to . 2but the prima facie presumption of validity of Certificate of
Registration No. 4-2012-010215.

Section 5 Rule 133 of the Rules of Court provides:

Sec. 5. Substantial evidence. - In cases filed before administrative or quasi-
judicial bodies, a fact may be deemed established if it is supported by
substantial eviden~e, or that amount of relevant evidence which a reasonable
mind might acce; as adequate to justify a conclusion. (n)”

Substantial evidences has been defined as follow:

“Due process in administrative process requires that evidences must be
substantial, and substantial evidence means evidence that a reasonable mind
might accept as adequate to support a conclusion.” (China City Restaurant
Corporation vs. NLRC, 217 SCRA 443 (1993) citing Associated Labor Union vs.
NLRC, 189 SCRA 743 (1990))

“Substantial evidence which is the quantum of evidence required to establish a
fact before administrative and quasi-judicial bodies is that amount of relevant
evidence as a reasonable mind might accept as adequate to support a conclusion.
It means such evidence which affords a substantial basis from which the fact in
issue can be reasonably inferred” (Rubberworld (Phils.), Inc. vs. National Labor
Relations Commissions, 175 SCRA 450); or
“as adequate to istify a conclusion” (Remo Foods, Inc. vs. National Labor
Relations Commission, 249 SCRA 379; Fulgeura vs. Linsangan, 251 SCRA 264).

In the case of Emerald Garment Manufacturing Corporation vs. Court of Appeals,
251 SCRA 600 (1995), the Supreme Court ruled:

“The findings of facts of the Director of Patents are conclusive upon the
Supreme Court p wided they are supported by substantial evidence citing
“Unno Commerci Enterprises, Inc. vs. General Milling Corp., 120 SCRA 8
91983; Kabushiki Isetan vs. Intermediate Appellate Court, 203 SCRA 5
(1991).”















