KEMIDIAR CORPORATIC } IPC No. 14-2013-00449
Opposer, } Opposition to:
}
} Appln. Serial No. 4-2011-00011764
-versus- } Date Filed: 30 September 2011
}
} TM: SHELTER TRUSTED
ALTACROP PROTECTION “ORPORATION, } SHELL-BLEND 2, 4-D
Respondent-Apr  -ant. }
X X
NOTICE OF DECISION
ATTY. CHITO DIMACULANGAN
Counsel for Opposer
Suite 2016 Cityland 10 T~wver One
6815 N. Ayala Avenue, akati City
FELICILDA & ASSOCIATE LAW OFFICES
Counsel for Responden Applicant
Unit 1902-A Philippine St =k Exchange (PSE)
Center-East Tower, Exct..nge Road
Ortigas Center, Pasig C
GREETINGS:
Please be inforr :d that Decision No. 2017 - _ dated 18 April 2017 (copy

enclosed) was promulg, - .ed in the above entitled case.

Pursuant to Sec*~n 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any parh  nay appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) ¢ ys after receipt of the decision together with the payment of
applicable fees.

Taguig City, 19 April 2017.
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"6. On 17 Tecember 2004, opposer lodged an application with the
Bureau of Trac narks to register the wordmark SHELL 2, 4-D ESTER for
goods falling u ler International Class 5 namely, herbicide for the control
of sedges and roadleaf weeds in rice, corn and sugarcane. The said
application wa. locketed as Application No. 4-2004-011937,

"7. Opposer started using in earnest the trademark SHELL 2, 4-D
ESTER on 3 January 2005. The nationwide, extensive and widespread
sale of produc*~ bearing the SHELL 2, 4-D ESTER trademark attracted
attention and cained notice not only from consumers but also from
companies eng~7ed in the marketing and sale of pesticide products who
saw a big poter...al of success and profit on the product;

"8. On 28 June 2006, opposer applied for the registration of the mark
SHELL 2, 4-L :STER & Logo, under Application No. 4-2006-006921,
which is a co »osite trademark consisting of the words, numbers and
letter SHELL .,4-D ESTER in block capitals and the logo of the
geometric patterns, design of growing leaves and pictures of plants and
bushes. xxx

"9, On 15 February 2007, opposer was issued Certificate of
Registration No. 4-2004-011937 for the wordmark SHELL 2, 4-D ESTER.
Similarly, on 21 May 2007, the composite trademark SHELL 2, 4-D
ESTER & LOGO was registered in the name of the opposer under
Certificate of Registration No. 4-2006-006921;

"10.  Opposer is also the owner of record of Certificate of Registration
No. 4-2007-00°"98 for the mark SHELTER 2,4-D in respect of herbicides
for the control “sedges and broadleaf weeds in rice, corn and sugarcane
in Internationa lass 5. Opposer’s SHELTER 2,4-D mark has a date of
registration of | April 2008, a filing date of 27 July 2007 and a date of
first use of 8 M rch 2001, all of which antedates the dates of registration,
filing of the _pplication and constructive first use of respondent-
applicant’s trademark;

"11.  Opposer acquired the rights, goodwill, title and interests to the
trademark SHELTER 2, 4-D from its original owner, Carmelito V. Roy,
pursuant to an Assignment of Mark dated 24 October 2011;

"12. Opposer and its predecessors-in-interest have used the SHELL,
SHELTER and logo trademarks in commerce and have acquired a
considerable and valuable goodwill and wide-scale recognition for its
trademarks. The public has come to associate the opposer’s trademarks
with oppose and opposer’s herbicides and related goods. Opposer’s
trademarks have acquired distinctiveness;












and its sister company ShellHome Chemicals Incorporated to serve no
other purpose t t to limit, diminish, dillute, invalidate or destroy opposer's
rights to its registered trademarks SHELL and SHELTER.xxx"

To support its opposition, the Opposer submitted as evidence the following:

1. Affidavit —Direct Testimony of Mr. Jose DJ. Cruz dated 6 January 2014,

2. Certified true copy of Amended Articles of Incorporation and By-laws of
Respondent-Assignee Kemistar Corporation issued by the Securities and
Exchange Commission dated 14 February 2012;

3. Certified true copy of Articles of Incorporation of Altacrop Protection
Corporation issued by the Securities and Exchange Commission dated 19
March 2010;

4. Memorandum of Agreement dated 23 May 2005 between Altacrop Protection
Corporation and Kemistar Corporation;

5. Label of SHELL 2, 4-D ESTER and Logo;

6. Copy of Cc ificate of Registration No. 4-2004-011937 for the mark "SHELL
2,4-D EST R"issued on 15 February 2007 to Kemistar Corporation;

7. Certified tr copy of Certificate of Registration No. 4-2006-006921 for the
mark "SHELL 2, 4-D ESTER AND LOGO issued on 21 May 2007;

8. Addendum to Memorandum of Agreement dated December 2007 between
Altacrop Protection Corporation and Kemistar Corporation;

9. Letter to Altacrop Protection Corporation dated 9 June 2010;

10. Letter to Altacrop Protection Corporation dated 2 August 2010;

11. Letter addressed to the counsel of Kemistar Corporation dated 20 September
2010;

12. Copy of Certificate of Registration No. 4-2007-008098 for the mark
"SHELTER 2, 4-D" issued on 28 April 2008 in the name of Kemistar
Corporation;

13. Copy of Declaration of Actual Use dated 27 January 2011; and

14. Respondent-Applicant's Label of Shelter 2, 4-D*

The Respondent-Applicant filed its Answer on 16 April 2014, alleging among
other things, the following affirmative allegations and defenses:

"7. The subject application -SHELTER, TRUSTED SHELL-BLEND
2, 4-D- is a iteration, simulation and in a sense a derivation i.e.
'derivative mar. from Respondent's existing trademark -SHELTER 2, 4-D
AMINE trademark shown below:

SHELTER 2, 4-D AMINE under
Certificate of Registration No. 4-2007-010899 shown below:

* Exhibits “A” to “M” inclusive of submarkings






spelling even in definition or connotation as against Opposer’s Shell mark.
By definition or connotation, Shell and Shelter have different meanings or
reference. ‘She'” is commonly defined by dictionaries as ‘a hard outer
covering’ i.e. . nutshell, the shell of a tortoise seashell’. On the other
hand, ‘SHELT™R’ when applied to fertilizers and herbicides, fungicides
and molluscisi s is a word/mark meant to represent a ‘place that gives
protection fron he weather or safety from danger’.

"31. As the brand or mark for Respodent's fertilizers and herbicides
products, the latter -SHELTER- provides protection and safety against
unwanted pests, weeds, crop diseases in a farmer's land or lot, hence, the
distinctive mark 'SHELTER'.xxx

"39.  As with all its existing trademark registrations and applications, the
design, text and conceptualization of the mark SHELTER , TRUSTED
SHELL-BLEND 2, 4-D is Respondent's own to the exclusion of any other

party.

"40. For all its fertilizers, herbicides, insecticides, fungicides and
molluscicides products, the production is undertaken by Respondent's Toll
Manufacturer- Aghem Manufacturing Corporation (Agchem) located at
102 Progess Avenue corner Merit Drive, Carlmeray Industrial Park 1,
Canlubang, Calamba City, Laguna.

"41. It must be emphasized that Agchem as Respondent's Toll
Manufacturer, produces Respondent's fertilizers, herbicides, insecticides,
fungicides and mollusicides products, for and on behalf of Respondent
Altacrop under the latter's control and supervision.

"42.  The modern business term for this is outsourcing which (for the
information of the Opposer) is an arrangement in which one company
provides services for another company that could also be or usually have
been providec in-house. Attached and marked as Exhibit '7' is a
Certification (¢ iginal) from AgChem Manufacturing Corporation re the
Tolling/Outsou. _ing agreement of Respondent Altacrop.

"43.  All fertilizers, herbicides, insecticides, fungicides ad mollusicides
products under 1e name of Respondent are the latter's own without any
ownership claim on the part of its toll manufacturer, thus it is malicious,
irresponsible and depraved on the part of the Opposer to suggest without
any basis that Respondent is procuring trademark registrations with the
Bureau of Trademark by means of fraud and bad faith.

"44. Respondent has laboriously applied/acquired all its trademark
registrations with the Bureau of Trademarks legally and above board
under the rules and regulations of the Bureau and will continue to do so re
all its other trademark applications.












