IPC No. 14-2014-00079
Opposition to:

Appln. Serial No. 4-2013-012793
Date Filed: 24 October 2013

SANUTFI,
Opposer,

-vVersus-
INNOGEN PHARMACEU! :ALS, INC,,

Respondent-Appuwcant.
X X

TM: VALGARD

NOTICE OF DECISION

CESAR C. CRUZ & PARTN="S LAW OFFICES
Counsel for Opposer

30t Floor, Ayala Life-FGI Zenter

6811 Ayala Avenue, Mc.._ati City

ATTY. JORGE CESAR M. SANDIEGO
Counsel for Responden” Applicant
Unit 15M Torre Venezia

170 Scout Santiago Strec, corner
Timog Avenue, Quezon City

GREETINGS:

Please be informed that Decision No. 2017 - _dated 29 March 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Secti~n 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party nay appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) c.ys after receipt of the decision together with the payment of
applicable fees.

Taguig City, 29 March 2017.
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attend and/or representative to attend, it is considered to have waived its right to
submit position paper.

The primordial issue in this case is whether the trademark “VALGARD” should
be allowed.

Records shov* that at the time the Respondent-Applicant filed its trademark
application, the Opg ser already has an existing application for the mark “VALGRIX"
under Certificate of ‘legistration No. 4-2013-000657 issued on 30 May 2013. The
application covers "pharmaceutical preparations”.

But are the competing marks, as shown below, confusingly similar?

VALGRIX VALGARD

Opposer’s mark Respondent-Applicant’s mark

A practical approach to the problem of similarity or dissimilarity is to go into
the whole of the t ) trademarks pictured in their manner of display. Inspection
should be undertak..i from the viewpoint of a prospective buyer. The trademark
complained of should be compared and contrasted with the purchaser's memory
(not in juxtaposition) of the trademark said to be infringed. Some such factors as
"sound; appearance; form, style, shape, size or format; color; ideas connoted by
marks; the meaning, spelling, and pronunciation, of words used; and the setting in
which the words appear" may be considered.® Thus, confusion is likely between
marks only if their over-all presentation, as to sound, appearance, or meaning,
would make it possible for the consumers to believe that the goods or products, to
which the marks are¢ attached, emanate from the same source or are connected or
associated with eact. other.

The manifest similarity between the competing marks is their first syllable
“VAL". The said syllable, however, is part of the generic name val/sartan. As such, no
person and/or entity can claim exclusive us thereof. The so-called descriptive terms,
which may be used to describe the product adequately, cannot be monopolized by a

5 Etepha A.G. vs. Director of Patents, G.R. No. L-20635, 31 March 1966.



single user and are available to all. It is only natural that the trade will prefer those
marks which bear sc 1e reference to the article itself.’

Moreover, the Trademark Registry of this Office reveals several other
trademarks involving goods under Class 05, registered in favor of different
proprietors that appropriate the “VAL” as the first syllable of their marks including
“"WVALAZYD" and “VALTIZART". Hence, similarity in this aspect alone is not enough to
prevent a junior u r registration of its mark provided that the later mark is
endowed with other distinguishing features and characteristics such as that of the
Respondent-Applicant’s. What will then determine whether the marks are confusing
are the words and/c device that accompany the same and also the design or style
of the marks. In this case, the last syllable “"GRIX” in the Opposer’s mark is easily
distinguishable from “GARD” in the Respondent-Applicant. The two are obviously
different in spelling and pronunciation such that confusion is unlikely.

Finally, it is emphasized that the essence of trademark registration is to give
protection to the owners of trademarks. The function of a trademark is to point out
distinctly the origin or ownership of the goods to which it is affixed; to secure to him
who has been instrumental in bringing into the market a superior article of
merchandise, the fruit of his industry and skill; to assure the public that they are
procuring the genuine article; to prevent fraud and imposition; and to protect the
manufacturer against substitution and sale of an inferior and different article as his
product.® In this case, the Respondent-Applicant’s mark met this function.

WHEREFORE, premises considered, the instant opposition is hereby
DISMISSED. Let the filewrapper of Trademark Application Serial No. 4-2013-
012793 be returned, together with a copy of this Decision, to the Bureau of
Trademarks for information and appropriate action.

SO ORDERED.

Taguig City,

Atty. Z'S EJANO-PE LIM
L ficer
Bureau of Legal Affairs

70ng Ai Gui vs. Director of Philippines Patent Office, G.R. No. L-6235, March 28, 1955.
8 pribhdas J. Mirpuri vs. Court of Appeals, G.R. No. 114508, 19 November 1999.



