IPC No. 14-2014-00218
Opposition to:

suren LURruraAIlON and FUTURE STATE, INC.,
Opposers,

Appln. Serial No. 1177634
-versus- Date Filed: 26 April 2013
TM: HUMAN IT
HITACHI SYSTEMS, LTD.,

Respondent-Applicant.
X X

[ S I N I i N I W )

NOTICE OF DECISION

MIGALLOS & LUNA LAW OFFICES
Counsel for Opposers

7t Floor, The Phinma Plaza

39 Plaza Drive, Rockwell Center
Makati City

LAW FIRM OF REYES RARA & ASSOCIATES
Counsel for Respondent- Applicant

G/F W Tower, 39" Street

Bonifacio Global City, Taguig

GREETINGS:

Please be informed that Decision No. 2017 - dated 22 May 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of
applicable fees.

Taguig City, 23 May 2017.
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SUYEN CORPORATION and [PC No. 14-2014-00218
FUTURE STATE, INC,, Opposition to:
Opposers,

Appln. No. 1177634
- versus - Date Filed: 26 April 2013
Trademark: "Human*IT"

HITACHI SYSTEMS, LTD.,
Respondent-Applicant. Decision No. 2017 -
X X

DECISION

SUYEN CORPORATION' and FUTURE STATE, INC.2 ("Opposers"), filed an
opposition to Trademark Application Serial No. 1177634. The application, filed by HITACHI
SYSTEMS, LTD. ("Respondent-Applicant")’, covers the mark "Human*IT" for use on the
following classes of goods and services*: 9 namely, measuring or testing machines and
instruments; power distribution or control machines and apparatus; rotary converters; phase
modifiers; electric wires and cables; telecommunication devices and apparatus; electronic
machines, apparatus and their parts; electronic circuits and CD-ROMSs recorded with programs
Jor hand-held games with liquid crystal displays, exposed cinematographic films; exposed slide
Silms, slide film mounts; downloadable image files; recorded video discs and video tapes; 35
namely, advertising and publicity services; business management analysis or business
consultancy, marketing research; providing information concerning commercial sales; business
management of hotels; providing information concerning preparation or auditing of financial
statements, document reproduction; office functions, namely filing, in particular documents or
magnetic tape; providing business assistance to others in the operation of data processing
apparatus namely, computers, typewriters, telex machines and other similar office machines;
business administration relating to document forwarding in the field of delivery services;
invoicing; business management of telemarketing center; business management analysis or
business consultancy of marketing; business administration relating to the processing of credit
card applications; 36 namely, management of buildings, real estate agencies and brokerage for
rental of buildings; leasing or renting of buildings, real estate services relating to the purchase

' A corporation duly organized and existing under Philippine law with office located at Bench Tower, 30th St.,

corner Rizal Drive, Crescent Park West 5, Bonifacio Global City, Taguig 1634.

Sister company of Suyen is a corporation duly organized and existing under Philippine law with office located at
the same address above.

A corporation duly organized and existing under the laws of Japan, with principal office address at 1-2-1 Osaki,
Shinagawa-ku, Tokyo 141-8672, Japan.

The Nice Classification of goods and services is for registering trademark and service marks, based on a
multilateral treaty administered by the WIPO, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registration of Marks concluded in 1957.
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and sale of buildings, real estate services and brokerage for the purchase or sale of buildings;
real estate appraisal; land management, real estate agencies and brokerage for leasing or
renting of land; leasing of land; real estate services relating to the purchase and sale of land;
real estate services and brokerage for the purchase or sale of land; providing information on
buildings or land (real estate affairs); antique appraisal; art appraisal; precious stone
appraisal; business credit verification services; rental of paper money and coin counting or
processing machines; rental of cash dispensers or automated-teller machines; brokerage of
membership contracts of credit cards and providing information thereof: credit guarantee
services of usage of credit cards; financial services relating to the recruitment and
administration of memberships of credit cards; financial consultancy, insurance consultancy,
providing payment information on e-commerce; payment services of the goods which are bought
by points of point cards, issuance of credit cards; 37 namely, general building construction
works, dredging; construction and maintenance services relating to civil engineering; road
paving; masonry, installation of glass for windows and doors; steel structure construction
works, plastering; carpentry; tile laying, bricklaying or block laying; joinery, building
reinforcing; painting; scaffolding, earthworks or concrete construction; upholstering;
installation services related to sheet metal working; building damp-proofing; roofing services;
plumbing; machinery installation; drilling of wells; electrical installation services;
telecommunication wiring; thermal insulating for buildings; construction consultancy, repair or
maintenance of building equipment; repair or maintenance of office machines and equipment;
repair or maintenance of electronic machines and apparatus; repair or maintenance of
telecommunication machines and apparatus; safe maintenance or repair; setting up, installation
and upgrading (function enhancement and addition) of computers and information services
relating thereto; 38 namely, mobile telephone communication; telex services;, communications
by computer terminals; communications by telegrams, communications by telephone; facsimile
transmission; paging services, television broadcasting; cable television broadcasting; radio
broadcasting, news agencies; rental of telecommunication equipment including telephones and
Jacsimile apparatus; 39 namely, transport; warehousing services; rental of warehouse space;
management of parking places, rental of loading-unloading machines and apparatus, rental of
packaging or wrapping machines and apparatus; collection of waste and trash;, 40 namely,
paper treating and working; rental of machines and apparatus for pulp-making, papermaking or
paper-working, rental of waste compacting machines and apparatus, rental of waste crushing
machines; printing; sorting and disposal of waste and trash; rental of printing machines and
apparatus, rental of air-conditioning apparatus;, 41 namely, educational and instruction
services relating to arts, crafts, sports or general knowledge; arranging, conducting and
organization of seminars, providing electronic publications; services of reference libraries for
literature and documentary records; production of radio or television programs; production of
video tape films in the fields of education, culture, entertainment or sports (not movies, radio or
television programs and not for advertising and publicity); rental of television sets,; rental of
radio sets; rental of records or sound-recorded magnetic tapes; rental of image-recorded
magnetic tapes; 42 namely, architectural design; surveying; designing of machines, apparatus,
instruments (including their parts) or systems composed of such machines, apparatus and
instruments, designing; computer software design, computer programming, or maintenance of
computer software, technical advice relating to computers, research on building construction or
city planning; testing or research on prevention of pollution; testing or research on electricity,
testing or research on civil engineering; rental of computers; providing computer programs in















marks only if their over-all presentation, as to sound, appearance, or meaning, would make it
possible for the consumers to believe that the goods or products, to which the marks are attached,
emanate from the same source or are connected or associated with each other.

From the evidence at hand, the word “HUMAN?” appears as the dominant feature of the
Opposers' and the Respondent-Applicant’s marks. Both have the same configuration in simple
block-letter mark with all of the letters forming said mark presented in the simple font and
format. In the instant case, however, the test is not simply to take the words and compare the
spelling and pronunciation of said words."> The two marks as they appear in the respective
labels must also be considered in relation to its entirety, commercial impression, and the goods to
which they are attached. "

The mere fact that one party has adopted and used a trademark on his goods does not
prevent the adoption and use of the same trademark by others on articles of a different
description. Significantly, the Opposers' goods fall under Classes 3, 5, 18, 25, and 35" while
Respondent-Applicant’s cover Classes 9, 35, 36, 37, 38, 39, 41, 42 and 45", Opposers' products
involve clothing apparels, bags and other personal things made of leather and leatherette
materials, perfumery, cosmetics and various sorts of toiletries, which are available in specialty
shops carrying the same brand/mark. Respondent-Applicant’s goods, in contrast, consist of
information technology related products, and services which are not directly or indirectly related
to that of the Opposers'. The products are not ordinary consumable household items, like catsup,
soy sauce, or soap, which are of minimal cost. The products involved are more expensive and of
specialized nature and use. Thus, a casual buyer is predisposed to be more cautious and
discriminating in and would prefer to mull over his purchase or selection. Confusion and
deception in this instance, then, is less likely.'

Based on the foregoing, the businesses of the parties are non-competitive and their
products are so unrelated that the use of trademarks is not likely to give rise to confusion.

It is significant to mention that the word mark HUMAN is a generic word and not
invented. This Bureau moreover, takes cognizance via judicial notice of the contents of
Trademark Registry which consist of marks that contain the word "HUMAN" covering
goods/service similar or different from that of Opposers', such as: Being human (Reg. No.
1249362 dated 20 August 2015); Human Alliance (Reg. No. 1152505 dated 10 July 2015);
HumanOptics (Reg. No. 1144793 dated 10 April 2014); human nature (Reg. No.
42010002402 dated 28 April 2011); HUMAN ENERGY (Reg. No. 42008011246 dated 02
March 2009); human nature and heart device (Reg. No. 42009000060 dated 25 March
2010)."7 These marks are owned by entities other than the Opposers. Hence, to sustain this
opposition solely on the ground that the competing marks both contain the word "HUMAN"
would have the unintended effect of giving the Opposers exclusive use of the same, despite the
difference or unrelated character of the goods or service offered.

12 Bristol Myers Company v. Director of Patents, et al., 17 SCRA 128 (1966).

1 Mead Johnson& Company v. N. V. J. Van Dorp Ltd., et al.,7 SRCA 768 (1963).

1 Id. at 7.

15 Filewrapper records.

16 Emerald Garment Manufacturing Corporation v. CA,251 SCRA 600 (1995).

17 IPOPHL Trademarks Database, available at http://www.wipo.int/branddb/ph/en/ (last accessed 22 May 2017).
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