WESTMONT PHARMACEU CALS, INC,, } IPC No. 14-2016-00184
Opposer, } Opposition to:
1
} Appln. Serial No. 4-2015-00008436
-versus- } Date Filed: 28 July 2015
}
}
TOKAGAWA GLOBAL CORP., } TM: APPETON
Respondent-Applicant. } Laboratory Inc.
X X
NOTICE OF DECISION
OCHAVE & ESCALONA
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GREETINGS:
Please be inform~d that Decision No. 2017 - _dated 18 April 2017 (copy

enclosed) was promulge =2d in the above entitled case.

Pursuant to Sect'~1 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007
series of 2016, any party 1y appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) du,s after receipt of the decision together with the payment of
applicable fees.

Taguig City, 19 April 2017.
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WESTMONT PHARMAC] JTICALS, INC.

Opposer,

- VErsus -

TOKAGAWA GLOBAL CORP,,
Respondent-Applicant.
X

DECISION

[PC No. 14-2016-00184
Opposition to:

Appln. No. 4-2015-00008436

Date Filed: 28 July 2015

Trademark: "APPETON
Laboratory Inc."

Decision No. 2017 -

WESTMONT PHAlI 1ACEUTICALS, INC. ("Opposer"), filed an opposition to Trademark
Application Serial No. 4-2015-00008436. The application, filed by TOKAGAWA GLOBAL CORP.
("Respondent-Applicant")’, covers the mark "APPETON LABORATORY INC." for use on goods under
class 35* namely: "business management engaged in promotion, advertising, sponsorship, marketing of
human consumption products which shall include pharmaceutical products, food and food products,

business administration.”

The Opposer alleges the following grounds for opposition:

"7. The mark 'APPETON Laboratory, Inc.’

applied for by Respondent-Applicant so

resembles the tradem: : 'APPEBON 500' owned by Opposer and duly registered with this
Honorable Bureau pric o the publication of the application for the mark '"APPETON Laboratory

Inc.;

"8. The mark 'APPETON Laboratory Inc.' will likely cause confusion, mistake and deception
on the part of the purchasing public, and in fact in a similar case, this Honorable Bureau has
already ruled, which ru g has become final and executory that '"APPETON' is confusingly similar

to 'APPEBON'.

"9. The registration of the mark '"APPETON Laboratory Inc.' in the name of the Respondent-

Applicant will violate Sec. 123.1 (d) of the IP Code.

"10. Under the abc  -quoted provision, any mark, which is similar to a registered mark, shall
be denied registration n respect of similar or related goods or if the mark applied for nearly
resembles a registered irk that confusion or deception in the mind of the purchasers will likely

result.

' A domestic corporation duly organized and existing under the laws of the Philippines, with office address at

Bonaventure Plaza, Ortigas Avenue, San Juan City, Metro Manila, Philippines.

2 Exhibit "D" of Opposer.

3 A corporation with office address at Unit 1204, Corporate Center, 139 Valero St., Salcedo Village, Makati City,

Metro Manila, Philippines.

% The Nice Classification of goods and services is for registering trademark and service marks, based on a
multilateral treaty administered by the WIPQ, called the Nice Agreement Concerning the International
Classification of Goods and Services for Registration of Marks concluded in 1957.
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The word marks APPEBON and APPETON are phonetically the same. They have identical
sounds with similarity in the consonant and vowel contents. Although the letter "B" in APPEBON is
changed to letter "T" in APPETON, it cannot be denied that they produce the same sound when spoken.
While there are differences with respect to the numerical "500" appended in the mark APPEBON; and the
words "Laboratory Inc." follc ing the mark APPETON, it appear insignificant as it is outweighed by the
similarities mentioned.

As to the goods covered by the marks, Opposer's APPEBON is a pharmaceutical product for use
as appetite normalizer. Respondent-Applicant's goods/service on the other hand, covers a business
management of human consumption products including pharmaceutical products. Thus, the likelihood of
confusion may subsists because of the relatedness of one to another in terms of the same medical purpose,
group of purchasers and channels of trade. They are deemed related because the pharmaceutical product
may be assumed to originate in Respondent-Applicant's laboratory and vice versa.

Confusion cannot be avoided by merely adding, removing or changing some letters of a
registered mark. Confusing similarity exists when there is such a close or ingenuous imitation as to be
calculated to deceive ordinary persons, or such resemblance to the orlgmal as to deceive ordinary
purchaser as to cause him to purchase the one supposing it to be the other.” Colorable imitation does not
mean such similitude as amount to identify, nor does it require that all details be literally copied.
Colorable imitation refers to such similarity in form, context, words, sound, meaning, special arrangement
or general appearance of the trademark or tradename with that of the other mark or tradename in their
over-all presentation or in their essential substantive and distinctive parts as would likely to mislead or
confuse persons in the ordinary course of purchasing the genuine article.'

It is stressed that the determinative factor in a contest involving trademark registration is not
whether the challenged mark would actually cause confusion or deception of the purchasers but whether
the use of such mark will ely cause confusion or mistake on the part of the buying public. To
constitute an infringement - an existing trademark, the law does not require that the competing
trademarks must be so identi | as to produce actual error or mistake; it would be sufficient, for purposes
of the law, that the similarity between the two labels is such that there is a possibility or likelihood of the
purchaser of the older brand mistaking the newer brand for it."" The likelihood of confusion would
sub51stl 2not only on the purchaser's perception of goods but on the origins thereof as held by the Supreme
Court:

Callman notes two types of confusion. The first is the confusion of goods in which event the
ordinarily prudent pur 1ser would be induced to purchase on product in the belief that he was
purchasing the other. 11 which case, defendant's goods are then bought as the plaintiff's and the
poorer quality of the o 1e former reflects adversely on the plaintiff's reputation. The other is the
confusion of business. Hence, though the goods of the parties are different, the defendant's
product is such as might reasonably be assumed to originate with the plaintiff and the public
would then be deceived either into that belief or into belief that there is some connection between
the plaintiff and defendant which, in fact does not exist. (Emphasis Supplied)

Accordingly, this Bureau finds that the Respondent-Applicant's trademark application is
proscribed by Sec. 123.1 (d) of the IP Code. In contrast, the Respondent-Applicant despite the

o Societe Des Produits Nestle, S.A. v. Court of Appeals, G.R. No. 112012, 04 April 2001, 356 SCRA 207, 217.

19 Emerald Garment Manufacturing Corp. v. Court of Appeals, G.R. No. 100098, 29 December 1995.

‘' American Wire and Cable Co. v. Director of Patents, et al., 31 SCRA 544, G.R. No. L.-26557, 18 February
1970.

12 Converse Rubber Corporations v. Universal Rubber Products, Inc. et al., G.R. No. L-27906, 08 January 1987.
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opportunity given, failed to explain how it arrived at using the mark "APPETON Laboratory Inc.” as it
failed to file its Answer to the opposition. The Opposer's mark "APPEBON 500" is unique and highly
distinctive with respect to the goods it is attached with.

WHEREFORE, pre ses considered, the instant Opposition to Trademark Application No. 4-
2015-00008436 is hereby SU.-TAINED. Let the filewrapper of the subject trademark application be
returned, together with a cc / of this Decision, to the Bureau of Trademarks for information and

appropriate action.
SO ORDERED.
Taguig City.

Atty \, LL.M.
Adjudica B al Affairs



